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  1          (Court convened at 10:00 a.m.)

  2 MR. BROTHERS:  Your Honor, two brief 

  3 housekeeping matters before we bring in the jury .  I 

  4 believe we can handle these without objection.

  5 Yesterday your Honor indicated that a limited 

  6 version of Plaintiff's Exhibit 447, the S-1 stat ement 

  7 that was referenced, would be admitted.  I have reviewed 

  8 this with opposing counsel.  They have indicated  there 

  9 are no objections, so we move to admit Exhibit 4 47.

 10 THE COURT:  All right.  Hearing no objection, it  

 11 will be admitted.

 12 MR. WILSON:  No objection, your Honor.

 13 (Plaintiff 's Exhibit No. 447 was admitted.)

 14 MR. BROTHERS:  The second matter is with respect  

 15 to the video depositions.  I understand it is th is 

 16 Court's practice not to have those transcribed i n the 

 17 part of the transcript, and I just wanted to sta te on the 

 18 record we have tendered to the Court all of the 

 19 deposition video, the transcripts that were play ed, and 

 20 we understand the Court will be making that a pa rt of the 

 21 official record.

 22 THE COURT:  Thank you.

 23 MR. BROTHERS:  Thank you, your Honor.

 24 THE COURT:  Yesterday, counsel raised a series 

 25 of motions under Rule 50 for the Court's conside ration, 
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  1 and the Court has had an opportunity to consider  those 

  2 motions and the Court will take the following ac tion with 

  3 respect to those motions.

  4 With respect to the plaintiff 's motion for a 

  5 Rule 50 ruling as a matter of law on the questio n of 

  6 validity based on anticipation and obviousness, the Court 

  7 will deny that motion at this juncture.  The mot ion is 

  8 denied.

  9 With respect to their motion for judgment as a 

 10 matter of law regarding the invalidity because o f alleged 

 11 inadequacy of written descriptions, that motion is 

 12 granted and there's no question that the defenda nts were 

 13 not going forward on that.

 14 With respect to the motion for judgment as a 

 15 matter of law on laches, the Court has had an op portunity 

 16 to read the submission of the defendant regardin g that 

 17 and consider plaintiff 's response to that motion , and the 

 18 Court takes this view of that motion:  

 19 The course of defense of laches, as both parties  

 20 have well indicated, bars a plaintiff from winni ng any 

 21 damages accrued before the fil ing of a suit, and  in this 

 22 case the Court has looked at the elements of lac hes.  

 23 There are basically two elements of laches, one requiring 

 24 the defendant to show that the plaintiff delayed  fil ing 

 25 the suit for an unreasonable period of time or a n 
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  1 inexcusable delay.

  2 The other one is that the delay in some way 

  3 affected prejudice or operated prejudice to the 

  4 disadvantage of the defendant.

  5 Of course, there arises a presumption of laches 

  6 where the defendant can show that the plaintiff delayed 

  7 suing for more than six years after the patentee  knew or 

  8 should have known of the alleged infringement in  the 

  9 case.

 10 In this case suit was filed on September 15th, 

 11 2011, in this case the claim was filed.  The def endants 

 12 allege that plaintiffs were on constructive noti ce of the 

 13 infringement as early as July 2005 when Google p ut forth 

 14 a blog that was entitled Google Inside AdWords, Exhibit 

 15 176 in this case, Plaintiff 's Exhibit 176, which  in some 

 16 way described Quality Score, described parts of the 

 17 accused product in this case.

 18 The plaintiffs, of course, contend that a 

 19 one-sentence blog is inadequate to put them on a ny type 

 20 of constructive notice of infringement.  That's their 

 21 basic response in this case.

 22 The Court understands that I/P Engine, of 

 23 course, acquired these patents.  Lycos in 2005 w as 

 24 certainly the owner of these patents, but the la w 

 25 provides that when a patent transfers ownership,  the 
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  1 transferee of the patent must accept the consequ ences of 

  2 any dilatory conduct of immediate and remote 

  3 transferors.  I think this case was quoted as th e Eastman 

  4 Kodak case versus Goodyear Tire & Rubber Company , at 114 

  5 F.3d 1547, a 1997 Fed Cir. case.

  6 In this case the Court has to examine the 

  7 question of whether the plaintiffs were on notic e of the 

  8 alleged infringement in this case.  Beyond the b log, 

  9 which plaintiffs object and finds short, the Cou rt also 

 10 found, in reading the testimony of Mr. Blais and  

 11 Mr. Kosak and also in looking at the full record  of this 

 12 case, that in 2005, as early as 2003, 2004, Lyco s was in 

 13 a commercial relationship with Google.

 14 During the course of that commercial 

 15 relationship the record reflects that, in fact, Lycos was 

 16 taking advantage of Google ads.  They had a rela tionship 

 17 with Google, and they were using the Google ads product.  

 18 According to the testimony of Mark Blais, the ge neral 

 19 counsel for Lycos, in 2004 Lycos was using Googl e's 

 20 products.

 21 Certainly if Lycos was, in fact, using Google's 

 22 products, AdWords, they were in a position to co nsider 

 23 and scrutinize the product to determine whether their 

 24 product was in some way infringing on their tech nology.

 25 According to the testimony of Mr. Kosak, one of 
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  1 the inventors of the patents, the asserted paten ts in 

  2 this case, he had no reason to analyze the AdSen se or 

  3 look at these products because he was not receiv ing any 

  4 revenue stream from the product, so he took no a ction to 

  5 determine whether Google was, in fact, infringin g on the 

  6 product.

  7 According to Mr. Blais, Lycos in 2005 had no 

  8 policy regarding patent infringement or enforcem ent.  

  9 They did not investigate in 2005 whether Google had 

 10 infringed any of its products.  In 2005, 2006 th ey had no 

 11 policy on patent licensing.  In 2005, 2006 Lycos  did not 

 12 negotiate regarding the licensing of its patents .  In 

 13 short, they did nothing regarding protecting the ir 

 14 patents.

 15 But it is also clear under the law that a patent  

 16 owner is required to engage in some type of dili gence or 

 17 some type of effort to determine whether someone  is 

 18 infringing their technology.

 19 I think one of the parties quoted the Wanlass 

 20 versus General Electric Company case, at 148 F.3d 1334, a 

 21 1998 Fed Cir. case, which says that ignorance wi ll not 

 22 insulate a patentee from constructive knowledge under 

 23 certain circumstances regarding infringement of its case.

 24 That particular case also had this line that is 

 25 important here:  "A reasonable patentee must inv estigate 
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  1 potentially infringing, pervasive, open and noto rious 

  2 activity, including sales, marketing, publicatio n or 

  3 public use of a product similar to or embodying 

  4 technology similar to the patented invention or published 

  5 description of the defendant's potential infring ing 

  6 activities."

  7 What the Court is saying, in a nutshell, is that  

  8 the plaintiff in this case, specifically Lycos, had some 

  9 responsibility to be proactive in determining wh ether its 

 10 patent was being infringed.  Surely if the blog was 

 11 sufficient to be alleged in paragraph 43 of the 

 12 complaint, that same paragraph, the same blog sh ould have 

 13 given at least a spark of interest to Lycos to d etermine 

 14 whether maybe Google was infringing its patent b ack in 

 15 2005.

 16 More over, in view of the fact that there was a 

 17 close relationship between Google an Lycos, Lyco s was, in 

 18 fact, benefiting from Google ads or Google's use  of their 

 19 technology, again, should have placed them on no tice 

 20 that, perhaps, their patent was being infringed.

 21 The Court finds, in view of these facts, that 

 22 there arises a presumption of prejudice here to Google 

 23 for what the Court finds to be an unreasonable d elay or 

 24 inexcusable time in bringing suit in this case.  And that 

 25 being the fact that there is a presumption of pr ejudice, 
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  1 a presumption that arises, a presumption of lach es, then 

  2 the burden shifts to the plaintiffs in this case .  

  3 The Court finds in this case that plaintiff has 

  4 not produced sufficient evidence to overcome the  

  5 presumption of laches.  The Court doesn't find a nything 

  6 in the record to adequately explain the delay in  bringing 

  7 this lawsuit.  Nothing has been articulated, the  Court 

  8 finds, adequate to explain the delay.

  9 In terms of whether Google has been prejudiced, 

 10 one of the things that's often cited is memory l oss or 

 11 inability to recall.  The Court would note for t he record 

 12 that Mr. Kosak, or is it Mr. Lang?  One of the i nventors 

 13 had substantial difficulty remembering anything.   The 

 14 deposition is replete with I don't recall, I don 't 

 15 remember things pertinent to this invention that  would be 

 16 pertinent and relevant to the infringement.

 17 So to the extent that the defendants cite that 

 18 memory loss and the inability to find this, that  or the 

 19 other in the record as an example of prejudice, plaintiff 

 20 certainly has not responded to it.  So the Court  finds in 

 21 this situation that the defense of laches is app ropriate 

 22 and should apply and so, therefore, the Court gr ants 

 23 defendant's motion on the defense of laches.

 24 That being said, in this case the plaintiff 's 

 25 damages must flow from the date of fil ing its co mplaint, 
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  1 which was September 15th, 2011.

  2 So I say this:  When we look at the instruction 

  3 on determining when damages should be calculated , the law 

  4 talks about the damages flowing from the date of  the 

  5 alleged infringement and notice of the infringem ent.  

  6 There was no evidence in this case that the plai ntiff 

  7 Lycos or I/P Engine ever gave Google any notice of any 

  8 infringement before filing of the complaint, at least the 

  9 Court didn't hear that.  I think the question wa s asked, 

 10 and there was no evidence that happened.

 11 In any event, if you did not run into a problem 

 12 with laches, you probably would have had a probl em when 

 13 you got down to getting an instruction on calcul ation of 

 14 damages, in any event.  But the Court finds it's  

 15 appropriate to grant the motion.  

 16 So that being the case, the Court recognizes 

 17 granting its motion may, in fact, change the way  you 

 18 intend to question your next witness and will ce rtainly 

 19 impact on your closing argument in this case in terms of 

 20 what goes up before the jury now on the issue of  

 21 calculation of damages and so you may need some time to 

 22 make some adjustments, I don't know.  But that's  the 

 23 Court's ruling on that issue.

 24 You know, I will note any objections you have 

 25 and you can take it up at some future point.
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  1 MR. BROTHERS:  Your Honor, I appreciate the 

  2 Court giving plaintiff a moment to respond.

  3 THE COURT:  Oh, I wasn't giving you a moment to 

  4 respond.  I was giving you my ruling.

  5 MR. BROTHERS:  No, I understand.  This motion, 

  6 however, we have not filed a written response.  This 

  7 motion was made yesterday, and we have not provi ded a 

  8 written response.

  9 THE COURT:  Well, let's put it this way:  The 

 10 Court deemed you to be giving a response yesterd ay to the 

 11 motion for laches.  And now you are telling me i t's 

 12 something the Court -- no, not only that, Mr. Br others.  

 13 I want you to understand this.  The parties file d a 

 14 motion for summary judgment in this case on this  very 

 15 same thing.  The Court didn't rule on the motion  for 

 16 summary judgment on laches.  It waited to get a full 

 17 record, and the Court has a full record.

 18 The Court also heard your response yesterday.  

 19 So now to tell the Court that somehow or another  the 

 20 Court is prematurely ruling because you haven't filed a 

 21 written response, that's just plain not going to  fly 

 22 here.  But you can certainly -- you are free to file what 

 23 you wish to file on this motion and at a minimum  you may 

 24 have to take it up with the Federal Circuit, but  the 

 25 Court has ruled.
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  1 MR. BROTHERS:  I understand, your Honor.  In the  

  2 evidence that we have submitted to the Court, in cluding 

  3 our opposition to the motion for summary judgmen t, I want 

  4 to point out some facts that I didn't hear the C ourt 

  5 referencing.  I understand the Court's ruling, b ut with 

  6 regard to the Doctrine of laches, it is an inequ itable 

  7 doctrine and the defendants must have unclean ha nds.

  8 The sole document on which they refer, 

  9 Plaintiff's Exhibit 176, defendants have said is  not 

 10 accurate.  So to impute the running of the lache s clause 

 11 on a document that the defendants themselves say  wrongly 

 12 describes their system, because that document is  

 13 inaccurate --

 14 THE COURT:  Now, let me respond to that.  The 

 15 Court assumed that.  Let's assume that document,  Exhibit 

 16 176, incorrectly described their product.  That stil l 

 17 does not mean an incorrect document would not be  

 18 sufficient to raise the inference about what is going on, 

 19 the fact that it 's inaccurate.  More over, if yo u assume 

 20 that document is inaccurate, that's why the Cour t went 

 21 into examination about the relationship between Google 

 22 and Lycos because it's just not a matter of that  

 23 document, it's a matter of them being in the pos ition to 

 24 receive information that they could analyze.

 25 MR. BROTHERS:  Understood.  The relationship 
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  1 between Lycos and Google started when Google was  using 

  2 the DumbAds system.  It was not a system that wa s 

  3 practicing the patents.  So to impute knowledge to Lycos 

  4 when Lycos and Google entered into that relation ship and 

  5 Google was not infringing, I believe, is error.

  6 THE COURT:  Well, in 2005, you take the position  

  7 that Google was not infringing in 2005?

  8 MR. BROTHERS:  No, sir, and I didn't mean to 

  9 say.  The Court referred to the relationship sta rting in 

 10 2003 running into 2000 --

 11 THE COURT:  And the Court went to 2004 and 2005,  

 12 and the heart of the Court's ruling is based on that 

 13 relationship in 2005.

 14 MR. BROTHERS:  Understood.  But what I'm trying 

 15 to do is put into context the relationship comme nced when 

 16 Google was using a system that was not infringin g.

 17 THE COURT:  It doesn't matter where it started.  

 18 The question is how soon did they learn of the p otential 

 19 that there was infringing going on?

 20 MR. BROTHERS:  Yes.  And the testimony that the 

 21 Court heard from Mr. Alferness was that Google d idn't 

 22 want to reveal the details of the system, the te chnical 

 23 information about how the system worked.  It wan ted to 

 24 keep it a very high level the information it put  out, so 

 25 as a result, there was insufficient information to put a 
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  1 party on notice with regard to the technical ope ration of 

  2 the system until in years later all of the addit ional 

  3 evidence came out that was cited in the complain t, and we 

  4 cited a considerable amount of information that Google 

  5 made public in 2007, 2008, 2009, 2010 and 2011.  That 

  6 information is what put --

  7 THE COURT:  Well, I understand that's your 

  8 view.  The Court takes the position that Google had 

  9 sufficient information to put it on constructive  notice 

 10 to do some investigation and some inquiry about whether 

 11 its patents were being violated.

 12 MR. BROTHERS:  I understand the Court's ruling.

 13 THE COURT:  You have made your record, and I'm 

 14 sure this won't be the end of it.

 15 MR. BROTHERS:  There's one other point that I 

 16 would like to address with regard to the Court s aid that 

 17 Lycos did nothing with regard to protecting its patent.  

 18 In fact, we have tendered evidence as part of ou r 

 19 opposition to motion for summary judgment that L ycos 

 20 between 2007 and 2010 was engaged in litigation with 

 21 other entities regarding this patent family, and  the law 

 22 does not require that Lycos sue everybody at the  same 

 23 time and that that is an excusable delay under F ederal 

 24 Circuit case law that if Lycos is enforcing the patent 

 25 family against others, that that is appropriate and 
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  1 sufficiently an excusable reason, and that is wh y laches 

  2 should not apply.

  3 THE COURT:  Okay.  Thank you.  

  4 The Court does recall that, and the Court did 

  5 not cite that in its ruling a few minutes ago.  The Court 

  6 did rule that you were doing some other things r egarding 

  7 the patent in 2007 and 2008.  The Court didn't m ention 

  8 that in its ruling just now.  The Court didn't c onstrue 

  9 that as being something that totally barred you from 

 10 raising the issue of infringement with Google.

 11 And the Court is aware of the fact that you 

 12 litigating somewhere else is something the Court  may 

 13 consider.  That doesn't mean that the Court is b ound to 

 14 consider that and to consider that as a total de fense to 

 15 the laches.  You are right, you have indicated t he Court 

 16 does have discretion in its equitable defense.  The Court 

 17 doesn't have discretion in considering the facts  in the 

 18 case in ruling on laches.

 19 MR. BROTHERS:  Well, because I think that in 

 20 addition to -- because I think this might be an issue 

 21 that would be appropriate on appeal, I would urg e the 

 22 Court that we proceed through verdict and then i n a JMOL 

 23 motion, assuming that there is a verdict for the  

 24 plaintiff, that then once we have that full verd ict, then 

 25 the Court can so rule and then we can, if need b e, go to 
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  1 the Federal Circuit so we don't have to go throu gh and 

  2 redo this again.

  3 THE COURT:  Now, Mr. Brothers, what you said, 

  4 the Court understands that, and that may very we ll be a 

  5 wise way to go, to avoid coming back and to reco nsider it 

  6 again, but let's put it this way:  That is the C ourt's 

  7 ruling on the issue of laches .  But what the Co urt will 

  8 do is the Court will defer this and let it simpl y go, but 

  9 I want you to understand that when the verdict c omes back 

 10 in here for the plaintiff, the Court is going to  come 

 11 back to the issue of laches and the question -- I think 

 12 what you say is wise, to avoid us having to come  back 

 13 here again or to deal with this issue again.  So  I just 

 14 want you to know that's what the Court's ruling is.  

 15 So the Court, gentlemen, as a matter of caution,  

 16 the Court will defer and hold it; but if the ver dict 

 17 comes back in here for the plaintiff, the Court is going 

 18 to --

 19 Yes, sir, Mr. Nelson.

 20 MR. NELSON:  I would just like to address that 

 21 issue, your Honor.  I appreciate the Court's rul ing and 

 22 understand what you are talking about, but there 's a 

 23 fundamental problem with doing it that way becau se most 

 24 of their case, particularly on the damages side,  is based 

 25 on this use, use, use, use.  They are trying to use that 
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  1 argument to prejudice the jury with a big number .

  2 Now, if the jury really is not to be considering  

  3 that big number because they don't have any righ t to 

  4 claim it, they shouldn't be allowed to use that evidence 

  5 to try to prejudice the verdict and to achieve s ome kind 

  6 of compromise because the jury thinks, oh, there  was a 

  7 lot of use on the one side and, therefore, they should be 

  8 able to get something out of it.

  9 THE COURT:  Let's put it this way, Mr. Nelson.  

 10 If the jury finds infringement, okay, they are s imply 

 11 trying to calculate the damages.  If they come i n and 

 12 they calculate damages to come in with some larg e number, 

 13 the Court is simply saying it's very easy for th e Court 

 14 to grant its motion for laches and cut down the size of 

 15 that verdict.  

 16 Now, I guess one problem may very well be --

 17 MR. NELSON:  Because, see, the problem we have, 

 18 your Honor, with that -- 

 19 Okay.  You are thinking.  Let me know when I can  

 20 talk.

 21 THE COURT:  Go on.  I'm thinking about what you 

 22 said.

 23 MR. NELSON:  Okay.  So the problem we have with 

 24 that is, remember, the only evidence that Dr. Be cker put 

 25 in goes back to 2005, right, mid-2005?  So the j ury has 
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  1 the one number.  He hasn't offered anything else  about 

  2 what would be the case as of a different date.  So they 

  3 are going to be arguing to the jury that they ar e 

  4 entitled because of this use by Google, as they keep 

  5 saying, that they are entitled to $493 million i n 

  6 damages.

  7 Now we know from your Honor's ruling that's not 

  8 correct.  So what happens if the jury comes back  with a 

  9 verdict of $50 million?  What are we to take fro m that, 

 10 because they haven't been given the proper evide nce in 

 11 terms of what the damages claims are to consider , and 

 12 then we don't know how to deal with that.

 13 THE COURT:  Okay.  We are going backward and 

 14 forwards.

 15 Mr. Brothers, Mr. Nelson's point is simply this,  

 16 and it reminds the Court that the Court has an 

 17 instruction in here -- the Court understands wha t you 

 18 want to do and the Court doesn't want to be in a  position 

 19 it has to come back here again to try this case,  

 20 depending upon what happens, but that may be a r eality 

 21 because there is an instruction in here that the  Court 

 22 has to deal with to tell the jury from what date  they are 

 23 to commence calculating damages in this case, an d the 

 24 Court has to give them an appropriate date to co mmence 

 25 calculating damages.
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  1 In view of the Court's position on the laches 

  2 issue, I think it may be inappropriate then for the Court 

  3 to go back and tell them in that instruction to start 

  4 calculating damages in some other way.  As a mat ter of 

  5 fact, we haven't even resolved that issue.  The Court's 

  6 ruling certainly resolves that issue about when you start 

  7 calculating damages.  You know, it's very clear to the 

  8 Court that one way or the other, based on the wa y you 

  9 counsel, both sides have tried this case, this i s a case 

 10 the Court may be living with for the next five y ears, six 

 11 years.  So, that's just the reality.

 12 MR. BROTHERS:  If I can propose, with the 

 13 Court's indulgence, I believe that there is a so lution, 

 14 okay?  First of all, Dr. Becker has provided evi dence on 

 15 a quarter-by-quarter basis.  

 16 With respect to the total, both revenue based, 

 17 the rate, and remember that blue bar chart that went up, 

 18 that was on a quarter-by-quarter basis.  So that  evidence 

 19 has been referenced by the witness.  Now, we hav en't done 

 20 the specific math.  That would be the quarter --  so we 

 21 would start fourth quarter of 2011 on that chart , and you 

 22 would be missing 15 days of September.

 23 What I would propose is that the jury be given 

 24 two periods.  So, In other words, for the award -- and 

 25 this is to preserve the record.  So there's the total 
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  1 award and then damages as of September 15, 2011.

  2 So we have that question being presented to the 

  3 jury, we have the full record, and we have the a nswers to 

  4 the questions, so we don't need to retry the cas e.  And I 

  5 believe that can be explained in instructions to  the jury 

  6 where the jury can then say this is the total am ount that 

  7 is sought; however, there is an issue or a quest ion, 

  8 however the Court wants to phrase it, with regar d to 

  9 damages prior to the fil ing of the lawsuit.  The  Court 

 10 instructs you that you are also to determine the  

 11 appropriate measure of damages as of the date of  the 

 12 filing of the lawsuit.

 13 So we have those two pieces of information and 

 14 we can tailor the summation accordingly.  That, I 

 15 believe, will have all of the evidence in the re cord.

 16 THE COURT:  All right.  Mr. Nelson, the Court is  

 17 going to have to decide this.  The Court is tryi ng to 

 18 accommodate you and understand what you are sayi ng, but 

 19 --what else do you have to say?

 20 MR. NELSON:  So, your Honor, that's exactly the 

 21 purpose of a Rule 50(a) motion.  It 's something that 

 22 shouldn't go to the jury, and your Honor has rul ed as a 

 23 matter of law.  So the fact of the matter is in the jury 

 24 instructions we cannot go back to the jury and s ay, 

 25 please calculate damages from some period of tim e when 
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  1 your Honor has already ruled that they are not e ntitled 

  2 to damages because, I mean, set aside the confus ion issue 

  3 that we have already talked about, that's an adv isory 

  4 verdict, your Honor.  I mean, that's an Article 3 problem 

  5 right there.

  6 I mean, I understand what it is they are trying 

  7 to do, but that is exactly the purpose of Rule 5 0(a).  

  8 It's something that shouldn't go to the jury.

  9 THE COURT:  Okay.  Gentlemen, here's where we 

 10 stand.  The Court is going to stick with its rul ing.

 11 Mr. Brothers, the Court understands what your 

 12 concern is and the Court has some concern, but t he Court 

 13 has accepted the inevitability that with respect  to this 

 14 case that is heavily litigated, it's heavily fin anced, so 

 15 you have all the time in the world and all the l awyers in 

 16 the world, that this case will go on, even after  we are 

 17 gone.  So the Court has granted the motion and t he Court 

 18 will proceed to just let it take effect.

 19 Gentlemen, you have an opportunity to again 

 20 renew your motions, depending upon the verdicts:   Motions 

 21 for a new trial, motions for appeal.  You have a ll kinds 

 22 of options out there, and I'm sure I will be hea ring 

 23 about it.

 24 Okay.  That's it.  Bring in the jury.

 25 (Jury in.)
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  1 THE COURT:  You may have a seat.

  2 Let the record reflect all jurors are present in  

  3 the courtroom.  Does counsel agree?

  4 MR. CIMINO:  Agreed.  

  5 MR. NELSON:  Agreed.

  6 THE COURT:  Ladies and gentlemen, now the 

  7 plaintiffs have the opportunity to call a rebutt al 

  8 witness.

  9 You may call your witness.

 10 MR. CIMINO:  Your Honor, the plaintiff calls 

 11 Dr. Carbonell, an expert, who will provide an op inion on 

 12 the validity of the '420 and '664 patents.

 13 THE COURT:  All right.  

 14 D R.  J AI ME CARBONELL, called as a rebuttal 

 15 witness, having been first duly sworn, was exami ned and 

 16 testified as follows:

 17 DIRECT EXAMINATION

 18 BY MR. CIMINO:

 19 Q. Good morning.

 20 A. Good morning.

 21 Q. Could you please introduce yourself to the jur y?

 22 A. I am Jaime Carbonell.

 23 Q. Where do you live, Dr. Carbonell?

 24 A. I live in Pittsburgh, Pennsylvania.

 25 Q. And why are you here today?
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  1 A. I'm here to testify on behalf of the plaintiff  on 

  2 the validity of the asserted patents.

  3 Q. Okay.  So what's your current occupation?

  4 A. I am a professor at Carnegie Mellon University , a 

  5 chaired professor, and I'm also the director of the 

  6 Language Technologies Institute, which is part o f the 

  7 university.

  8 Q. You mentioned chaired professor.  Can you expl ain to 

  9 the jury what a chaired professor is?

 10 A. Yes.  I believe that we heard earlier three ra nks of 

 11 professor, assistant, associate and full, and ch aired 

 12 professor is one level above that in the univers ity.

 13 Q. What percentage of professors in the universit y 

 14 achieve the rank of chaired professor?

 15 A. It's approximately five percent.

 16 Q. Are there any ranks above chaired professor?

 17 A. Not on the academic track.  On the administrat ive 

 18 track you have the Provost or president.

 19 Q. And how long have you been a chaired professor , 

 20 Dr. Carbonell?

 21 A. At least 15 years.

 22 Q. And as a chaired professor, have you focused o n 

 23 search and information retrieval and related 

 24 technologies?

 25 A. Yes, I have.
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  1 Q. Do you currently teach?

  2 A. Yes, I do.

  3 Q. What type of courses?

  4 A. They are primarily graduate courses and gradua te 

  5 studies.

  6 Q. In what type of areas?

  7 A. I teach in search, text mining, artificial 

  8 intelligent, machine learning.

  9 Q. Now, you also mentioned that you are the direc tor of 

 10 the Language Technologies Institute?

 11 A. Yes.

 12 Q. What's the Language Technologies Institute?

 13 A. It's a research institute that conducts resear ch in 

 14 all aspects of computer processing of language, spoken 

 15 language, speech recognition, textual language, machine 

 16 translation, search engines, information retriev al, text 

 17 mining, and so on.

 18 Q. And you said that you are the director?

 19 A. I am.

 20 Q. What is the director position?

 21 A. I have responsibility for the research agenda,  the 

 22 educational programs and the administration of t he 

 23 institute.

 24 Q. And how long have you been the director?

 25 A. Since it started in 1996.
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  1 Q. Did you have any involvement with starting the  

  2 institute?

  3 A. Yes.  I essentially founded the institute.

  4 Q. How many people make up the Language Technolog ies 

  5 institute?

  6 A. It's over 200 in total of which, I believe, 32  are 

  7 faculty members, a number of staff members for 

  8 post-doctoral fellows, Ph.D. and Master's studen ts.

  9 Q. Does the institute conduct research?

 10 A. It certainly does.

 11 Q. Can you give the jury a couple of examples of the 

 12 types of research that the institute does relati ng to 

 13 search and information retrieval?

 14 A. Yes.  The institute does research in the areas  I 

 15 mentioned earlier.  A couple of specific example s would 

 16 include working with IBM on the Watson system.  This is 

 17 the Jeopardy Championship System.  Two of the co mponents 

 18 were developed in the institute.

 19 Another example is search engines.  The 

 20 institute has been responsible for two of the th ree most 

 21 popular open source search engines.  One is call ed 

 22 Leamer, the other one is called Indri.

 23 Q. Do you have any project teams you are responsi ble 

 24 for that conduct research?

 25 A. Me personally, you mean?
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  1 Q. Yes.

  2 A. Yes, I do.

  3 Q. Can you describe what types of research that p roject 

  4 does?

  5 A. I'm responsible for a project that conducts re search 

  6 with the U.S. Government, primarily DARPA.  That  is part 

  7 of the Department of Defense.  That research is in areas 

  8 like text mining and machine learning for text m ining, 

  9 an especially large scale.  Another group focuse s on 

 10 machine translation and text mining.

 11 Q. Is in your view Carnegie Mellon University kno wn for 

 12 computer science?

 13 A. Yes, it is.  I would say it's among the top th ree 

 14 with MIT and Stanford.

 15 Q. How big is the College of Computer Science?

 16 A. It's fairly large.  There are over 200 faculty  

 17 members in total.  Those include the ones I ment ioned, 

 18 and over 800 students.

 19 Q. And how long have you been there, Dr. Carbonel l?

 20 A. I have been there since 1979.

 21 Q. Can you describe how your career progressed at  CMU?

 22 A. Yes.  I was hired as an assistant professor fo r the 

 23 first five or six years there, then as an associ ate 

 24 professor, then I was awarded tenure, then as a full 

 25 professor, and most recently as a chaired univer sity 
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  1 professor in the Language Technologies Institute .

  2 Q. Can you describe a description of your educati onal 

  3 background for the jury?

  4 A. My undergraduate education was at MIT, The 

  5 Massachusetts Institute of Technology where I ha ve 

  6 degrees in mathematics and in physics.  Then I w ent to 

  7 Yale University where I received a Master's degr ee and a 

  8 Ph.D, both in computer science.

  9 Q. And when did you receive your Ph.D?

 10 A. In 1979.

 11 Q. Did you do a dissertation?

 12 A. Yes, I did.

 13 Q. What was your dissertation about for your Ph.D ?

 14 A. The dissertation was in the area of artificial  

 15 intelligence and text mining, and it received th e 

 16 highest honor.

 17 Q. Have you done any design of search and retriev al 

 18 systems?  You mentioned the open source.  Any ot hers?

 19 A. Yes, I have.  I am the founder -- the founder of 

 20 Lycos was my Ph.D. student, Michael Mouldin.  I provided 

 21 formal advice there.  I was also the designer of  another 

 22 search engine system called Condor, a search eng ine used 

 23 in Asia and, particularly, in Korea.

 24 Q. Have you heard of a system called advise as a 

 25 memorandum?
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  1 A. Yes.  Vivisimo is a company, a spin-off of Car negie 

  2 Mellon University, which works in the area of se arch, in 

  3 particular enterprise search.  I was a scientifi c 

  4 advisor to Vivisimo.  Vivisimo was recently acqu ired by 

  5 IBM and their search engine now becomes IBM's se arch 

  6 engine.

  7 Q. You mentioned Lycos and the founder Michael Ma uldin, 

  8 that you were an advisor.  Were you a paid advis or?

  9 A. I was paid my salary at the university.  I rec eived 

 10 nothing beyond that.

 11 Q. When did advising Lycos and Michael Mauldin en d?

 12 A. Well, advising Michael Mauldin as a student en ded in 

 13 the early 90's when he graduated, then I was an informal 

 14 advisor to Lycos, the company, and that ended, I  

 15 believe, in 1994 when it had its initial public 

 16 offering.

 17 Q. Did you know Ken Lang?

 18 A. I knew of Ken Lang.  He was a student at Carne gie 

 19 Mellon.  Not in the institute where I direct, bu t 

 20 elsewhere.

 21 Q. Did you do any advising for WiseWire?

 22 A. No, I did not.

 23 Q. Is it uncommon for your students to pursue car eers 

 24 in search engine technology?

 25 A. No.  On the contrary, it 's quite common.  Many  of 
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  1 them go and work in search engine technologies i n 

  2 various companies or in academia.  We have more of our 

  3 Ph.D. students now working in Google than anywhe re else, 

  4 including the five or six that I had advised mys elf are 

  5 Google employees.  Others have gone to Microsoft  and 

  6 other search engine companies.

  7 Q. Other than the students that you advised going  to 

  8 Google, does your language institute have any ot her 

  9 connection to Google?

 10 A. Well, there's an informal connection in the se nse 

 11 that I was a colleague of Andrew Moore, who is t he 

 12 director of Google Pittsburgh.  We taught course s 

 13 together and so forth.  Also, two of the faculty  at the 

 14 Language Technologies Institute have received gr ants 

 15 from Google.  I personally have not.

 16 Q. How about awards or honors, have you received any 

 17 awards or honors through your academic career?

 18 A. I have received several such as the Simon Teac hing 

 19 award.  Maybe the most relevant one is a Best Pa per 

 20 award for translating multilingual search engine s.  That 

 21 was in 1997 awarded by the International Jones 

 22 Conference on Artificial Intelligence.

 23 Q. Dr. Carbonell, have you started any companies that 

 24 are involved in search or information retrieval?

 25 A. Yes, I have.
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  1 Q. Do you know what the Carnegie Group is?

  2 A. The Carnegie group was started in the 1980s.  It was 

  3 a company in artificial intelligence and text mi ning 

  4 and, essentially, the precursor of modern search  

  5 engines.  That company had an IPO and was later 

  6 acquired.

  7 Q. And you had involvement with that company?

  8 A. I was the founder of that company.

  9 Q. How about Carnegie Speech, have you heard of 

 10 Carnegie speech?

 11 A. Yes, Carnegie Speech was founded about 12, 13 years 

 12 ago.  It 's in the area of computer assistance to  teach 

 13 languages, to teach humans how to speak or write  other 

 14 languages.  I'm a co-founder of that one as well .

 15 Q. How about Dynamix Corp., do you know what that  

 16 company is?

 17 A. Sure.  I was also a co-founder of Dynamix.  Dy namix 

 18 is somewhat different.  It does research and dev elopment 

 19 for the U.S. Government for various agencies in 

 20 different projects.  It involves text mining, it  

 21 involves large scale systems, it involves search , and it 

 22 involves machine learning.

 23 Q. And what's your connection to the company now?

 24 A. My connection to the company now, I am the chi ef 

 25 scientific advisor to the company.
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  1 Q. How about books, have you had any books publis hed?

  2 A. I've had five books published, three of which 

  3 essentially belongs to the current era of machin e 

  4 learning.  These were together with two of my 

  5 colleagues, Tom Mitchell and Ryszard Michalski, the late 

  6 Ryszard Michalski.

  7 Q. What do you mean by launched the era of machin e 

  8 learning?

  9 A. Machine learning is a vibrant field now, but i n the 

 10 early 80s' it was just beginning and we, the thr ee of us 

 11 that I mentioned before, started the first confe rence, 

 12 the first journal, and the first three books in the 

 13 area.  That was considered the genesis of that f ield.

 14 Q. So are you aware of any books on machine learn ing 

 15 prior to yours?

 16 A. Not in machine learning, per se, no.  There we re 

 17 other books that pertained to it in a more indir ect way.

 18 Q. How about publications, do you have any public ations 

 19 directed to search or information retrieval?

 20 A. Yes.  I have 300 scientific articles in total,  some 

 21 of which are pertaining to information retrieval  and 

 22 search engines.

 23 Q. How about patents, are you the named inventor on any 

 24 patents?

 25 A. On four patents, on the four issued patents I' m the 
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  1 named inventor in areas of text analysis, machin e 

  2 translation.

  3 Q. Do you have any other inventions?

  4 A. There's one which I believe is particularly 

  5 relevant.

  6 Q. Could you please describe it to the jury?

  7 A. Yes.  It 's called maximum marginal relevance.  

  8 That's a big name to just simply say diversity i n search 

  9 engines.  Search engines today, if you get diver se 

 10 results, it will give you copies of the same web  page 

 11 for others that are almost identical because the y 

 12 include both a relevance and a diversity criteri a.  

 13 That's what maximum marginal relevance does.  I did not 

 14 patent that.  I published it as a paper.  It has  over 

 15 1,000 scientific citations.

 16 Q. What does it mean to have over a thousand scie ntific 

 17 citations?

 18 A. It means that a thousand others have based the ir 

 19 work on the maximum marginal relevance result or  method 

 20 that I described in that paper.

 21 Q. Dr. Carbonell, all in all, how long have you b een 

 22 involved in the field of search and information 

 23 retrieval?

 24 A. For a long time, roughly 28, 30 years.

 25 MR. CIMINO:  Your Honor, we offer the testimony 
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  1 of Dr. Jaime Carbonell as an expert in this case  in the 

  2 field of search and information retrieval.

  3 THE COURT:  Do you wish to voir dire him on his 

  4 credentials?

  5 MR. NELSON:  No, sir, your Honor.

  6 THE COURT:  All right.  Ladies and gentlemen, 

  7 you may accept Professor Carbonell as an expert in the 

  8 field of search and information retrieval.

  9 BY MR. CIMINO:

 10 Q. Dr. Carbonell, let's turn to your opinions in this 

 11 case.

 12 And, your Honor, Dr. Carbonell has a 

 13 presentation that he would like to go through.  The 

 14 majority of it are demonstratives or exhibits th at are 

 15 already in evidence.  There is one new exhibit t hat he 

 16 has a little bit later in his presentation, and I will 

 17 stop and have him look at the binder before that  slide 

 18 goes up.

 19 THE COURT:  Okay.

 20 BY MR. CIMINO:

 21 Q. Dr. Carbonell, were you in the courtroom when 

 22 Dr. Ungar testified about validity?

 23 A. Yes, I was.

 24 Q. Do you agree with his conclusions that the '42 0 and 

 25 '664 asserted claims are invalid?
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  1 A. I certainly do not disagree.

  2 Q. Why not?

  3 A. Because the asserted prior art fails to teach or 

  4 disclose some of the essential claim elements of  the 

  5 asserted claims of claim 10 and 25 of the '420, and 

  6 claim 1 and 26 of the '664.  Those are the indep endent 

  7 claims.

  8 Q. So before we get into your detailed analysis t here, 

  9 Dr. Carbonell, I was wondering if you could walk  the 

 10 jury through a high-level explanation of why you  believe 

 11 the '420 and '664 asserted claims are valid.

 12 Now, what is the prior art date for the '420 and  

 13 '664 patents?

 14 A. For both of them it is December 3rd of 1998.

 15 Q. And what does that date mean?

 16 A. That date means that in order to be qualifying  prior 

 17 art, it would have to have been published prior to that 

 18 date.

 19 Q. And what types of systems existed before that date?

 20 A. Well, basically, there were two camps, two dif ferent 

 21 sets of systems.  One was a search-based system,  which 

 22 processed a query and retrieved the results.  Th e other 

 23 camp was a profile or collaborative camp that ha d 

 24 long-term user needs or long-term user preferenc es, and 

 25 these systems filtered new incoming data for rel evance 
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  1 to the filter and offered it to the person when it was 

  2 available.  So one served an immediate informati on need 

  3 very quickly, that's a search, and the other one , a 

  4 long-term need, slowly.

  5 Q. Can you pull up Dr. Carbonell's demonstrative.

  6 Dr. Carbonell, I understand you have a simple 

  7 animation you wanted to walk the jury through to  explain 

  8 the search systems?

  9 A. Yes.  I'm sure the jury is familiar with havin g used 

 10 search systems.  Here we animate, essentially, h ow they 

 11 work, which is that information is collected fro m 

 12 external sources such as the web or it 's already  

 13 available in internal sources such as libraries,  files, 

 14 data bases.  That information is aggregated in a  

 15 database and then an index is built.  That index  is 

 16 crucial to be able to search quickly.

 17 That index is then made available to a query 

 18 server, as you can see on your bottom right-hand  part of 

 19 the demonstrative, and then when the user issues  a query 

 20 or a set of queries, a rank set or rank list of results 

 21 is offered back to the user, and that is based o n the 

 22 index.

 23 Q. Dr. Carbonell, what criteria is used to pull 

 24 information back to the user in a search system?

 25 A. It's usually a query versus item match.  Items  are 
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  1 the things that are indexed.  Terms are the word s in the 

  2 query.  And it's usually serving the immediate n eed of 

  3 the user as expressed in the query.

  4 Q. And what do you mean by immediate need?

  5 A. I mean the need that the user expressed at tha t 

  6 moment by virtue of formulating the query.

  7 Q. Okay.  And I understand that you have a simila r 

  8 animation for profile systems?

  9 A. Yes, I do.

 10 Q. Before we get there, can you explain what you mean 

 11 by profile?

 12 A. A profile is a long-term, long-standing need o f one 

 13 user or of multiple users and uses shared profil es, or 

 14 shared parts of profiles can be used in the prof iling 

 15 system to determine what to show to the first us er.

 16 So if another user with very similar interests 

 17 or needs has liked some books or some articles o r some 

 18 items to purchase, then these are offered as pot entially 

 19 relevant to the first user who is similar becaus e of the 

 20 profile similarity.

 21 Q. In a profile system, would I fil l out a profil e?  

 22 How would it be created?

 23 A. It can be created in different ways.  You can fil l 

 24 it out over time.  It could be based on things t hat you 

 25 have liked that the system has automatically ext racted 
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  1 those features and put it into a profile, it can  be 

  2 based on what other people have liked.  If you l iked the 

  3 same things that they have liked, you would esse ntially 

  4 borrow parts of their profile.

  5 Q. Okay.  Let's take a look at what you put toget her.

  6 A. So the profile system in this demonstrative, i nstead 

  7 of searching the library for a book that this la dy might 

  8 like, we match her to a collaborative profile, i n other 

  9 words, find other people who have similar likes.   That 

 10 goes to a persistent interest matching engine.  That 

 11 means long-term interests are similar to others,  and you 

 12 look at which other books the others have liked or which 

 13 other books are similar to books that she has li ked in 

 14 the past.  So she can be part of that group that  you see 

 15 to your right, and that results in a recommendat ion.  It 

 16 could be a single recommendation or it could be multiple 

 17 recommendations over time.

 18 Q. What do you mean by over time?

 19 A. I mean that a profile system does not represen t an 

 20 immediate need.  It represents a long-term stand ing 

 21 need, and the system, as new books come in or ne w 

 22 articles become available, it would be filtered through 

 23 the profile and then offered to the user.

 24 Q. Would the user here, Dr. Carbonell, ask for th e 

 25 books as new ones became available?
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  1 A. No.  That's not the way profile systems work.  They 

  2 would establish a profile and they get recommend ations 

  3 over time.  It could be that these recommendatio ns 

  4 accumulate, for example, the e-mail and the user  chooses 

  5 to read the e-mail at a particular time or choos es to 

  6 read the recommendations once she is ready.

  7 Q. Okay.  So how would the prior art process resu lt 

  8 from both systems?  

  9 A. Well, the prior art was divided into one or an other 

 10 of these camps.  It would either search their sy stems 

 11 that processed the query and provided immediate results 

 12 based on the immediate needs of a user, or they were 

 13 profile systems.  At best, some prior art sugges ted that 

 14 the output of one could serve as the input to th e 

 15 other.  So, if you animate this slide, please.

 16 Q. Sure.  Would you walk the jury through this.

 17 A. This shows the user using a query.  The query server 

 18 producing a set of ranked results which are then , 

 19 metaphorically speaking, tossed over the wall to  a 

 20 profile system, which then checks whether these results 

 21 are of interest to the long-term needs or long-t erm 

 22 likes of that user, producing some final results .

 23 So in this case we see the output of the search 

 24 system or the query-based system serving as the input to 

 25 the profile system.  Notice that in this case th e query 
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  1 or the search criteria are not available to the profile 

  2 system in reading results.

  3 Q. So is the query also passed over the wall to t he 

  4 profile system?

  5 A. No.  The query is not passed over the wall and  even 

  6 if it somehow were, the profile systems are not set up 

  7 to process a query.  That is a search functional ity.

  8 Q. So what criteria would the profile system use on the 

  9 right-hand side of this demonstrative to select the 

 10 final results?

 11 A. It would use the long-time profile, in other w ords, 

 12 the long-term information desires or preferences  of that 

 13 user or those of other users which have very sim ilar 

 14 profiles.  So it is not a question answering or a query 

 15 serving process at all.  It works very different ly.

 16 Q. Now, Dr. Carbonell, why is Mr. Lang and Mr. Ko sak's 

 17 invention different from the prior art methods y ou 

 18 describe here?

 19 A. Yes.  Mr. Lang and Mr. Kosak worked in WiseWir e, 

 20 which is a profile-based system or was at that t ime.  

 21 They were acquired by Lycos.  Lycos was a search  system, 

 22 and so now they had the combination of both appr oaches 

 23 available to them inside the same roof in Lycos.

 24 What they did was find a way to tightly couple, 

 25 tightly integrate the two, collaborative analysi s, 
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  1 content-based analysis with respect to a query, In other 

  2 words, to use the immediate information need, no t just a 

  3 long-term standing need, of the users, and then filter 

  4 also with respect to the query, filter with resp ect to 

  5 the immediate need, not just simply filter with respect 

  6 to what they generally liked.

  7 Q. Dr. Carbonell, in your review of the prior art , have 

  8 you seen any profile systems that would return r esults 

  9 with respect to relevance of the query?

 10 A. No, I have not.  This is unique.

 11 Q. And, Dr. Carbonell, have you seen in prior art  in 

 12 search systems that used the combination that yo u showed 

 13 here in yellow, collaborative and content data, to 

 14 provide results with respect to relevance to the  query?

 15 A. No, I have not seen that either.  In particula r, 

 16 search engines of the day were more primitive, i f that 

 17 is an appropriate word, than the current ones an d they 

 18 were struggling just to do a good job finding it ems that 

 19 were relevant to the query in the early days.

 20 Q. In your opinion, Dr. Carbonell, would Mr. Lang  and 

 21 Mr. Kosak's invention in the '420 and '664 paten ts 

 22 provide better results than the prior art system s you 

 23 studied?

 24 A. Oh, they absolutely would, for more than one r eason.

 25 Q. Can you please explain those reasons?

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1836

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 41 of 178 PageID# 20607



Dr. J. Carbonell - Direct

  1 A. One is that you are now able to use multiple 

  2 criteria for selecting the information.  You are  able to 

  3 use criteria about the immediate need, as well a s 

  4 criteria about what they generally like, as well  as 

  5 criteria about what other people with similar li kes or 

  6 even similar immediate needs, even similar queri es would 

  7 have liked.  That combination uses much more inf ormation 

  8 in making the selection, in making the ranking, in 

  9 making the filtering.  That is the primary reaso n.

 10 Another reason is that if you, quote, throw 

 11 something over the wall, the search results, you  throw 

 12 them only by the criteria of search, not by the 

 13 relevance to the query, not by the criteria of o ther 

 14 things such as what they typically like, what th eir 

 15 friends typically like, and so forth.  So you mi ss some 

 16 things.  So after you filter them on a second pa ss, they 

 17 are only filtering those things that are actuall y 

 18 provided, not the ones that you missed that may have 

 19 proved better by the combination of all the crit eria.  

 20 That's the results, surprising, in the sense the y are 

 21 better.

 22 Q. I believe Dr. Ungar testified that it would ha ve 

 23 been easy to come up with what Ken Lang and Mr. Kosak 

 24 came up with.  Did you hear that testimony?

 25 A. I heard the testimony, yes.
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  1 Q. Do you agree with that?

  2 A. No, I definitely fundamentally disagree with t hat 

  3 testimony.

  4 Q. Can you explain why?

  5 A. Well, first of all, the two camps were indeed 

  6 separate.  The camp that did the profile had no deep 

  7 knowledge of how a search method worked, and the  same 

  8 was true the other way around.  You needed someb ody that 

  9 was well steeped in both camps to be able to see  how to 

 10 do this tight integration and perform the profil e and 

 11 content analysis with respect to the query and t he 

 12 filtering also with respect to the query.  

 13 To attest to the difficulty, I was working in 

 14 the area at the time, the thought occurred to me  that it 

 15 would be a good idea to do this and I failed to come up 

 16 with an effective method.

 17 Q. Given the prior art you have reviewed in this case 

 18 and the prior art presented by Dr. Ungar, do you  think 

 19 anyone else was successful prior to the December  3rd, 

 20 1998 coming up with the Lang and Kosak invention ?

 21 A. There's no evidence that anyone else was succe ssful 

 22 or even close at the time.

 23 Q. Okay.  Dr. Carbonell, can you please provide t he 

 24 jury with a summary of your opinions?

 25 A. Yes.  My opinions, in summary, are that all th e 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1838

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 43 of 178 PageID# 20609



Dr. J. Carbonell - Direct

  1 asserted claims of the '420 patent are valid.  T his 

  2 would be claim 10 and 25 independent claims, and  also 

  3 the dependent claims based upon them.  All the a sserted 

  4 claims of the '664 patent are valid.  That would  be 

  5 claim 1 and 26.  Those would be the independent claims, 

  6 and all the dependent claims based on them.

  7 In particular, no claim is anticipated by Bowman  

  8 or Culliss.  Those are the two references cited by 

  9 Dr. Ungar as anticipating, and no claim is rende red 

 10 obvious in any of the patents by Balabanovic Las hkari, 

 11 Rose, Bowman and/or Culliss, or any combination thereof.

 12 Q. I'm going to refer to the Balabanovic as Fab, okay?

 13 A. Okay.

 14 Q. Let's turn to your detailed analysis and start  

 15 talking a little bit about the technology.  Befo re we 

 16 get there, though, can you please provide your 

 17 understanding of what anticipation is?

 18 A. Yes.  Anticipation means that a single prior a rt 

 19 must anticipate, in other words, must disclose a nd teach 

 20 every single element in a patent claim in the ma nner 

 21 described in that claim.  So to turn that around , no 

 22 anticipation means that a claim is not anticipat ed if 

 23 even a single element of the claim is missing.  In our 

 24 case, if it 's missing from Bowman or Culliss.

 25 Q. So what does it mean if a patent claim is 
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  1 anticipated?

  2 A. Well, it means that every single one of the 

  3 elements, each and every one, must be contained in that 

  4 single prior art reference and, moreover, be use d in a 

  5 combined in the manner described in the claim.

  6 Q. And you heard Dr. Ungar testify that he believ es two 

  7 references, Bowman and Culliss, anticipate and, 

  8 therefore, invalidate the '664 and '420 patent c laims?

  9 A. Yes, I have heard him testify.

 10 Q. So for anticipation we only need to look at tw o 

 11 pieces of prior art?

 12 A. Only the ones that he claimed anticipated.

 13 Q. Okay.  Let's look at the first one.  Let's sta rt 

 14 with Bowman.  To keep it simple, let's focus our  

 15 analysis on claim 10 of the '420 patent.  Is tha t okay?

 16 A. That's okay.  That's one of the independent cl aims.

 17 Q. Okay.  And then we will come back and talk abo ut 

 18 some of the other asserted claims, okay?

 19 In your opinion does Bowman anticipate claim 10 

 20 of the '420 patent?

 21 A. Bowman certainly does not anticipate claim 10.

 22 Q. Can you explain to the jury which claim elemen ts you 

 23 believe are not shown in Bowman or disclosed by Bowman?

 24 A. I will do so first with a reminder of the colo r 

 25 scheme that we are using, which is the same colo r scheme 
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  1 that was provided by Dr. Frieder and then also a  color 

  2 code by Dr. Ungar.  Yellow refers to search or q uery, 

  3 blue refers to content of items, green refers to  

  4 collaborative, and purple refers to filtering or  

  5 filtering combining relevance to the query.

  6 So now to answer your question, it would be the 

  7 second and fourth claim, otherwise known as clai m (b) 

  8 and claim (d) that were circled in red here, are  not 

  9 anticipated.

 10 Q. The ones settled in red you believe are missin g from 

 11 the disclosure of Bowman; is that right?

 12 A. That's exactly correct.

 13 Q. Okay.  So let's start with your description of  what 

 14 Bowman actually teaches.  How does the Bowman re ference 

 15 work?

 16 A. Okay.  If you would bear with me a minute, I a m 

 17 showing in this demonstrative a figure from Bowm an.  

 18 It's Fig. 4.  It shows what he calls the item ra ting 

 19 table or just the rating table.

 20 The rating table contains number of clicks each 

 21 time a word and item appear.  In other words, wh en the 

 22 user issued a query that contained the word "dyn amics" 

 23 and different items were shown to the user -- th ese 

 24 items are by those long numbers here -- the colu mn on 

 25 the right is a number of times a user clicked on  it.  
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  1 So, if you would animate.

  2 Q. Sure.  What is shown here?

  3 A. This is simply to illustrate that if a user ty ped 

  4 the word "dynamics" as a query, the document tha t begins 

  5 with 1883 was clicked on 23 times by other users .  So it 

  6 would have the highest score according to that q uery 

  7 term in this example that he shows.

  8 Q. Okay.  Dr. Ungar believes that Bowman disclose s the 

  9 content analysis in the manner called for by the  

 10 asserted claims; is that right?

 11 A. He has stated as much.  I disagree with him.

 12 Q. Why do you disagree with him?

 13 A. Well, as you saw on that item rating table, wh at 

 14 Bowman is doing is he's matching a query term ag ainst an 

 15 entry in the table.  A query term against entry in the 

 16 table, not against the content of the items.  It  does 

 17 not look at the content of the items.  He does n ot match 

 18 against the content of the items.  In fact -- 

 19 Q. Dr. Carbonell, up on the screen is a part of B owman 

 20 DX-59, if you will read the passage in column 4: 38 to 

 21 48.  Can you explain whether that supports your opinion?

 22 A. Yes.  In fact, that very strongly supports my 

 23 opinion.  This passage comes from two different parts of 

 24 Bowman, column 2 and column 4.  It's clearly cen tral to 

 25 the way his facility operates, and he says that the 
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  1 query results are produced in accordance with a 

  2 collective and individual user behavior.  Collec tive and 

  3 individual user behavior.  That is collaborative .  That 

  4 is what other users have done in the past.  

  5 And then it goes on to say, "rather than in 

  6 accordance with the attributes of the items."  

  7 Attributes are the content of the items.  He's s aying 

  8 rather than.  He's disallowing looking at the co ntent.  

  9 He's teaching explicitly the behavioral part and  

 10 teaching away from the content part.

 11 Q. So Dr. Carbonell, in your view what would this  

 12 sentence here circled in red say to a person in the 

 13 field in 1998 reading Bowman?

 14 A. If a person of ordinary skill in the field was  

 15 reading Bowman, he would, she would, interpret i t to 

 16 mean perform the search based on collaborative c riteria 

 17 and collaborative criteria only.

 18 Q. Now, Dr. Ungar in his analysis mentioned somet hing 

 19 about matching in Bowman.  Do you agree that dis cussion 

 20 in Bowman about matching provides a content anal ysis?

 21 A. No, I disagree with that.  Bowman does use the  word 

 22 "matching," but he means matching to the rating table.

 23 Q. Let's take a look here at DX-59, the Bowman pa tent 

 24 Fig. 9.  Does Fig. 9 of the Bowman patent suppor t your 

 25 view about what matching means?
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  1 A. Yes.  Not just Fig. 9, but Fig. 9 is a good 

  2 illustration.  If we look at the second processi ng item, 

  3 901 that is called out in this figure, Bowman ta lks 

  4 about identifying entries matching the term havi ng the 3 

  5 highest rating scores.  So by matching, he's mat ching 

  6 the term, that is the word in the query, with th e entry 

  7 which is in the rating table.  So nothing about 

  8 content.  He's looking at the rating scores.  Th e rating 

  9 scores are user ratings, number of clicks, purel y 

 10 collaborative, and Bowman is very clear on this.

 11 Q. Okay.  Dr. Carbonell, I believe you have up he re a 

 12 demonstrative that was used by Dr. Ungar, DDX-3. 59.  Can 

 13 you explain how your view is different from Dr. Ungar's?

 14 A. Yes.  This demonstrative is one of Ungar's sli des 

 15 where he characterizes or mischaracterizes my po sition 

 16 from a report that I provided earlier.  He says -- he 

 17 cites to claim 29 of Bowman that uses the word 

 18 "matching," adjusting the ranking value for use in each 

 19 item in the query results to reflect the number of terms 

 20 specified by the query are matched.  So he's jus t simply 

 21 pointing to the use of the word "matching."  And  as we 

 22 saw, the word "matching" is used to match the te rm in a 

 23 rating table in order to look at the number of c licks, 

 24 the number of times that people have liked -- th e 

 25 popularity of the item, as it were.  So matching  means 
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  1 looking up the popularity.  It does not mean loo king at 

  2 the content or doing anything else with the cont ent.  

  3 Q. Now, the color coding here is blue.  What does  blue 

  4 stand for?

  5 A. Blue stands for content, and I believe that he  is 

  6 wrong in that.  So if we were to modify that col oring 

  7 scheme to make it green, collaborative, then I w ould 

  8 agree with his statement of what that frame is a ctually 

  9 disclosing.

 10 By the way, the word "matching" must be used in 

 11 a consistent way throughout the patent descripti on and 

 12 the patent claims.

 13 Q. Yes.  And Dr. Ungar has part of the patent 

 14 specification on the same page below the claim 2 9 we 

 15 just looked at.  What does that passage say to a  person 

 16 of ordinary skill in the art?

 17 A. This, I believe, is the same passage that I ha ve 

 18 shown earlier that Dr. Ungar highlighted.  It sa ys that 

 19 the individual user behavior rather than in acco rdance 

 20 with attributes of the items.  

 21 This basically supports my opinion, rather 

 22 than.  The word could not be more clear that it says not 

 23 to do it with respect to the attributes of the i tem.  So 

 24 it definitely does not look at content.

 25 Q. Does this passage help you to understand what was 
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  1 meant by the word "matching" in Bowman?

  2 A. This passage and the figure that we just saw a nd the 

  3 rest of the mentions of matching within Bowman.  So your 

  4 answer is yes.

  5 Q. In his direct testimony did Dr. Ungar take thi s 

  6 passage into account in his interpretation of th e word 

  7 "matching"?

  8 A. Insofar as I can see, Dr. Ungar conveniently i gnored 

  9 this passage and many others that did not suppor t his 

 10 opinion.

 11 Q. Okay.  Thank you, Dr. Carbonell.

 12 Let's talk about filtering.  Dr. Ungar testified  

 13 that Bowman discloses filtering in the manner re cited by 

 14 the asserted claims.  Do you agree with that opi nion?

 15 A. No, I disagree with that opinion.

 16 Q. Why?

 17 A. Well, because filtering is different from rank ing 

 18 and Bowman discloses ranking and does not disclo se 

 19 filtering.

 20 Q. Okay.  I believe that you have prepared a 

 21 demonstrative to explain the difference between 

 22 filtering and ranking.  Can you provide your vie w of how 

 23 the industry would understand filtering and rank ing in 

 24 1998?

 25 A. Yes, I would.  First let me apologize for my l ack of 
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  1 artistic ability.  Filtering operates by taking a set of 

  2 items, as you see on that group of cloud to the left, 

  3 and looks at one item at a time one by one and l ooks at 

  4 the one or more attributes of that item and then  decides 

  5 whether to accept it or reject it, whether to ke ep it or 

  6 to throw it away.  So filtering is done with a f ixed 

  7 criterion, a criterion that does not depend on t he other 

  8 items, and it does the processing one at a time without 

  9 comparing one item to another.

 10 Q. And ranking?

 11 A. And ranking in contrast takes the same input, a set 

 12 of items, but then compares them with each other .  It 

 13 uses a ranking function or a ranking score, for example, 

 14 popularity, as Bowman does, and then outputs a r ank 

 15 list, also known as a sorting list.  Ranking and  sorting 

 16 are very similar concepts.  So the outputs are v ery 

 17 different.  Instead of a region set and subset, it 

 18 operates a rank list.  

 19 I also should mention that a filtering system 

 20 could accept everything or could reject everythi ng.  It 

 21 doesn't have to have members of both of those se ts.

 22 Q. So why would a person of ordinary skill in the  art 

 23 in 1998 use filtering versus ranking?

 24 A. They would use filtering if all they wanted to  do 

 25 was to select some items that were, for example,  of very 
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  1 high quality and they have none, in which case t he 

  2 accepts would have been empty, or it could have been 

  3 many, in which case that set would dominate the rejects 

  4 set.  

  5 To rank them would be putting them in order.  

  6 Even the one at the top of the order could be lo w 

  7 quality or the top of the order in many more cou ld be of 

  8 high quality.  Ranking is just a different kind of 

  9 operation.  Search engines typically rank becaus e you 

 10 have to have some output.  So, the best you can,  whether 

 11 it's good or not.

 12 Q. Now, Dr. Carbonell, I believe you have a witne ss 

 13 binder in front of you?

 14 A. Yes, I do.

 15 Q. Hopefully it 's pretty thin.  Can you take a lo ok at 

 16 PX-434?

 17 A. Yes, I have it here.

 18 Q. Can you identify this document?

 19 A. Yes.  This document is an article written by D avid 

 20 Lewis of AT&T Research.  It pertains to the so-c alled 

 21 TREC evaluations.  TREC is an evaluation conduct ed by 

 22 the U.S. Department of Commerce through the Nati onal 

 23 Institute of Standards and Technology.  They are  

 24 evaluations of different kinds of information re trieval 

 25 and information processing systems.
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  1 MR. CIMINO:  Your Honor, we would seek to admit 

  2 PX-434 into evidence.

  3 THE COURT:  Any objection?

  4 MR. NELSON:  Well, your Honor, it wasn't 

  5 discussed in his report, but it's in the materia ls 

  6 considered.  So we can move it along, I am fine with 

  7 that.

  8 THE COURT:  All right.  It will be admitted.

  9 (Plaintiff 's Exhibit 434 was admitted.)

 10 MR. CIMINO:  I have to add an objection.  I do 

 11 disagree that it was not discussed in his report , but we 

 12 can move on.

 13 So, your Honor, the next demonstrative pulls up 

 14 a passage from that.  I would like to be able to  have 

 15 that published for the jury.

 16 THE COURT:  All right.

 17 MR. CIMINO:  I believe the rest of the 

 18 presentation is all based on either demonstrativ es or 

 19 admitted exhibits, your Honor.

 20 BY MR. CIMINO:

 21 Q. Dr. Carbonell, is your understanding of filter ing 

 22 consistent with how those in the field refer to the 

 23 method?

 24 A. It is completely consistent, yes.

 25 Q. Can you explain how the TREC article you just 
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  1 mentioned, PX-434, supports your opinion?

  2 A. Yes.  The U.S. Department of Commerce through the 

  3 National Institute of Science and Technology -- I will 

  4 abbreviate that as NIST -- wanted a way to evalu ate the 

  5 science or evaluate the technology, primarily th e 

  6 technology.  It had a retrieval conference calle d TREC 

  7 which had more than one TREC, more than one part  of that 

  8 conference.

  9 One part of that conference focused on 

 10 filtering, a different part focused on ad hoc re trieval, 

 11 and so on.  The abstract of this paper describin g the 

 12 TREC-4 conference -- this would be the fourth ti me the 

 13 evaluations were done -- stated that the TREC-4 

 14 filtering track was an experiment in the evaluat ion of 

 15 binary text classification systems, accept or re ject -- 

 16 that's binary -- in contrast with ranking system s.  

 17 So the field was using classification or, in 

 18 this case, filtering.  Binary classification and  

 19 filtering are the same thing.  We were contrasti ng it 

 20 with ranking systems with a separate evaluation for 

 21 ranking systems for what they call the ad hoc re trieval 

 22 track.  That's the only point I really wish to m ake 

 23 here.  The paper goes on in scientific detail as  to how 

 24 each evaluation was conducted.

 25 Q. Do you know whether Dr. Ungar agrees that filt ering 
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  1 and ranking are different?

  2 A. Well, originally Dr. Ungar disagreed, but he c hanged 

  3 his opinion and by the time he testified, he sta ted that 

  4 they are indeed different.  So the witness for t he 

  5 defense and I have the same opinion.

  6 Q. Now, in Bowman, does Bowman discuss presenting  its 

  7 results through filtering or ranking?

  8 A. Through ranking.

  9 Q. Dr. Ungar in attempting to show that Bowman 

 10 discloses filtering mentioned a term called subs etting.  

 11 Do you remember that?

 12 A. Yes.

 13 Q. Is there a difference between subsetting and 

 14 filtering?

 15 A. Yes, there is.  If I may have the next slide.

 16 Q. Can you please explain the difference?

 17 A. Okay.  The part on the left is filtering.  I a m not 

 18 going to walk you through it a second time.  The  part on 

 19 the right is a one additional step performed aft er 

 20 ranking.  So subsetting means that you first ran k the 

 21 items according to a score.  That's the one at t he top, 

 22 for example, and so on down the list.  And then you take 

 23 that sorted list and you snip it, you say I'm go ing to 

 24 keep the top 3 or the top 10.  Search engines ty pically 

 25 return the top 10 best results.  That is a subse t.
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  1 You could also subset with respect to a ranking 

  2 value.  For example, the median value and keep t he top 

  3 half of that list.  Notice that subsetting is wi th 

  4 respect to the rank list.  It 's not an item-by-i tem 

  5 selection.  It is not based on the specific prop erties 

  6 of the item.  Hence, it is quite different from 

  7 filtering.

  8 Q. Dr. Carbonell, does ranking occur first when y ou do 

  9 a subsetting technique?

 10 A. Ranking is a requisite step to do subsetting.

 11 Q. Okay.  Well, let's take a look at Bowman.  Doe s 

 12 Bowman's discussion of subsetting meet the filte ring 

 13 requirement of the asserted claims?

 14 A. It does not.  Bowman describes the subsetting 

 15 process that I have just described quite clearly .  First 

 16 he talks about ranking, generating ranking value s for 

 17 the items, and then he talks about ordering the items, 

 18 that is, putting them in a rank list, and then h e talks 

 19 about subsetting the items, that is, keeping par t of 

 20 that rank list.  He's very clear on his descript ion.

 21 Q. Do you recall what Bowman describes as the cri teria 

 22 for subsetting?

 23 A. Bowman describes two possible criteria for 

 24 subsetting.  One of them is keeping a fixed numb er of 

 25 items, the top 3 or top 10 or top 20.  And the o ther one 
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  1 is based on a ranking value, a particular value that was 

  2 generated while the ranking was being done and h e 

  3 decided to keep all the ones above that value.

  4 Q. Okay.  So up on the screen I believe you have 

  5 another demonstrative that Dr. Ungar used, DDX-3 .57.

  6 A. That's correct.

  7 Q. What is your take on Dr. Ungar's position that  

  8 Bowman discloses filtering?

  9 A. Well, Dr. Ungar merely states it discloses 

 10 filtering.  He does not argue why it discloses 

 11 filtering, and he is wrong with respect to Bowma n 

 12 disclosing filtering.  You see on the top left t hat's a 

 13 recitation of claim element (b) of claim 10 of t he '420 

 14 which requires content-based filtering.  Of cour se, it 

 15 is not content based, as we discussed before.  I t is 

 16 also not filtering.

 17 Ungar cites to Bowman in a different part than 

 18 the one that I cited, which says pretty much the  same 

 19 thing.  In "Step 808 preferably involves sorting  the 

 20 items in a query result --" sorting, that's the same 

 21 thing as ranking, "-- in decreasing order of the ir 

 22 ranking values --" he's using ranking values in the 

 23 exact same way I described before, "-- and/or su bsetting 

 24 the items in the query to include only those ite ms above 

 25 a threshold ranking value."  So he has to genera te the 
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  1 ranking values and pick one for the median or on e that's 

  2 close to the top so you can only return the top results 

  3 and use that as the subsetting guide after he ha s the 

  4 rank list.  So this is clearly subsetting as I d escribed 

  5 it and not filtering.

  6 Q. Okay.  Dr. Carbonell, I believe here you have 

  7 DDX-3.68.  This was Dr. Ungar's summary of all t he 

  8 disclosures in Bowman that met the claim element s.  Do 

  9 you agree with this?

 10 A. No, I disagree with this.

 11 Q. Where do you disagree?

 12 A. I disagree with respect at least with respect to 

 13 claim element (b) and claim element (d).  Bowman  does 

 14 not disclose content-based anything and does not  

 15 disclose a filtering system, and those two claim  

 16 elements are not disclosed or taught by Bowman a nd, 

 17 hence, Bowman does not anticipate claim 10.

 18 Q. And in your opinion is claim 10 of the '420 pa tent 

 19 valid over Bowman then?

 20 A. Since it is not anticipated by Bowman, it is v alid 

 21 over Bowman, yes.

 22 Q. Okay.  Thank you.

 23 Let's move to the second prior art reference.  

 24 What is the second prior art reference that Dr. Ungar 

 25 asserts is anticipated?
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  1 A. Yes.  That is a patent by Gary Culliss.

  2 Q. And, Dr. Carbonell, l ike you did on Bowman, le t's 

  3 focus just on claim 10 of the '420 patent for no w to try 

  4 to keep this as simple as possible.  

  5 Do you believe that claim 10 of the '420 patent 

  6 is anticipated and, therefore, invalid over Cull iss?

  7 A. No, I do not believe that claim 10 is anticipa ted 

  8 and so, therefore, claim 10 is valid over Cullis s.

  9 Q. Which claim elements do you believe are missin g in 

 10 Culliss?

 11 A. It is the same ones that were missing under Bo wman.  

 12 That would be claim element (b) and claim elemen t (d), 

 13 the two that are circled in red.

 14 Q. The two circled in red?

 15 A. Yes.

 16 Q. Okay.  So like with Bowman, let's first start by 

 17 having you describe to the jury how Culliss woul d 

 18 actually work.

 19 A. Yes, actually Culliss works in a way that is v ery 

 20 similar to Bowman so maybe I can make my descrip tion a 

 21 little more rapid.  Bowman discloses something h e calls 

 22 a rating index.  That rating index is very simil ar to -- 

 23 excuse me, Culliss.  I misspoke.  Culliss descri bes a 

 24 rating index that is very similar to Bowman's ra ting 

 25 table.  Culliss states that his invention monito rs 
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  1 searching activity, that is, selections and clic ks by 

  2 different users to organize articles in accordan ce with 

  3 the searching activity of one or more users.  Pu rely a 

  4 collaborative process.

  5 Q. How would it monitor searching activity?

  6 A. It will take into account what queries were is sued, 

  7 what were the terms in those queries, and then w hat was 

  8 clicked by the user of the different squares or 

  9 summaries generated in the results page, whether  they 

 10 clicked on No. 1 or they clicked on No. 3, or cl icked on 

 11 both and not the others.

 12 Q. Okay.  I believe you just read from column 2:6 2-64.  

 13 You also show here a part of the specification a t column 

 14 4:57-64, an index at the bottom of this demonstr ative.  

 15 Can you explain for the jury what that index is and how 

 16 it would work?  

 17 A. Yes.  That index is what he calls his rating i ndex.  

 18 Alpha and Beta are meant to stand for query term s like 

 19 "human" or "dynamics" that we saw earlier.  And then A1, 

 20 A2 and A3, that represents articles -- that's wh y he 

 21 calls them A -- or items.  And the numbers repre sent the 

 22 clicks.  So, for example, if you look under Gamm a, A2 -- 

 23 excuse me, A3 has two clicks under that index.  So, 

 24 again, this rating table is purely collaborative  in the 

 25 instruction.
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  1 Q. And how would Culliss then serve results in 

  2 accordance with this index?

  3 A. Culliss will look up in the index, it would ma tch 

  4 the query terms against the index entries and it  would 

  5 output the ones that have the highest number of clicks, 

  6 the most popular ones, the ones that were most l iked by 

  7 other users or by the same user.

  8 Q. Now, Dr. Carbonell, Dr. Ungar testified that C ulliss 

  9 discloses content analysis in the manner called for by 

 10 the asserted claims.  Do you remember hearing th at 

 11 testimony?

 12 A. I remember hearing it.

 13 Q. And do you agree with that?

 14 A. No, I certainly disagree with that.

 15 Q. Okay.  Pull up part of DX-58, the Culliss pate nt.  

 16 Here's the abstract.  

 17 Can you explain to the jury why you don't 

 18 believe Culliss teaches the content elements as required 

 19 by the asserted claims?

 20 A. Because Culliss specifically teaches or disclo ses 

 21 the collaborative or popularity-based aspect.

 22 We see here as users enter search queries and 

 23 select articles, the scores are altered.  These are the 

 24 scores in that rating index that I just mentione d.  The 

 25 scores have been used in subsequent searches to organize 
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  1 the articles that match a search query.  So he u sed the 

  2 scores, the number of clicks that users have don e.  If 

  3 they liked article 3 and not liked article 1, ar ticle 3 

  4 will come up the next time.  Culliss thinks that  this is 

  5 a good way for searching, a collaborative way.

  6 Q. And that would not take into account the conte nt of 

  7 the article?

  8 A. That process does not take into account the co ntent 

  9 of the article at all.  It takes into account th e search 

 10 terms and it takes into account the popularity o f the 

 11 articles.

 12 Q. Well, Dr. Ungar testified that Culliss's index , 

 13 which we just saw, could be initialized with a c ontent 

 14 analysis.  Do you recall that?

 15 A. I recall that.

 16 Q. So, first, what does it mean that the index co uld be 

 17 initialized?

 18 A. Okay.  Let me explain initialization a little bit.  

 19 Initialization means before you start, before th e system 

 20 starts to function you can have some initial val ues.  

 21 They could all be blank, zero.  They could all b e set by 

 22 a human.  In fact, Culliss discloses both of tho se 

 23 possibilities.  Culliss also says that the initi al value 

 24 could be set by whether a term is contained in a n 

 25 article or the number of times that term is cont ained in 
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  1 an article.  That would be the initialization st ep.

  2 Q. Well, what role does initialization play in th e 

  3 index in serving results?

  4 A. It plays virtually no role whatsoever.  As you  will 

  5 see later in another example, Culliss itself ign ores the 

  6 initialization.

  7 If we look at the highlighted region of the 

  8 abstract, Culliss is talking about millions of p eople 

  9 using the Internet typing in millions of queries .  That 

 10 was back in 1998.  Today we are talking about bi llions 

 11 of queries being served.  So you would have bill ions of 

 12 click-throughs having initialization value of 1,  

 13 regardless of how that was arrived at, becomes t otally 

 14 immaterial.  Or even in this subsetting value of  3, the 

 15 word would occur 3 times.  

 16 So the initialization is immediately swamped by 

 17 the use of the system in the Internet over time.   So it 

 18 doesn't matter how the initialization was done.  The 

 19 initial operation of the system is purely collab orative, 

 20 pure profile, pure popularity-based system, and that's 

 21 what governs.

 22 Q. Okay.  How many figures are there in the Culli ss 

 23 patent?

 24 A. There's only one figure in Culliss's patent an d that 

 25 is the one that you see before you here.
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  1 Q. Does this figure describe the operation of the  

  2 Culliss system?

  3 A. Yes, it does.  That's why Culliss put the figu re in 

  4 there in the first place.

  5 Q. Does this figure describe content analysis?

  6 A. The figure does not describe content analysis.

  7 Q. What does the figure describe about the operat ion of 

  8 the Culliss patent?

  9 A. It describes the normal operation of the Culli ss 

 10 system.  If we look at the top -- I'm sorry that  my 

 11 glasses are not great -- the first step he's tal king 

 12 about receiving a search query from the first us er.  The 

 13 next step, Step 20 is presenting articles.  The third 

 14 step is allowing the first user to select one or  more 

 15 articles.  That means to click on one or more ar ticles.  

 16 And then you alter the index according to the 

 17 selections.  In other words, you add one if the person 

 18 liked it and don't do anything if the person did  not 

 19 click on it.

 20 Then when you get a search query from another 

 21 user, the user's popularity rating table.  So he 's 

 22 describing the operation of it.  He doesn't even  bother 

 23 to mention the initialization step in his figure  because 

 24 it is irrelevant for the normal running of the s ystem.

 25 The last step, by the way, when he presents the 
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  1 article, he presents it in ranked order, so he's  

  2 disclosing ranking and not filtering, in additio n to not 

  3 doing any content analysis.

  4 Q. Okay.  Thank you.

  5 So just on the content analysis, do any of the 

  6 boxes, 10, 20, 30, 40, 50 or 60 that describe th e 

  7 operation of Culliss, provide any information ab out a 

  8 content analysis for selecting the results?

  9 A. No, they do not.  They all refer to the 

 10 collaborative process.  Not a single step refers  to 

 11 content.

 12 Q. All right.  Let's move on to the other issue o f 

 13 filtering.  Dr. Ungar testified that Culliss dis closes 

 14 filtering is embodied in the asserted claims.  D o you 

 15 agree?

 16 A. No, I disagree.

 17 Q. And why is that?

 18 A. Well, first of all, Culliss -- there's more th an one 

 19 part to Culliss's patent.  The main part is the main 

 20 facility, the one that we just described now, di scloses 

 21 only ranking.  I don't know whether the next sli de 

 22 demonstrates that as well or not.

 23 Q. Well, first of all, you mentioned facility.  C an you 

 24 explain to the jury what you mean when you say t he 

 25 Culliss facility?

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1861

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 66 of 178 PageID# 20632



Dr. J. Carbonell - Direct

  1 A. Facility is the Culliss system.  I'm using the  word 

  2 that Bowman used to describe his system.  He cal led it a 

  3 facility.  So I'm using the same word both in Cu lliss 

  4 and Bowman.

  5 Q. Okay.  Dr. Ungar, I believe, when he talked ab out 

  6 Culliss teaching filtering referred to the ratin g index 

  7 here in DX-50 in the Culliss patent at column 2,  line 63 

  8 to column 3, line 2.  Do you believe that the ra tings 

  9 index discloses filtering?

 10 A. I believe that the -- first of all, let me exp lain.  

 11 The main part of the Culliss patent is exactly w hat we 

 12 described before.  It 's an add-on part where he' s 

 13 disclosing a rating system.  You see that figure  here in 

 14 front of you from the Culliss patent describing the 

 15 other part, and that other part purports to disc lose 

 16 filtering.  First of all, it is not content-base d 

 17 filtering and, second, it's not even a workable 

 18 filtering.

 19 Q. What do you mean by it's not a workable filter ?

 20 A. So, you bear with me a bit, I will explain wha t 

 21 Culliss has described.

 22 Q. Yes, please do.

 23 A. Okay.  So Culliss described a method that he c laims 

 24 is useful for ratings.  In this case he's talkin g about 

 25 G-rated and X-rated for material.  G-rated being  
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  1 appropriate for everybody and X-rated being appr opriate 

  2 for only adults.

  3 He gives an example of a table in which he has 

  4 initialized, this is the early step, initialized  A1 and 

  5 A3 to be G-rated and A1, A2 and A3 to be X-rated .

  6 First of all, that is initialization strikes me 

  7 as somewhat absurd because A1 and A3 are rated a s both 

  8 G-rated and X-rated, but nonetheless, Culliss qu ickly 

  9 dismisses the initialization step anyway, so it actually 

 10 doesn't matter.  This initialization, whether 

 11 content-based or otherwise, plays no role.

 12 This table shows after the system has been in 

 13 use for a while or the facility has been in use for a 

 14 while that G-rated people liked both A1 and A3 b ecause 

 15 they clicked on A3, 21 times after it was shown to them 

 16 22 times, and they clicked on A1 all 4 times it was 

 17 shown to them.  And the adults liked A3 a lot.  They 

 18 clicked on it 45 times out of 45, but they did n ot like 

 19 A1 and A2 as much.  They only clicked on it twic e, even 

 20 though it was shown more often.

 21 From that Culliss concludes that A3 must be 

 22 X-rated.  I'm not sure how he concludes that.  B oth the 

 23 G-rated and the X-rated people liked it.  Maybe just 

 24 because the adults liked it, he concludes that i t must 

 25 be X-rated.
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  1 Of course, adults can like all kinds of things 

  2 that are not X-rated.  Even if it was adult male s, they 

  3 could like football, they could like popcorn whi le they 

  4 watched the football.  They could like a number of 

  5 things that are completely appropriate for G-rat ed.  You 

  6 would not want to deny the children their popcor n also 

  7 because their fathers also liked the popcorn.

  8 Moreover, even if it worked in the manner 

  9 Culliss describes, it would require the G-rated crowd to 

 10 view X-rated material, if A3 is indeed X-rated m aterial, 

 11 22 times prior to it being finally labeled X-rat ed.

 12 So my conclusion is this so-called rating system  

 13 is absurd.  It does not work.  It does not provi de what 

 14 Culliss wishes.  Culliss is trying to come up wi th a way 

 15 of rating based on collaborative feedback data.  The way 

 16 that he describes it, by his own example, just d oesn't 

 17 work.

 18 Q. Okay.  Thank you, Dr. Carbonell.

 19 Up is one of Dr. Ungar's slides about claim 

 20 element 10(d), DDX-3.107.  What is your take on 

 21 Dr. Ungar's conclusion here?

 22 A. Well, Dr. Ungar has two conclusions, both of w hich 

 23 are wrong.  The first conclusion is he claims th at 

 24 Culliss teaches a content profile, because of th at 

 25 initialization step that we have already discuss ed and 
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  1 dismissed as irrelevant, that's the blue one at the top.

  2 Second, he claims that it discloses a filter 

  3 system combining data because Culliss is talking  about 

  4 altering items in the index.  For the life of me , I 

  5 can't see how altering refers to combining or 

  6 filtering.  All it 's doing is adding one to the 

  7 collaborative score.  He's clearly in a collabor ative 

  8 area.  Even Dr. Ungar colors that part green, bu t 

  9 altering a score means you add one to the score.   The 

 10 person clicked on it, he liked it, so, therefore , the 

 11 score is now bigger.  That is not combining; tha t is not 

 12 filtering.  So, therefore, I disagree with both parts of 

 13 his slide here.

 14 Q. I believe you have colored some more of 10(d) here 

 15 to make your point?

 16 A. Yes, I colored some more because Dr. Ungar fai led to 

 17 color the filtering part that is also required b y this 

 18 claim element, so I extended the color.

 19 Q. Okay.  Again, now, we have the summary of the 

 20 anticipation slide that Dr. Ungar used for Culli ss.  Do 

 21 you agree that there should be a check in each o f these 

 22 boxes?

 23 A. No, I disagree.

 24 Q. Why?

 25 A. Because Culliss does not teach claim element ( b) and 
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  1 he does not teach claim element (d).  Therefore,  

  2 Culliss's contention is incorrect, and the claim  is not 

  3 anticipated by Culliss.

  4 Q. Thank you, Dr. Carbonell.

  5 So we just went through claim 10 of the '420 

  6 patent for both Bowman and for Culliss.  Let's t alk about 

  7 the other asserted claims.

  8 A. Okay.

  9 THE COURT:  Before you start, let's just take a 

 10 15-minute break before you start on the other as serted 

 11 claims.

 12 MR. CIMINO:  Yes, your Honor.

 13 THE COURT:  All rise.

 14 (Jury out.)

 15 THE COURT:  You may step down.

 16 (A recess was taken at 11:40 a.m., after which 

 17 court reconvened at 12:08 p.m.)

 18 MR. BROTHERS:  Your Honor, before you bring the 

 19 jury back in, I would like to raise one issue wi th the 

 20 Court.

 21 With respect to the ruling this morning, I want 

 22 to alert the Court that we believe its procedura lly 

 23 improper because once the Court found that the b urden had 

 24 shifted after they presented their evidence in t heir 

 25 case, in our rebuttal case we are permitted to r espond to 
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  1 their evidence of laches because they have the i nitial 

  2 burden of going forward.  So for the Court to ha ve ruled 

  3 prior to the receipt of our evidence, we believe  is 

  4 procedurally improper, that we should have had a n 

  5 opportunity to present evidence and we would pro pose 

  6 calling Mr. Blais as a rebuttal witness -- it wa s 

  7 disclosed in the pretrial order -- to explain wi th regard 

  8 to what was going on at Lycos because he joined Lycos in 

  9 2005.  But to do that, we need to get him down h ere 

 10 immediately.

 11 And we would also make proffers with regard to 

 12 other evidence, but we can take that up later as  long as 

 13 your Honor is willing to receive this evidence.

 14 THE COURT:  Thank you.  

 15 Mr. Brothers, you can have a seat.  

 16 MR. BROTHERS:  Thank you.

 17 THE COURT:  There's two things the Court didn't 

 18 do that it usually does a few minutes ago.  Indi cate to 

 19 counsel the Court reserves the right, and freque ntly 

 20 does, in a written memorandum order to explain i ts 

 21 ruling.

 22 Second, you indicated, and the record will 

 23 reflect, that you had one rebuttal witness that you were 

 24 calling, and that was Dr. Carbonell on the quest ion of 

 25 validity.  So the Court did not rule foreclosing  you an 
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  1 opportunity to put on rebuttal evidence on the i ssue of 

  2 laches because you told the Court -- the Court w as aware 

  3 of it -- that you were calling one witness, and the Court 

  4 ruled based upon what was then a complete record  on this 

  5 issue.

  6 Secondly, in terms of you providing written 

  7 submissions, the Court indicated it was ruling 

  8 yesterday.  You never indicated that, Judge, aft er you 

  9 made your oral presentation, we want an opportun ity to 

 10 file a written response, though it might be shor t, and 

 11 you didn't say it this morning when the Court co mmenced 

 12 to rule on laches.  You only said it after the C ourt made 

 13 an adverse ruling, just as you are now bringing up the 

 14 question about you have not had an opportunity t o rebut 

 15 after you told the Court that you only had one w itness 

 16 left, and this was the witness that's on the sta nd.

 17 So at this juncture, the Court hears you.  The 

 18 Court is not granting that opportunity.  The Cou rt will 

 19 keep in mind what you said, but I'm telling you,  you had 

 20 a full opportunity and you told the Court you we re only 

 21 bringing Dr. Carbonell.  You expressed no intere st in 

 22 bringing anybody in here on the question of lach es.

 23 Bring in the jury.

 24 (Jury in.)

 25 THE COURT:  You may be seated.
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  1 Let the record reflect all jurors are present in  

  2 the courtroom.  Does counsel agree?

  3 MR. NELSON:  Yes, your Honor.

  4 MR. CIMINO:  Agreed.

  5 THE COURT:  Okay.  You may continue.

  6 MR. CIMINO:  Thank you, your Honor.

  7 BY MR. CIMINO:

  8 Q. Dr. Carbonell, before we broke, you were going  to 

  9 talk about the other asserted claims in your opi nions 

 10 about validity.  Do you remember that?

 11 A. Yes.

 12 Q. We have already done claim 10 of the '420 pate nt and 

 13 you provided your opinions on Bowman and Culliss  with 

 14 respect to that claim, right?

 15 A. Correct.  I provided the opinion that Bowman a nd 

 16 Culliss did not anticipate that claim.

 17 Q. Okay.  So let's look at the other claims.  Fir st, 

 18 does Bowman anticipate claim 25 of the other ind ependent 

 19 claim of the '420 patent?

 20 A. No.  Bowman does not anticipate claim 25 of th e 

 21 '420.  It's a method claim otherwise equivalent to claim 

 22 10.

 23 Q. And why doesn't it anticipate?

 24 A. For exactly the same reasons that claim 10 is not 

 25 anticipated.
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  1 Q. Okay.  Up on the screen, on the right side of the 

  2 screen is Dr. Ungar's chart for claim 1 of the ' 664 

  3 patent.  Does Bowman anticipate claim 1 of the ' 664 

  4 patent?

  5 A. No, Bowman does not anticipate claim 1 of the '664 

  6 patent.

  7 Q. Can you explain why not?

  8 A. Because it does not meet claim element (c) whi ch 

  9 requires content-based filtering with respect to  the 

 10 query.

 11 Q. Is your analysis in any way different from you r 

 12 analysis for the '420 patent?

 13 A. No, it's the same analysis.

 14 Q. Okay.  How about claim 26, the other independe nt 

 15 claim of the '664 patent, what does that claim r equire 

 16 and do you believe that it 's anticipated by Bowm an?

 17 A. Claim 26 of the '664 patent is a method claim 

 18 corresponding to claim 1 and it is also not anti cipated, 

 19 and it's not anticipated for the same reasons th at claim 

 20 1 of the '664 is not anticipated.

 21 Q. Okay.  Let's talk about Culliss.  Again, you h ave 

 22 provided an opinion about claim 10 of the '420 p atent, 

 23 correct?

 24 A. That's correct.

 25 Q. How about claim 25 of the '420 patent, do you 
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  1 believe that claim 25 of the '420 is anticipated  by 

  2 Culliss?

  3 A. Claim 25 of the '420 patent, as I mentioned be fore, 

  4 is a method version of claim 10 of the '420 and it is 

  5 not anticipated by Culliss because he fails to d isclose 

  6 claim element (b) or (d) of the that claim and, hence, 

  7 is not anticipated for the same reasons that cla im 10 is 

  8 not anticipated.

  9 Q. How about claim 1 of the '664 patent, does Cul liss 

 10 anticipate claim 1 of the '664 patent?

 11 A. Culliss does not anticipate claim 1 of the '66 4 

 12 patent.  It does not disclose the third claim el ement, 

 13 element (d).

 14 Q. You show that down here in the bottom right-ha nd 

 15 corner?

 16 A. Yes.

 17 Q. And how about claim 26 of the '664 patent, in your 

 18 opinion does Culliss anticipate claim 26?

 19 A. No.  Once again, claim 26 is a method claim 

 20 corresponding to claim 1 of the '664 and Culliss  does 

 21 not anticipate that claim for the same reasons t hat 

 22 Culliss does not anticipate the claim 1 for the '664.

 23 Q. Okay.  And there are some dependent claims tha t are 

 24 asserted in this case.  Are any of the dependent  claims 

 25 asserted by Bowman or Culliss?
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  1 A. Without going into each one of these dependent  

  2 claims, they are all dependent upon one of these  four 

  3 independent claims and they are not anticipated,  at 

  4 least because the independent claims on which th ey 

  5 depend are themselves not anticipated.

  6 Q. So, Dr. Carbonell, in your opinion is there an y 

  7 asserted claim anticipated by Bowman or Culliss?

  8 A. No, none of the asserted claims are anticipate d by 

  9 either Bowman or Culliss.

 10 Q. Does that complete your anticipation analysis?

 11 A. Yes, it does.

 12 Q. Okay.  Let's move on to obviousness.  Can you 

 13 provide a brief overview of your obviousness 

 14 conclusions?

 15 A. Yes.  My conclusions are that the asserted cla ims of 

 16 the '420 and '664 are not rendered obvious by th e cited 

 17 prior art, namely the Lashkari, Fab and Rose by 

 18 themselves or in combination with Culliss are no t.

 19 Q. Lashkari, Fab and Rose, are those the three pi eces 

 20 of prior art that Dr. Ungar identified for the p urposes 

 21 of obviousness?

 22 A. Those are exactly the three that he identified , yes.

 23 Q. Now, did you hear Dr. Ungar testify that all 

 24 elements of the asserted claims are shown in the  prior 

 25 art?
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  1 A. He has indeed testified to that.

  2 Q. Do you agree with that?

  3 A. No, I disagree.  I believe that there are clai ms 

  4 that are entirely missing -- claim elements, exc use me, 

  5 that are entirely missing from the cited prior a rt.

  6 Q. Can you explain that opinion to the jury, plea se?

  7 A. Yes.  It is not possible to render obvious by 

  8 combining claim elements if some of the claim el ements 

  9 are not disclosed or taught by any of the cited prior 

 10 art.  In particular, four claim elements are mis sing 

 11 from all of the cited prior art.  

 12 As we can see in this demonstrative here, claim 

 13 (d) of the '420 -- excuse me, element (d), claim  10 of 

 14 the '420, element (d) of claim 25 of the '420, e lement 

 15 (c) of claim 1 of the '664 and element (c) and ( d) of 

 16 claim 26 of the '664.

 17 Q. And what is the consequence of obviousness if there 

 18 are elements missing from all cited prior art?

 19 A. It means that it is not possible for the cited  prior 

 20 art to render the asserted claims obvious.  You cannot 

 21 combine that what you don't have.

 22 Q. Now, earlier you talked about having two camps  of 

 23 prior art.  Do Rose, Lashkari and Fab fall into either 

 24 of those two camps?

 25 A. Yes, they do.  As you can see, this is the 
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  1 non-animated version of my earlier demonstrative .  All 

  2 three, Lashkari, Fab and Rose, fall into the pro file 

  3 system side, in other words the right side of th is wall.

  4 Q. So they should be shown on the right side?

  5 A. That's right.

  6 Q. Do Rose, Lashkari or Fab, the filtering aspect  in 

  7 ranking, do either of them have access or use of  the 

  8 query?  

  9 A. Yes.  First, Rose does not teach filtering.  I t 

 10 mentions it, but does not teach us how to do it,  and 

 11 none of the three describe how to perform any of  their 

 12 operations with respect to the query.  In fact, none of 

 13 them use the query, none of them access the quer y, none 

 14 of them process the query, none of them filter w ith 

 15 respect to the query, none of them perform the c ontent 

 16 or collaborative analysis with respect to the qu ery.

 17 Q. So, Dr. Carbonell, over here on the right side  where 

 18 it says profile system, you have Rose, Lashkari and Fab, 

 19 what criteria do they use to select the final re sults 

 20 for the user?

 21 A. Well, they do not use the query.  Instead they  use 

 22 the longstanding profile, the set of things that  each 

 23 person or each user is interested in, and the se t of 

 24 things which other users have a longstanding int erest in 

 25 if their first user's interests match theirs.
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  1 Q. Now, you heard the testimony of Dr. Ungar in c ourt?

  2 A. Yes, I have.

  3 Q. Does he agree that profile systems and search 

  4 systems are different?

  5 A. He agrees that they are indeed different, as y ou can 

  6 see from his quote here.  He says that they are 

  7 different, they being the profile systems are di fferent 

  8 from the demand search systems.  So the answer i s yes.

  9 Q. Okay.  Dr. Carbonell, so what is the differenc e 

 10 between the profile systems of Rose, Lashkari an d Fab 

 11 and the Lang and Kosak invention?

 12 A. Well, Lang and Kosak disclose a tight integrat ion 

 13 among all of the different parts.  As you can se e here 

 14 from element (d) of claim 10 of the '420 and ele ment (c) 

 15 of claim 1 of the '664, they require all of the 

 16 components, the filtering, the combining, the pe rtaining 

 17 feedback data, the content profile and the relev ance to 

 18 the query to be tightly or closely integrated.  In fact, 

 19 they perform all of those operations, the filter ing, the 

 20 combining with the feedback with respect to the query.  

 21 That is something that all of the cited prior ar t fails 

 22 to do.

 23 Q. In your opinion is it better to do it this way  than 

 24 the Lang and Kosak tightly integrated way, rathe r than 

 25 the over-the-wall method that you explained earl ier 
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  1 about how the prior art would take the output of  one 

  2 system and use it as an input of another system?

  3 A. It is indeed better to do the Lashkari integra tion.  

  4 I think I have alluded to this before.  If you p erform a 

  5 multi-factor analysis, you combine the content, you 

  6 combine the profile, you combine the collaborati ve and, 

  7 most importantly, you combine the immediate info rmation 

  8 need as represented in the query in order to fin d the 

  9 best possible items that satisfy a combination o f all of 

 10 these ingredients.  That yields better results.  That's 

 11 why this reflects the current practice.

 12 Q. Okay.  Dr. Carbonell, let's take a closer look  at 

 13 the three pieces of prior art Dr. Ungar identifi ed for 

 14 obviousness, and let's start with Rose.

 15 So, can you tell the jury which elements you 

 16 believe are missing from the Rose patent?  And, again, 

 17 let's start with claim 10 of the '420 patent so we have 

 18 got a consistent base by which to have you expla in your 

 19 opinions.

 20 A. Okay.  Let's do that.  It's claim element (a),  (b) 

 21 and (d).  Those are the three circled in red are  missing 

 22 from Rose.  Rose does not scan a network and fin d items 

 23 relative to a query.  Content-based analysis is not 

 24 relevance to the query, and Rose does not teach 

 25 filtering or combining with relevance to the que ry.
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  1 Q. Let's scroll down a little bit.  Does Rose tea ch 

  2 filtering in the manner required by the asserted  claims?

  3 A. Actually, Rose does not teach filtering in tha t 

  4 manner.  Rose teaches ranking.  It mentions rank ing 

  5 throughout, as you can see from this passage whi ch I 

  6 will save time by not reading.  

  7 Rose does mention filtering, but doesn't mention  

  8 out how to do the filtering or how to combine it .  

  9 Instead, it mentions and teaches that one should  rank.

 10 Q. Okay.  Dr. Carbonell, does Rose teach relevanc e to 

 11 the query in a manner required by the asserted c laims?

 12 A. No, Rose does not teach relevance to the query .  In 

 13 fact, Rose doesn't have a query, doesn't have ac cess to 

 14 a query.  Instead, Rose has a basic profile syst em 

 15 focusing on long-term likes, long-term needs, lo ng-term 

 16 interests of users.

 17 This is an example of Fig. 7 from Rose in which 

 18 it is updating and making recommendations about movies 

 19 to a particular user.  You can see on the right that it 

 20 says movie recommendations and it's an had order ed list, 

 21 a rank list.  It 's ranking, that is disclosing, and 

 22 ranking with respect to filtering.  Excuse me, I  said it 

 23 wrong.  Ranking with respect to the items that i t is 

 24 recommending in this case with respect to profil e is 

 25 what I meant to say.
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  1 Q. Would the recommendations here be developed ov er a 

  2 long-term need or an immediate need?

  3 A. It will be developed over a long-term need.  T he 

  4 movie recommendations are based on what movies t hey 

  5 liked and it would be updated if they liked othe r 

  6 movies, and it would be updated with other peopl e with 

  7 similar tastes who have seen other movies, and s o on.  

  8 It's a long-term profile, long-term needs.

  9 Q. So in your opinion, Dr. Carbonell, does Rose m ake 

 10 claim 10 of the '420 patent obvious?

 11 A. No, it does not, for the reasons cited, lack o f 

 12 teaching filtering and, particularly, lack of te aching 

 13 filtering with respect to the query.  It fails t o meet 

 14 three of the claim elements.

 15 Q. What about the other asserted claims?

 16 A. It doesn't render obvious claim 25 of the '420 , for 

 17 example, for the same reasons, that is it 's a me thod 

 18 version of claim 10.  

 19 It also does not render obvious the '664 claims,  

 20 claim 1 and claim 26, because it does not perfor m any of 

 21 the operations with respect to the query.

 22 Q. Okay.  Thank you.

 23 Let's move on to Lashkari.  Let's put up claim 

 24 10 of the '420 patent.  

 25 Do you believe there are elements missing in 
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  1 Lashkari that are in claim 10 of the '420 patent ?

  2 A. Yes, I do.  The missing elements are, once aga in, 

  3 (a), (b) and (d), the same missing elements as f or Rose, 

  4 because Lashkari does not teach to do anything w ith 

  5 respect to the query.  It does not process the u ser's 

  6 immediate information need.

  7 Q. Okay.  Let's take a look at that.

  8 Does Lashkari teach relevance to the query in 

  9 the manner required by the asserted claims?

 10 A. Lashkari does not.  As evidence of that, we ta ke 

 11 Lashkari's own summary of his method, the ACF 

 12 algorithms.  Those are the ones Lashkari disclos ed.  

 13 Take the following steps.  He then elaborates on  the 

 14 steps, but you can see here in summary, he const ructs a 

 15 profile of a user, a profile, not a query, long- term 

 16 need, long-term interest.  

 17 It compares the profile to the profile of other 

 18 users, collaborative.  Profile again.  

 19 It constructs a set of nearest neighbors for 

 20 this user.  That just simply means other users w ith 

 21 similar preferences.  

 22 And then it uses that set to make 

 23 recommendations.  So it doesn't provide answers or 

 24 results in the query sense.  It makes recommenda tions 

 25 over time.  Nowhere does he mention search, nowh ere does 
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  1 he mention query, nowhere does he mention inform ation 

  2 need.

  3 Q. So, Dr. Carbonell, Dr. Ungar cited section 7.2 , 

  4 Filtering Search Engine Query Results, as eviden ce it 

  5 disclosed search and query.  What's your opinion  about 

  6 this section 7.2?

  7 A. So, first of all, to put it in context, sectio n 7.2 

  8 is part of Chapter 7 of Lashkari, which is concl usions 

  9 and future work.  Lashkari discloses that one po ssible 

 10 future work is to perform one of these over-the- wall 

 11 operations where a search engine such as Lycos p roduces 

 12 results.  These results are then thrown over the  wall to 

 13 the Lashkari system who then uses them as input to do 

 14 its profile systems.  So what Lashkari is disclo sing is 

 15 that it could be one of these over-the-wall syst ems.

 16 The query itself is not even accessed by 

 17 Lashkari's method.  It is certainly not processe d or 

 18 integrated.

 19 Q. Does the Lashkari filter, then -- let me ask i t 

 20 differently, Dr. Carbonell.  

 21 What criteria does the Lashkari filter use, 

 22 then, to select the final results for presentati on to the 

 23 user?

 24 A. It uses the user's profile and the similarity of 

 25 that profile to the items or the similarity of t hat 
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  1 profile to other profiles of other users to see what 

  2 they had liked.  It is the typical profile-based  system.

  3 Q. So in your opinion, Dr. Carbonell, does Lashka ri 

  4 render claim 10 of the '420 patent obvious?

  5 A. Lashkari does not by itself or in combination and it 

  6 also does not render the other claims, claim 25,  

  7 obvious, which is the same or equivalent to clai m 10, or 

  8 the '664, claim 1 or claim 26, does not render t hem 

  9 obvious either for the same reasons.

 10 Q. Okay.  Let's move on to the final reference, 

 11 Dr. Ungar asserted which we are calling the Fab 

 12 reference.  Does Fab render the asserted claims obvious?

 13 A. Fab does not render the asserted claims obviou s 

 14 either.

 15 Q. Let's take a look at part of Fab PX-50 at 

 16 G-IPE-0217927.

 17 Can you explain the Fab system with respect to 

 18 this drawing?

 19 A. Yes.  First of all, the cited references at th e 

 20 position paper, it describes more of a desire of  what.  

 21 It does not describe a method or a how, other th an by 

 22 presenting this figure.  So this figure comes cl osest to 

 23 describing a method, which is why I have selecte d it 

 24 here.  

 25 This is an overview of the Fab architecture.  
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  1 It's, essentially, a recommendation system.  It is 

  2 recommending pages to a user.  The user is click ing -- 

  3 you see his finger there -- as to whether he lik es 

  4 him -- it looks more like a he, I suppose.  Whet her he 

  5 likes them or he doesn't like them.  Nowhere her e do you 

  6 see search, nowhere here do you see query, nowhe re do 

  7 you see relevance to the query.  So it is also a  profile 

  8 system very similar to the ones we have just fin ished 

  9 discussing.

 10 Q. Can you summarize for the jury which elements of the 

 11 asserted claims, then, are not disclosed by the Fab 

 12 reference?

 13 A. Yes.  To save time we don't have to look at it  

 14 again.  It 's, again, claim elements (a), (b) and  (d) of 

 15 the claim 10 of the '420 and the corresponding c laim 

 16 elements for claim 25 of the '420, and it's, in fact, 

 17 all of the elements from claim 1 and claim 26 of  the 

 18 '664 patent.  None of those are disclosed; there fore, it 

 19 does not render obvious.

 20 Q. Okay.  Dr. Carbonell, I 'm switching gears a li ttle 

 21 bit.  What is your view of the person of ordinar y skill 

 22 in the art in 1998?

 23 A. A person of ordinary skill in the art would ha ve a 

 24 bachelors degree in computer science or a relate d field, 

 25 computer engineering, for example, and would hav e two or 
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  1 three years of experience in an area roughly cal led 

  2 information systems.  That would include databas es, 

  3 programming, algorithms, and so on.  

  4 This is very similar to what Dr. Ungar 

  5 described, the exception being is that he said i t had to 

  6 be experienced in information retrieval and sear ch 

  7 engines.  In 1998, these were just becoming popu lar.  

  8 There were precious few people with experience i n that 

  9 area, so I think a somewhat broader experience, rather 

 10 than narrowing this area, would be appropriate f or 

 11 somebody of ordinary skill in the art.

 12 Q. Dr. Carbonell, you testified earlier that you 

 13 believed there are some claim elements in the '4 20 and 

 14 '664 asserted claims that are not present in the  prior 

 15 art at all; is that right?

 16 A. That is correct.  So some claim elements, clai m 

 17 element (d), claim 10 of the '420 and claim 25, claim 

 18 element (c) of claim 1 of the '664, and claim el ements 

 19 (c) and (d) of claim 26 of the '664 are missing from all 

 20 of the cited prior art.

 21 Q. In your view would it have been obvious for a person 

 22 of ordinary skill in the art, as you have define d or as 

 23 Dr. Ungar has defined, to supply those missing e lements 

 24 to the prior art to arrive at the claimed invent ion?

 25 A. I think it would have been very far from obvio us and 
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  1 would not have been obvious for somebody of ordi nary 

  2 skill in the art, even under Dr. Ungar's narrowe r 

  3 definition or narrower assertion, to have create d those 

  4 missing claim elements.  That would have require d deep 

  5 skill in both camps, in the search camp and in t he 

  6 profile camp.  That did not happen until some ev ent such 

  7 as the acquisition of WiseWire by Lycos.

  8 Q. Similarly, would you believe that a person of 

  9 ordinary skill in the art in 1998, as you define d or 

 10 Dr. Ungar has defined, would have appreciated th e 

 11 advantage provided in the '420 patents and '664 patents?

 12 A. No, I do not believe that they would have 

 13 appreciated those advantages, the advantages of tight 

 14 integration, the advantages of this multi-pictor ial 

 15 taking all of the different factors into account , 

 16 especially the immediate information needed rele vance to 

 17 the query.  

 18 As evidence of that is the cited prior art.  It 

 19 does not suggest any kind of tight integration, it does 

 20 not suggest serving the immediate information ne ed, it 

 21 does not suggest performing the collaborative or  the 

 22 content-based analysis or the filtering with res pect to 

 23 the query.  Not only does it not teach how, it d oesn't 

 24 even suggest doing so.

 25 Q. Would the results obtained by the '420 and '66 4 
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  1 patents have been predictable to the person of o rdinary 

  2 skill in the art as you have defined here or as 

  3 Dr. Ungar has defined in 1998?

  4 A. No, it definitely would not have been predicta ble.  

  5 They did not know how to do it and they did not know 

  6 what the outcome of doing it would have been, th e higher 

  7 quality search results from modern search engine s that 

  8 can be achieved by this kind of tight integratio n.

  9 Q. Do you believe it would have been difficult fo r 

 10 those of skill in the art under your definition or 

 11 Dr. Ungar's definition to have achieved the inve ntion of 

 12 the '420 and '664 patent in 1998?

 13 A. It would have been extremely difficult.

 14 Q. And why do you say so?

 15 A. It required a skill that was not present by so mebody 

 16 of ordinary skill in the art.  They may have had  present 

 17 a skill of some of the components at best.  They  

 18 certainly did not have the skill in all of the d ifferent 

 19 art that would have been required to perform tha t 

 20 combination and to have invented the missing ele ments in 

 21 the claims.  So, therefore, it would not be rend ered 

 22 obvious in the sense that somebody of ordinary s kill in 

 23 the art would not have been able to perform the 

 24 requisite combination and the requisite inventio n of the 

 25 patents.
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  1 Q. Thank you.  

  2 Let's talk about secondary considerations of 

  3 non-obviousness.  Can you first explain to the j ury what 

  4 secondary considerations of non-obviousness are?

  5 A. Yes.  These are additional considerations that  would 

  6 provide further evidence as to whether an invent ion is 

  7 obvious or is not obvious by combining elements from 

  8 prior art.

  9 Q. And have you formed an opinion as to whether t here 

 10 are any secondary considerations of non-obviousn ess that 

 11 are relevant to your analysis of the '420 and '6 64 

 12 patent claims?

 13 A. Yes.  I formed that opinion with regard to thr ee 

 14 secondary considerations.

 15 Q. Okay.  Let's start with the first one.  Can yo u 

 16 describe for the jury the first bullet point Com mercial 

 17 Success, how it might impact your analysis of 

 18 obviousness?

 19 A. Yes.  Commercial success means that if somethi ng 

 20 succeeded commercially, there would have been a reason 

 21 to do it, there would have been people trying ve ry hard 

 22 to do it.  And if they tried hard to do it and i t was 

 23 still not done, that would provide strong eviden ce that 

 24 it was not obvious.  And, in fact, the commercia l 

 25 success of modern search engines, Google include d, that 
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  1 use the teachings of these patent claims is stro ng 

  2 evidence that the commercial success criterion i s met 

  3 and yet nobody else had come up with that invent ion at 

  4 that time.

  5 Q. How about the second one, Long-Felt but Unmet 

  6 Needs.  How does that affect your opinion of 

  7 non-obviousness?

  8 A. That, again, if there were long-felt needs but  

  9 nobody figured out how to meet those needs, it m eans 

 10 that it must not have been obvious to replicate or 

 11 create the equivalent of the claims taught by th e 

 12 patent.  In fact, the long-felt needs were recog nized 

 13 even in the cited prior art.  They talked about possible 

 14 combining, but they came up with the over-the-wa ll 

 15 method, the output of one becomes the input of t he 

 16 other.  So, therefore, those needs were there, b ut they 

 17 were not met.

 18 Q. If the patent claims here were obvious, do you  

 19 believe that would have been disclosed, the tigh t 

 20 integration that you talk about would have been 

 21 disclosed in Rose, Lashkari and Fab?

 22 A. It certainly would have been disclosed in thos e 

 23 three and elsewhere because then this would have  enabled 

 24 them to gain the upper ground or the upper hand to come 

 25 up with the invention that is effective.
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  1 Q. And the final one is Failure of others.  Can y ou 

  2 explain what you mean here by failure of others?

  3 A. Yes.  If others have tried to achieve the same  

  4 invention or the same effect, what it means is t his 

  5 would have shown it could be done.  The failure,  having 

  6 tried and failed, indicates that it 's not obviou s.  Had 

  7 it been obvious, they would have succeeded.  So others 

  8 have tried, the prior art has tried, as I mentio ned in 

  9 passing, I myself tried and did not succeed in a rriving 

 10 at this kind of tight integration in performing all 

 11 these operations with respect to the query, with  respect 

 12 to the immediate information need and the tight 

 13 integration.

 14 Q. Okay.  Dr. Carbonell, can you provide the 

 15 conclusions of your validity study to the jury, please.

 16 A. Yes.  These are my overall conclusions.  The f irst 

 17 conclusion I said, No asserted claim is anticipa ted by 

 18 the cited prior art, that is, by Bowman and Cull iss; no 

 19 asserted claim is rendered obvious by the cited prior 

 20 art or by any combination of the cited prior art  for the 

 21 reasons stated, including the secondary consider ations; 

 22 that Dr. Ungar's anticipation and obviousness th eories 

 23 are in incorrect and unfounded; and that all ass erted 

 24 claims are, therefore, valid.

 25 MR. CIMINO:  Thank you, Dr. Carbonell.  
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  1 Your Honor, I pass the witness.

  2 THE COURT:  Cross-examination?

  3 MR. NELSON:  Yes, your Honor.  May I proceed?  

  4 THE COURT:  You may.

  5 CROSS-EXAMINATION 

  6 BY MR. NELSON:

  7 Q. Good afternoon, Dr. Carbonell?

  8 A. Good afternoon.

  9 Q. Nice to see you again.  I'm Dave Nelson, in ca se you 

 10 don't remember me.

 11 A. Yes, I remember you.

 12 Q. I have a few questions for you.  Well, maybe m ore 

 13 than a few.  

 14 Something you said there at the end when you 

 15 were talking about commercial success.  You refe renced 

 16 the commercial success of search engines general ly like 

 17 Google, do you remember?

 18 A. Yes.

 19 Q. You understand that search engine is not accus ed in 

 20 this case, right?

 21 A. I understand that the ads functionality is wha t's 

 22 being accused.  I do not know the details becaus e I'm 

 23 not part of the infringement.

 24 Q. Oh, so you didn't ever get to see Dr. Carbonel l's -- 

 25 excuse me, you are Dr. Carbonell -- Dr. Frieder' s 
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  1 reports or anything like that?

  2 A. No, I did not.

  3 Q. And you didn't see his testimony here on the 

  4 infringement case?

  5 A. No, I did not.

  6 Q. So you are not aware of what he's saying infri nges 

  7 these patents?

  8 A. Only with respect to very generally what couns el has 

  9 reported.

 10 Q. Okay.  Let me talk about the Lashkari patent, first 

 11 of all.  So, I think what I heard you say is tha t --

 12 A. That's incorrect.  Lashkari is not a patent.

 13 Q. Can we call it a WebHound.  That's easier for me to 

 14 remember.

 15 A. Whatever is easiest.

 16 Q. That's the WebHound reference; is that okay?

 17 A. Yes.

 18 Q. I think I heard you say you didn't think that the 

 19 WebHound reference disclosed filtering with rele vance to 

 20 the query, right?

 21 A. That's correct.

 22 Q. Okay.  But you agree that it discloses a combi nation 

 23 of content-based and collaborative filtering, ri ght?

 24 A. Yes.

 25 Q. Okay.  And you agree that at least in the page  78, 
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  1 which I think you cited, it talks about combinin g that 

  2 filtering, the content and collaborative, with s earch 

  3 engine functionality, right?

  4 A. That's not what I said.  I said that it can us e as 

  5 input the output of a search engine.

  6 Q. Okay.  So I think I heard you say that you did n't 

  7 believe that modern -- excuse me, not modern, go ing back 

  8 to 1998 and before, search engines did any filte ring; is 

  9 that right?

 10 A. No, I did not say that either.  I said that se arch 

 11 engines typically performed ranking.

 12 Q. But you are aware that search engines out ther e did 

 13 filtering for relevance to the query themselves prior to 

 14 1998, aren't you?

 15 A. I did not offer an opinion on that.

 16 Q. Well, I understand.  I'm asking you whether yo u are 

 17 aware of that?

 18 A. The cited prior art performed ranking instead of 

 19 performing filtering?  I would have to go back a nd 

 20 analyze at that time period to see whether they 

 21 performed filtering in order to be able to answe r your 

 22 question with confidence.

 23 Q. Okay.  So you have reviewed the '420 patent, h aven't 

 24 you?

 25 A. Yes, I have.
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  1 Q. And that includes the background section of th e 

  2 patent; is that right?

  3 A. Yes, it does.

  4 Q. Before I go further, did I give you the binder s, 

  5 your Honor?

  6 THE COURT:  Yes.

  7 BY MR. NELSON:

  8 Q. So, can we look at DDX-6.7?

  9 THE COURT:  6 what?

 10 MR. NELSON:  It's one of the demonstratives, 

 11 your Honor.

 12 THE COURT:  What number was it?

 13 MR. NELSON:  It's slide 7, 6.7.

 14 THE WITNESS:  Can you point to me where I'm 

 15 supposed to look?

 16 BY MR. NELSON:

 17 Q. Yeah.  Well, you can look on the screen, or th is is 

 18 the '420 patent.

 19 A. Okay.  I will look on the screen.

 20 Q. So here on the '420 patent you are aware that in 

 21 column 1 and 2 it talks about the background of the 

 22 invention, right?

 23 A. Yes.

 24 Q. Okay.  And your understanding of the discussio n of 

 25 the background of the invention, those are the t hings 
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  1 that are in the prior art?

  2 A. That's generally what it is, yes.

  3 Q. Okay.  Well, what I want to draw your attentio n here 

  4 to, this is an excerpt we have from column 2.  T his is 

  5 lines 4 through 20.  You see picking up at about  -- 

  6 well, it 's probably about line 10 there's a sent ence 

  7 that says, "Thus, the integrated information fil ter 

  8 system performs continued long-term searching, i .e., it 

  9 compares -- you don't need to worry about that.  Let me 

 10 start over again.

 11 Picking up at about line 12, you see it says, 

 12 "Thus, the integrated information filter system performs 

 13 continued long-term searching, i.e., it compares  network 

 14 informons to multiple users' queries to find mat ching 

 15 informons for various users' wires over the cour se of 

 16 time."  So let me stop there.  Is that what you are 

 17 describing as these various profile systems?

 18 A. So this is incomplete for me to be sure, but w ith 

 19 respect to long-term searching comparing informo ns to 

 20 multiple users' queries over time and use of wir es, 

 21 wires represented profiles under the Lang work i n 

 22 general.  So the answer appears to be yes.

 23 Q. Okay.  So then let me pick up the second part of 

 24 that.  See where it says, "Whereas, conventional  search 

 25 engines initiate a search in response to an indi vidual 
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  1 user's query and use content-based filtering to compare 

  2 the query to accessed network informons typicall y to 

  3 find matching informons during a limited, short- term 

  4 search time period."  Do you see that?

  5 A. Yes.

  6 Q. Okay.  So your understanding is that this is a  

  7 description of prior art search engines, correct ?

  8 A. Yes.

  9 Q. So, in fact, according to the patent, prior ar t 

 10 search engines did, in fact, compare content-bas ed 

 11 filtering for relevance to the query, correct?

 12 A. According to this description, that's what it says.  

 13 I'm not sure.  I would have to read more context  to know 

 14 whether they were using the word "filtering" pre cisely 

 15 or loosely, but, yes.

 16 Q. So at least, then, with respect to certain sea rch 

 17 engines out there, there was content-based filte ring for 

 18 relevance to the query, right?

 19 A. That is according to the background section of  the 

 20 patent description, yes.

 21 Q. So now let's go back to DDX-6.6.  

 22 So this is the excerpt from the WebHound 

 23 reference at page 78 that you looked at, correct ?

 24 A. That is correct.

 25 Q. So here what you said is a description of -- I  think 
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  1 you called it an over-the-wall technique?

  2 A. Yes.

  3 Q. Providing the search results to the filtering 

  4 engine; is that right?

  5 A. That's correct.

  6 Q. Okay.  Now, with respect to the WebHound refer ence, 

  7 you said that there's no disclosure whatsoever a bout 

  8 filtering for relevance to the query, correct?

  9 A. That's right.

 10 Q. In fact, that's the only thing that you said w as 

 11 absent from the WebHound reference, correct?

 12 A. No.  I said that it did not meet claim element s (a), 

 13 (b) and (d), so it does not search and it does n ot do 

 14 the combination with respect to the query and it  does 

 15 not do the filtering with respect to the query.

 16 Q. Okay.  So the last two are with respect -- tho se are 

 17 both based upon your notion that it doesn't disc lose 

 18 filtering with respect to relevance to the query , right?

 19 A. It doesn't combination and filtering with resp ect to 

 20 the query.  

 21 Q. Now you say it doesn't disclose search?

 22 A. It doesn't perform search.

 23 Q. Well, doesn't it say right here to combine it with a 

 24 search engine query such as Lycos, WebCrawler an d Yahoo?

 25 A. Well, it says right here that the two are 
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  1 complimentary.  In other words, what Lashkari di d or 

  2 WebHound did is different from what search engin es did, 

  3 and it's talking about putting one in front of t he other 

  4 for WebHound to then do its filtering on the out put of a 

  5 search engine.  It does not say anywhere that th at 

  6 filtering is done with respect to the query or t hat any 

  7 type of combination that WebHound does internall y, 

  8 WebHound combines content and filtering not with  respect 

  9 to a query.

 10 Q. But you agree that WebHound discloses combinin g 

 11 content-based and collaborative filtering, right ?

 12 A. Yes.  Not with respect to the query, but it do es 

 13 disclose as you just stated.

 14 Q. Okay.  Now, let's look at this.  This is on pa ge 78 

 15 of DX-49.  That's the exhibit number.

 16 Right below the highlighted part it says, "as a 

 17 concrete example, let's say a user is looking fo r 

 18 documents on Indian Cooking.  He types the keywo rds 

 19 Indian Cooking into the Lycos search form.  The number 

 20 of documents matching both keywords numbers in t he 

 21 hundreds," and continues on.  Do you see that?

 22 A. I see that.

 23 Q. So that's not a disclosure of search?

 24 A. That is a disclosure that the user can use a s earch 

 25 engine.  That is not a disclosure that search is  
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  1 integrated with the -- I don't know whether to c all it 

  2 system or facility that is taught by Lashkari.  In other 

  3 words, WebHound does not use a query.  WebHound uses the 

  4 results of a search engine as its input.

  5 Q. Right, but we've established that there are se arch 

  6 engines out there in the prior art that did filt er with 

  7 respect to relevance to the query, right?

  8 MR. CIMINO:  Objection, misleading.  That wasn't  

  9 his testimony.

 10 THE COURT:  Well, I'm going to overrule it and 

 11 permit the doctor to correct it if that's the ca se.

 12 THE WITNESS:  What I said was that filtering 

 13 with respect to the query is -- filtering and co mbining 

 14 with respect to the query are not disclosed by W ebHound 

 15 or by any of the other prior art.

 16 BY MR. NELSON:

 17 Q. So let's talk a little bit about the inventors  here.

 18 Now, at least as of the time of your expert 

 19 report, wasn't it your understanding that neithe r 

 20 Mr. Kosak nor Mr. Lang worked on search technolo gies 

 21 until they joined Lycos?

 22 A. I was not aware that they had worked on it.

 23 Q. Right.  So you are not aware of any informatio n to 

 24 indicate that Mr. Lang or Mr. Kosak ever had exp erience 

 25 with search technology before joining Lycos, rig ht?
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  1 A. I do not know one way or the other.

  2 Okay.  Well, let me see if I can refresh your 

  3 recollection on that.  This is from paragraph 14 0 of your 

  4 expert report.  We have it on a slide DDX-6.11.  So you 

  5 prepared an expert report in this case, right?

  6 A. Yes, I prepared an expert report.

  7 Q. And you disclosed in that all of your opinions  and 

  8 the bases for your opinions, right?

  9 A. That's correct.

 10 Q. So here from paragraph 140 of your report you say, 

 11 "For example, as I understand it, Mr. Kosak and Mr. Lang 

 12 themselves worked on filtering techniques and di d not 

 13 become involved with search technologies until t hey 

 14 joined Lycos."  Do you see that?

 15 A. That's correct.

 16 Q. So does that refresh your recollection that yo ur 

 17 understanding is they did not have any experienc e with 

 18 search technologies before joining Lycos?

 19 A. It means that I do not know if they had any su ch 

 20 experience.  I believe they did not, but I canno t say 

 21 for sure.  After they joined Lycos, of course, t hat 

 22 changes.

 23 Q. Now let's talk about the timing of that.  So t he 

 24 patent, you said, was filed December 3rd, 1998, right?

 25 A. Yes.
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  1 Q. Okay.  And the purchase of Lycos or Lycos's pu rchase 

  2 of WiseWire -- WiseWire, you understand, was Mr.  Lang's 

  3 and Kosak's prior company?

  4 A. Yes.

  5 Q. That occurred sometime in mid-1998; is that ri ght?

  6 A. I do not recall the date.  I recall that there  was a 

  7 extensive period of negotiation and discussion p rior to 

  8 the actual finalization of the purchase.

  9 Q. Right.  You were at Lycos still, or as a consu ltant, 

 10 you said, up through 1998, right?

 11 A. No.  I was actually -- through the IPO I was b y that 

 12 time no longer affiliated with Lycos.

 13 Q. So then do you know how long it was that Mr. K osak 

 14 and Mr. Lang were at Lycos before they filed thi s patent 

 15 on December 3rd, 1998?

 16 MR. CIMINO:  Objection, beyond scope.

 17 THE COURT:  Objection sustained.

 18 MR. NELSON:  Well, your Honor --

 19 THE COURT:  The objection is sustained.

 20 MR. NELSON:  All right.

 21 BY MR. NELSON:

 22 Q. Now, you have never discussed with Mr. Lang or  

 23 Mr. Kosak their patents; is that correct?

 24 A. That's correct.

 25 Q. Okay.  So you don't know whether they encounte red 
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  1 any technical hurdles when they combined their f ilter 

  2 technology with the search technology at Lycos?

  3 A. That's right, because at that time I no longer  was 

  4 affil iated with Lycos so I did not have privy or  I don't 

  5 have an inside track.

  6 Q. So we are going to talk about some other thing s here 

  7 in your report.  You have talked a lot about tig ht 

  8 integration, would you agree?

  9 A. Yes.

 10 Q. Now, the words "tight integration" don't appea r 

 11 anywhere in the claims of this patent, right?

 12 A. Those exact words do not.  The concept does.

 13 Q. Right.  And the words "tight integration" don' t 

 14 appear in the patent itself, right?

 15 A. If you say so.  I would have to check.

 16 Q. I'm just asking whether you know?

 17 A. Okay.  The concept of tight integration appear s, not 

 18 the words, insofar as I know.

 19 Q. Okay.  So now I want to look here, if we can l ook at 

 20 DDX-6.9, and this begins on page 44 of your repo rt and 

 21 continues on to page 45.  The highlighted senten ce that 

 22 says," The combination of query, content and 

 23 collaborative feedback to filter in a single eng ine can 

 24 yield results superior to applying less than all  of them 

 25 or applying them in sequence."  Do you see that?
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  1 A. Can you pull it up some more?

  2 Q. Sure, absolutely.

  3 A. Okay.  Now I can read it.  Thank you.

  4 Q. Do you see that?  So is it your understanding that 

  5 the '420 and the '664 patent require all of the elements 

  6 of the claim to be in a single search engine?

  7 A. What my understanding is that they are all req uired 

  8 to be inside the same system.  Whether the syste m is -- 

  9 whether you use search engine expansively to ref er to 

 10 the combination or not is less important.

 11 Q. So is that where your understanding of tight 

 12 integration comes from?

 13 A. My understanding of tight integration comes fr om my 

 14 experience over 30 years.  I know what tight int egration 

 15 means.  As it applies to this work, it is the fa ct that 

 16 all of the elements -- excuse me, all of those 

 17 ingredients are combined in the same claim eleme nts, and 

 18 it's also consistent with the patent description  and 

 19 with the figures that we did not analyze here th at shows 

 20 how all of the items -- teaches how all of the i tems are 

 21 tightly integrated.

 22 Q. Okay.  Well, let's put up claim 10, for exampl e, of 

 23 the '420 patent.

 24 THE COURT:  Mr. Nelson, the Court hates to 

 25 interrupt, but I don't know how much longer you have for 
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  1 this witness, but we are simply going to go on a nd take a 

  2 lunch break and come back in and continue with t he 

  3 cross-examination after lunch.

  4 MR. NELSON:  Okay.

  5 THE COURT:  Ladies and gentlemen, please rise.  

  6 I want the jury to come back prepared to go forw ard at 

  7 2:30, please.

  8 (Jury out.)

  9 THE COURT:  You may step down, Doctor.

 10 For planning purposes, do you know approximately  

 11 how long your cross of this witness will take?

 12 MR. NELSON:  I think maybe another 30 or 45 

 13 minutes, your Honor.

 14 THE COURT:  All right.  The Court will be in 

 15 recess until 2:30.

 16 (A luncheon recess was taken at 12:58 p.m., 

 17 after which court reconvened at 2:34 p.m.)

 18 AFTERNOON SESSION

 19 THE COURT:  Bring the jury in.

 20 (Jury in.)

 21 THE COURT:  You may be seated.

 22 Let the record reflect all jurors are present.  

 23 Does counsel agree?

 24 MR. CIMINO:  Yes, your Honor.

 25 MR. NELSON:  Agreed, your Honor.
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  1 THE COURT:  All right.  You may resume your 

  2 cross-examination.  

  3 MR. NELSON:  Thank you, your Honor.

  4 BY MR. NELSON:

  5 Q. Good afternoon.

  6 A. Good afternoon.

  7 Q. So let's put DDX-6.9 back on the screen.  This  is 

  8 the demonstrative we were looking at before lunc h.  

  9 So I want to explore a little bit more of this 

 10 statement you have in your report about the comb ination 

 11 of query and content and collaborative feedback to filter 

 12 in a single engine, okay?

 13 A. Okay.

 14 Q. So let's put up claim 10 of the '420 patent.

 15 Now, you see the first element of claim 10 says 

 16 a system for scanning a network.  Do you see tha t?

 17 A. Yes.

 18 Q. And then the next one says a content-based fil ter 

 19 system.  Do you see that?

 20 A. Yes.

 21 Q. And the third says a feedback system.  Do you see 

 22 that?

 23 A. Yes.

 24 Q. So do you believe that all three of those syst ems 

 25 have to be in a single search engine system?
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  1 A. I believe that all three have to be integrated , all 

  2 the elements in those three have to be combined.   One 

  3 way to do it is a search engine system, but that 's not 

  4 the only way.

  5 Q. Okay.  So the claim, you agree, talks about se parate 

  6 systems, right, the elements of the claim?

  7 A. No.  They are separate elements of the claim.

  8 Q. Right, but the first one says a system for sca nning 

  9 a network, right?

 10 A. Correct.

 11 Q. And then, I don't need to go through it again,  but 

 12 they are all each introduced as a system, correc t?

 13 A. They are all introduced as a system.

 14 Q. Right.  So they are separate systems?

 15 A. No, sir.  They are combined, as it says so on the 

 16 third element in which the feedback system for r eceiving 

 17 collaborative feedback data from systems used re levant 

 18 to informons considered by other users, and then  it goes 

 19 on the filtering system combining and so forth.  The 

 20 combining is an integral part of the claim, in m y review 

 21 of it.

 22 Q. Okay.  Let's go back to DDX-6.9.

 23 So what does that have to do with being a single  

 24 search engine?

 25 A. It has to be an integrated system.  As I said a 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1904

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 109 of 178 PageID# 20675



Dr. J. Carbonell - Cross

  1 moment ago, a search engine is one way to integr ate it.  

  2 It's not the only way.  It can be combined witho ut it 

  3 being a single search engine.  It could be integ rated.

  4 Q. So, in other words, you could take, as you say , 

  5 separate systems and they can still be integrate d, 

  6 correct?

  7 A. I did not say separate systems.  Those are you r 

  8 word, not mine, sir.

  9 THE COURT:  I think this has been asked and 

 10 answered.  He said they are elements.

 11 MR. NELSON:  Right.

 12 BY MR. NELSON:

 13 Q. So you are not saying the elements all need to  be 

 14 combined in one system, correct?

 15 A. I'm saying the elements only need to be tightl y 

 16 integrated.

 17 Q. Okay.  Now, let's talk a little bit about Rose .  Did 

 18 I understand you to say that you don't believe t hat Rose 

 19 disclosed a search?

 20 A. Rose does not -- the Rose facility is not a se arch 

 21 facility.  Rose mentions search externally to th e Rose 

 22 facility and it can be connected in terms of Ros e 

 23 operating on the output of a search system as in put to 

 24 Rose, in the same manner as Lashkari.

 25 Q. Okay.  So let's talk about that a little bit.  Let's 
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  1 put up DDX-6.2, this is an excerpt from the Rose  

  2 patent.  And, by the way, you have that in your binder 

  3 if you wish to look at the binder.

  4 A. I have got several binders.  I'm not sure whic h is 

  5 which.

  6 Q. It would be the white one.

  7 MR. CIMINO:  He has three white ones.  

  8 BY MR. NELSON:

  9 Q. Oh, you have three white ones?

 10 A. Okay.  I found it.

 11 Q. Okay.  So what I'm showing here is an excerpt from 

 12 the Rose patent.  This comes at column 1, lines 33 to 

 13 40.  Do you see that?

 14 A. I see that.

 15 Q. So I have something highlighted here from the Rose 

 16 patent.  It says, "Using a text searching tool, 

 17 individual users can locate documents matching a  

 18 specific topical query."  Do you see that?

 19 A. Yes.

 20 Q. So now let's take a look at another part of th e Rose 

 21 patent at column 2, line 51-57, which would be i n 

 22 DDX-6.13.

 23 You see it says, "The relevance predicting 

 24 technique of the present invention is applicable  to all 

 25 different types of information access systems.  For 
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  1 example, it can be employed to filter messages p rovided 

  2 to a user in an electronic mail system and searc h results 

  3 obtained through an on-line text retrieval servi ce."  Do 

  4 you see that?

  5 A. Yes.

  6 Q. So you agree that Rose says that the relevance  

  7 predicting technique in the present invention ca n be 

  8 used with an on-line text retrieval service, rig ht?

  9 A. It says there explicitly that it can be applie d to 

 10 the output, in other words, the results is Rose' s words, 

 11 obtained from an on-line text retrieval system o r an 

 12 electronic mail system.

 13 Q. And that could include a query-based search sy stem, 

 14 right?

 15 A. It could apply to the output of -- yes, it cou ld be 

 16 applied to the output of different kinds of info rmation 

 17 retrieval systems, presumably a search system as  well.

 18 Q. A query-based search system, right?

 19 A. Yes.

 20 Q. Now, here in this same passage that I have up now -- 

 21 we don't need to go to a new one -- you see wher e it 

 22 says, "For example, it can be employed to filter  

 23 messages provided to a user in an electronic mai l 

 24 system."  You see that?

 25 A. Yes.
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  1 Q. Okay.  So the Rose patent actually says it doe s 

  2 filtering, right?  

  3 A. The Rose patent in the summary mentions filter ing, 

  4 that is correct.  It does not teach how to do 

  5 filtering.  The internal description describes r anking.

  6 Q. Okay.  So then what you are saying is that in order 

  7 to figure out whether something meets the claims  of 

  8 these patents, you need to look at how it actual ly 

  9 operates and not just some high-level words, rig ht?

 10 A. I'm saying exactly what I said, that it mentio ns 

 11 that filtering can be employed, and it actually 

 12 describes how to do it with a ranking system.

 13 Q. Now, let's move on and talk about your opinion s with 

 14 respect to the Bowman patent a little bit.

 15 The Bowman patent is Tab 7 in your binder.  It 's  

 16 DX-59, for the record.

 17 So I heard you say two things about Bowman, why 

 18 you thought it didn't anticipate.  The first one , you 

 19 didn't think that it shows filtering, right?

 20 A. Correct.

 21 Q. And the second thing is you didn't think it sh owed a 

 22 content-based analysis; is that right?

 23 A. That's also correct.

 24 Q. Okay.  So let's take that first one.  Let's fo cus on 

 25 the filtering.  So, can we show DDX-6.15.  And l et's 
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  1 blow up that bottom part.  This is from column 9  and 

  2 this excerpt is from lines 53-65 of the patent, if you 

  3 want to take a look at that, and I will give you  a 

  4 moment.  When you are there, let me know.

  5 A. I'm there.

  6 Q. Okay.  So it says, "Step 808 preferably involv es 

  7 sorting the items in the query result in decreas ing 

  8 order of their ranking values, and/or subsetting  the 

  9 items in the query result to include only those items 

 10 above a threshold ranking value, or only a prede termined 

 11 number of items having the highest ranking value s."  Do 

 12 you see that?

 13 A. Yes.

 14 Q. Do you believe that this is an accurate descri ption 

 15 of the Bowman system?

 16 A. I wouldn't see any reason to dispute that.

 17 Q. Okay.  So let me focus in on this a little bit .  You 

 18 see where it says and/or?

 19 A. And/or subsetting, yes.

 20 Q. Right.  So, in other words, you understand tha t to 

 21 mean that the subsetting, or that part of the se ntence 

 22 that comes after the and/or can be used by itsel f 

 23 without the ranking referred to in the first par t of the 

 24 sentence, right?

 25 A. No, that's not right.  The system will rank an d may 
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  1 or may not also do the subsetting, the step that  

  2 follows.

  3 Q. Well, let's talk about that.  So you see it sa ys, 

  4 "Step 808 preferably involves," preferably, righ t?  You 

  5 see that word?

  6 A. I see that word.

  7 Q. So that means it doesn't necessarily involve s orting 

  8 the items, correct?

  9 A. Yes.  The rest of the sentence is in the conte xt of 

 10 that same preferably involving sorting the items .

 11 Q. Okay.  So let's just pick it up, Step 808 pref erably 

 12 involves sorting the items in the query result i n 

 13 decreasing order of their ranking values, and/or  

 14 subsetting the items in the query result to incl ude only 

 15 those items above a threshold ranking value."  

 16 Let's stop there.  So you agree that one of the 

 17 things the Bowman patent teaches is that you cou ld subset 

 18 the items in the query result to include only th ose items 

 19 above a threshold ranking value, correct?

 20 A. Yes, that is correct.  In order to do the 

 21 subsetting, it must do the ranking to be able to  

 22 subset.

 23 Q. Well, that's not what the sentence structure s ays, 

 24 though, is it?

 25 A. The sentence says, "involves sorting the items  in 
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  1 order of the ranking values," and then it may or  may not 

  2 do the subsetting.

  3 Q. Well, let's go a little bit farther up in this  same 

  4 column 9 and let's just see what it talks about.

  5 So if we can go to DDX-6.16, and we will have to  

  6 blow these up individually, but this is from col umn 9.  

  7 This goes from about line 28 to line 65 of the p atent, if 

  8 you have it in front of you.

  9 So you see first it says, "The facility uses 

 10 rating tables that it has generated to generate ranking 

 11 values for items in new query results."  Do you see that?

 12 A. Yes, I see that.  It was right on my ranking t able 

 13 on direct.

 14 Q. Right, understood.  And an example of that you  gave 

 15 was in Fig. 4, right?

 16 A. Correct.

 17 Q. But there's also an example in Fig. 6 of the B owman 

 18 patent; isn't there?

 19 So let's show Fig. 6 of the Bowman patent.

 20 A. Yes, that's also an example.

 21 Q. Okay.  So you agree that this is an example of  a 

 22 ranking table or what you called a rating table,  I 

 23 guess, right?

 24 A. I'm using Bowman's words.  He calls it a ratin g 

 25 table, so I'm calling it the same thing.
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  1 Q. Okay.  So let's go back to DDX-6.16, and let's  blow 

  2 up the middle highlighting there.

  3 You see here it says, "In Step 806, the facility  

  4 combines the scores for the current item to gene rate a 

  5 ranking value for the item."  Do you agree that' s an 

  6 accurate description of what's going on?

  7 A. Yes.

  8 Q. "As an example, with reference to Fig. 6 --" 

  9 Is there any way we can get Fig. 6 up at the 

 10 same time maybe?  

 11 Okay.  Then let's pull up that middle part 

 12 again.

 13 Okay.  Can you see that?  Let me begin again.  

 14 "As an example, with reference to Fig. 6, in pro cessing 

 15 datum having item identifier '1883823064' --" Th at would 

 16 be in the middle column.  That would be the iden tifier, 

 17 right?

 18 A. Correct.  This is the same I illustrated in Fi g. 4.

 19 Q. Okay.  So I think he's highlighted there the i tem 

 20 that corresponds to the term, the key term "dyna mics," 

 21 right?

 22 A. Yes, sir.

 23 Q. Then if we look below, there's another referen ce to 

 24 item 1883823064; is that correct?

 25 A. That is correct.
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  1 Q. And that's with respect to a key term "human";  is 

  2 that correct?

  3 A. That is also correct.

  4 Q. So picking up at the description of this says,  "the 

  5 facility combines the score '116' extracted from  the 

  6 entry 602 for this item and the term "dynamics" and the 

  7 score '211' extracted from the entry 605 for thi s item 

  8 and the term "human"."  Do you see that?

  9 A. Yes, I do.

 10 Q. So then what's taught there is you would take the 

 11 116 corresponding to the term "dynamics" which i s the 

 12 rating score for that, correct?

 13 A. Yes, it is a rating score in the middle of thi s.

 14 Q. Right.  And then you would take 211, which is the 

 15 score for the term "human" with respect to that item, 

 16 correct?

 17 A. That's correct.  That would be the number of t imes 

 18 that item was clicked when the term "human" was in the 

 19 query.

 20 Q. So you add them together and you get 317, righ t?

 21 A. No, you get 327.

 22 Q. 327.  Actually, I got that right at the deposi tion 

 23 and got it wrong today, didn't I?

 24 A. Right.  I was impressed.

 25 Q. Yes.  So, 327?  
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  1 A. Yes.

  2 Q. So what we just walked through, 327 would be t he 

  3 ranking value for item 1883823064 in this exampl e, 

  4 right?

  5 A. If the query was human dynamics, that is corre ct.

  6 Q. So then if we go further down to what we were 

  7 looking at before on the previous slide -- let's  go back 

  8 to 6.15.

  9 So I just want to take that last piece or after 

 10 the or.  "Subsetting the items in the query resu lt to 

 11 include only those items above a threshold ranki ng 

 12 value."  Do you see that?

 13 A. I see that.

 14 Q. Okay.  So in this example, the ranking value f or the 

 15 item we just walked through would be 327, correc t?

 16 A. Yes.

 17 Q. And what this section that I just read says th at you 

 18 can subset based upon whether that ranking value  is 

 19 above a certain threshold value, correct?

 20 A. That is correct.  That threshold value would 

 21 typically be derived from the rank, as you illus trated.

 22 Q. So, for example, if the threshold value was 30 0, 

 23 then with respect to the item we just walked thr ough, it 

 24 would be displayed in Bowman, correct?

 25 A. That is correct.
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  1 Q. And if the threshold value is 350, it would no t be 

  2 displayed, correct?  

  3 A. That is also correct.

  4 Q. So you don't think that determining whether a score 

  5 is above or below a threshold level is filtering  for the 

  6 purposes of this patent?

  7 A. No, I did not say that.  In this case the rank ing 

  8 value is derived -- would normally be derived fr om the 

  9 rank list.  So, for example, as more and more it ems are 

 10 ranked, if the number is poor, you get fewer ite ms 

 11 ranked.  If you had a ranking of 300, everything  would 

 12 be excluded.  Over time more clicks happen, hund reds, 

 13 thousands, maybe millions of clicks happen, the ranking 

 14 value has to be adjusted to be selected from the  actual 

 15 set of values that are generated in the rank lis t.  

 16 Typically you would select -- I'm sorry.

 17 Q. But that would still be a threshold value.

 18 THE COURT:  Excuse me, Doctor, if you would 

 19 please raise your voice.  There's some problem h earing 

 20 you.

 21 THE WITNESS:  Should I repeat the answer?

 22 THE COURT:  Repeat the answer.

 23 THE WITNESS:  Okay.  My answer was that the 

 24 threshold value is a ranking value and would be derived 

 25 from the other ranking values in the rank list.  So, for 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1915

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 120 of 178 PageID# 20686



Dr. J. Carbonell - Cross

  1 example, 300 is a potentially reasonable one in Fig. 6.  

  2 It would be unreasonable in Fig. 4 because that would 

  3 exclude everything and the search engine would r eturn 

  4 nothing.  That's not a good search engine.  Or a fter a 

  5 while there would be thousands, maybe millions o f user 

  6 clicks, and at that time a rank of 300 would all ow 

  7 everything to come through.  So the normal opera tion 

  8 would be setting the ranking value -- selecting a ranking 

  9 value as a threshold based upon the other rankin g values 

 10 on the rank list.

 11 BY MR. NELSON:

 12 Q. So what you are saying is the threshold value could 

 13 change over time, right?

 14 A. It can change over time and over query.

 15 Q. Right, but it 's, nonetheless, a threshold valu e, 

 16 correct?

 17 A. It is a threshold value derived from the ranki ng.

 18 Q. So let's talk about the second part where you say 

 19 Bowman doesn't engage in content analysis.

 20 A. Okay.

 21 Q. Okay?  So let's take a look at -- and you have  it as 

 22 Tab 7 still, if you are still on the Bowman pate nt.

 23 A. Yes, I am.

 24 Q. Look at column 1, lines 29 to 45.

 25 A. Could you repeat the line numbers, please?
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  1 Q. Excuse me?

  2 A. Could you please repeat the line numbers?  

  3 Q. Sure, absolutely.  Column 1, lines 29 to 45.  They 

  4 have it on a slide.  We can put it up, 6.17.

  5 So I'm not going to read all of this, but some 

  6 of the relevant parts.  It starts, "In order to perform a 

  7 search, a user submits a query containing one or  more 

  8 query terms."  Do you see that?

  9 A. Yes.

 10 Q. Do you agree that's an accurate description of  

 11 Bowman?

 12 A. No, that's an accurate description of the prio r art 

 13 as disclosed by Bowman.

 14 Q. Okay.  You agree that in Bowman there is a sea rch 

 15 performed where user submits query terms as well , 

 16 correct?

 17 A. Bowman discloses that that's what the prior ar t 

 18 does, yes, that is correct.

 19 Q. All right.  So let's talk about this.  Now, we  have, 

 20 "A query server program processes the query to i dentify 

 21 within the domain items matching the terms of th e 

 22 query."  Do you see that?

 23 A. I see that.

 24 Q. Now we go on and skip a sentence, it says, "In  the 

 25 example, a query result is a list of books whose  titles 
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  1 contain some or all of the query terms."  Do you  see 

  2 that?

  3 A. Yes.

  4 Q. Okay.  So what Bowman is saying there with res pect 

  5 to the prior art is matching the terms in the qu ery to 

  6 the list of books involves looking at what words  appear 

  7 in a title, correct?

  8 A. Yes.  Bowman is describing how a search engine  prior 

  9 to Bowman's invention or Bowman's patent functio ned.

 10 Q. Okay.  And then finally if we look at the last  

 11 sentence I have highlighted it says, "As another  

 12 example, the list may be ordered based on the ex tent to 

 13 which each identified item matches the terms of the 

 14 query."  Do you see that?

 15 A. Yes.

 16 Q. Okay.  So with respect to the prior art you wo uld 

 17 agree that when Bowman is a talking about matchi ng here, 

 18 it's referring to comparing terms of the query t o words 

 19 that are in the article or, in this case, the bo ok, 

 20 right?

 21 A. In this case a title, not the list, yes.

 22 Q. Right.  So that's a content-based analysis, ri ght?

 23 A. Bowman is disclosing that the prior art is bas ed on 

 24 content-based analysis, correct.

 25 Q. Right.  So now if we go to what we looked at 
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  1 earlier, and I believe we looked at this in your  

  2 direct -- if we could go to 6.16.  It 's in colum n 9 of 

  3 the Bowman patent again, very close to what we w ere 

  4 looking at before, about line 43.

  5 So here it says, ""in particular, scores may be 

  6 adjusted to more directly reflect the number of query 

  7 terms that are matched by the item, so that item s that 

  8 match more query terms than others are favorable  in the 

  9 ranking."  Do you see that?

 10 A. I see that.

 11 Q. So it's the same terminology that we looked at  with 

 12 respect to the prior art, correct?

 13 A. It's the same terminology with respect to the prior 

 14 art but different than Bowman himself had disclo sed 

 15 prior to this passage.  He had defined matching in a 

 16 different way to be the number of clicks.

 17 Q. Okay.  So then your opinion that Bowman doesn' t 

 18 disclose content analysis -- well, first of all,  you 

 19 agree it discloses content analysis in the prior  art, 

 20 correct?

 21 A. Yes.

 22 Q. Your opinion that Bowman doesn't disclose cont ent 

 23 analysis is based on the fact the term "matching " is 

 24 used differently in column 9 than it is in colum n 1, 

 25 correct?
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  1 A. Correct.  It 's not just in column 9, but throu ghout 

  2 the description of his facility.

  3 Q. Right.  So let's pull up claim 28 and 29 of th e 

  4 Bowman patent.

  5 So you talked about these on direct, right?

  6 A. Yes, I did.

  7 Q. So focusing on claim 29 for a moment, claim 29  says, 

  8 "The computer-readable medium of claim 28."  Fir st of 

  9 all, that means 29 depends from 28, correct?

 10 A. Right.

 11 Q. So you agree whatever is covered by claim 29 h as to 

 12 be included in claim 28, right?

 13 A. Yes.  That's the definition of a dependent cla im.

 14 Q. Right.  So here it says, "Wherein the contents  of 

 15 the computer-readable medium further cause the c omputer 

 16 system to perform the step of adjusting the rank ing 

 17 value produced for each item identified in the q uery 

 18 result to reflect the number of terms specified by the 

 19 query that are matched by the item."  You see th at?

 20 A. I see that.

 21 Q. So your opinion that claim 29 is going to talk  about 

 22 content analysis is, again, based on the fact th at the 

 23 term "matched" as used in claim 29 means somethi ng 

 24 different than when it's used in column 1, corre ct?  

 25 A. The word "matched" is used when Bowman describ es the 
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  1 last piece of his facility, which is in the vast  

  2 majority of the patent specification, and so the  word 

  3 "matched" must be interpreted in a manner consis tent 

  4 with what Bowman disclosed as to how his facilit y 

  5 worked.

  6 Q. Okay.  So let's go back to 6.16.  And let's bl ow up 

  7 that middle step.

  8 So we walked through this example with respect 

  9 to Fig. 6 and we established that the ranking va lue, the 

 10 score in Bowman is going to result from determin ing which 

 11 key terms are matched by the item, correct?

 12 A. Yes, that's correct.

 13 Q. So in this example it would be 327, correct?

 14 A. If the combination function is an addition, wh ich 

 15 typically would be, yes, I agree.

 16 Q. Right.  So, in other words, in order to get th at 

 17 ranking value that we walked through with respec t to 

 18 Fig. 6, we already took the query terms and matc hed them 

 19 to items that were in the table, correct?

 20 A. That's right.

 21 Q. So now just below that it says, "In particular , 

 22 scores may be adjusted to more directly reflect the 

 23 number of query terms that are matched by the it em, so 

 24 that items that match more query terms than othe rs are 

 25 favored in the ranking."  Do you see that?
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  1 A. I see that.

  2 Q. Okay.  So just above that, in order to get the  

  3 ranking value we have already determined which q uery 

  4 terms are matched by the items, correct?

  5 A. Which query terms are matched by the ranking t able.

  6 Q. Exactly.

  7 A. Which references the items, yes.

  8 Q. Okay.  And immediately below that it says we a re 

  9 going to adjust the score based upon the number of query 

 10 terms that are matched by the item, correct?

 11 A. That is correct.

 12 Q. Okay.  So if we already got the score by deter mining 

 13 which query terms are present in the ranking tab le, you 

 14 still think that we would be adjusting that scor e by 

 15 determining which query terms matched terms in t he 

 16 ranking table?

 17 A. Yes, sir, because you could have -- first of a ll, 

 18 you can match an item in the ranking table even if that 

 19 term is not contained in the item.  All we need is 

 20 somebody to have clicked on that particular item .  So if 

 21 I say my query is automobile insurance and the i tem 

 22 mentions vehicle policies and people click on it , then 

 23 that one will rank high, will start to rank high  as more 

 24 people click on it, even though it contains neit her of 

 25 my query terms, according to the Bowman facility .
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  1 To address your specific question here, if a 

  2 query has, let's say, four terms and one item ha s a 

  3 score for all four of the terms and another item  only 

  4 has scores for two of the terms, then this is sa ying 

  5 that you will get a bonus -- it doesn't say how to do a 

  6 bonus, but it 's saying you will get a bonus if i t has 

  7 scores for all four terms because it matches, 

  8 essentially, all four terms.  So Bowman is favor ing one 

  9 that has some user clicks or user relevance to a s many 

 10 terms, or in this case, all of the terms in the query.  

 11 It's a sensible thing to do.

 12 Q. I'm sorry, I didn't know you weren't finished.

 13 A. I'm done.

 14 Q. Okay.  But you agree that -- it's okay?

 15 THE COURT:  Go on.

 16 MR. NELSON:  All right.  Just checking.

 17 BY MR. NELSON:

 18 Q. The original ranking value is going to come fr om how 

 19 many terms in the table match words in the query , right?

 20 A. Not how many, the sum of the scores as in your  

 21 example.

 22 Q. Right.

 23 A. So you could have five of them with low scores  

 24 versus two terms that are matched with high scor es.  The 

 25 two terms with high scores with high clicks woul d 
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  1 dominate the five.  This one is sort of curing t hat to 

  2 some extent by giving a bonus score if all of th e terms 

  3 in the query are contained in the rating table, or have 

  4 scores in the rating table.

  5 Q. Okay.  So let's talk about your opinions conce rning 

  6 the Culliss reference now.

  7 A. Okay.  This is going to be at Tab 8 in your bi nder.  

  8 It's DX-58.  

  9 Now, on your direct examination I think you said  

 10 that you thought Culliss didn't disclose filteri ng and 

 11 didn't disclose content-based analysis; is that right?

 12 A. That's right.

 13 Q. So you agree that Culliss includes the collabo rative 

 14 feedback elements of the asserted claims, correc t?

 15 MR. CIMINO:  Objection, beyond the scope.  He 

 16 talked about two things that were missing and he  didn't 

 17 talk about anything else in the reference.

 18 THE COURT:  No, the objection overruled.

 19 THE WITNESS:  I did not offer an opinion as to 

 20 whether it disclosed the collaborative part.  By  

 21 Dr. Ungar's definition of collaborative filterin g, it 

 22 will actually not be disclosed; however, my unde rstanding 

 23 of collaborative filtering is different from tha t of 

 24 Dr. Ungar's.

 25 BY MR. NELSON:
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  1 Q. Okay.  How about if you use Dr. Frieder's 

  2 definition?

  3 A. I was not here for Dr. Frieder's testimony.

  4 Q. So you don't know what Dr. Frieder's definitio n of 

  5 collaborative filtering is?

  6 A. I know what Dr. Ungar's is.  I know what mine is.

  7 Q. All right.  So let's talk about this content-b ased 

  8 first, and we are going to need to walk through the 

  9 patent a little bit.  So let's put up DDX-6.18.  This 

 10 comes from column 3 at about line 42.

 11 You see at the bottom it says "This data may 

 12 comprise articles, databases, data collections, web 

 13 sites, web pages, graphics, encryption, audio, v ideo or 

 14 any other type of information collectively refer red to as 

 15 articles and designated herein by the generic la bels A1, 

 16 A2, A3, etc."

 17 A. Yes, I believe these are references of perform ance.

 18 Q. Okay.  So when we see A1, A2, and A3 in the Cu lliss 

 19 reference, it would include, among other things,  

 20 articles, correct?

 21 A. Yes.

 22 Q. So let's just stick with articles because we d on't 

 23 want to recite this litany each time we talk abo ut it, 

 24 okay?  Does that work?

 25 A. It works for me.
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  1 Q. All right.  Now, if we look a little bit furth er 

  2 down, and this is in DDX-6.19.  It begins at abo ut line 

  3 62.  It says, "The articles are each associated with one 

  4 or more of these key terms by any conceivable me thod of 

  5 association, such as through indexing all words or 

  6 through meta-tag headers containing keywords sel ected by 

  7 the author or editor."  Do you see that?

  8 A. That's correct, yes.

  9 Q. So you agree that Culliss teaches that the key  terms 

 10 can be selected by indexing actual words that ar e in the 

 11 articles, correct?

 12 A. Yes.  This is the initialization step.  One of  the 

 13 ways of doing it is by presence in the article.  Another 

 14 is through a human editor assigning it to a meta -tag and 

 15 so on.

 16 Q. Okay.  So let's stick to the example in Cullis s 

 17 where the key terms come from indexing actual wo rds, 

 18 content that appears in the article, okay?

 19 A. Okay.

 20 Q. So now let's put go to 6.20, and this is from 

 21 shortly after we just read.  It's from column 4,  

 22 beginning at line 1 and 9.  I think you actually  showed 

 23 this table in your direct, didn't you? 

 24 A. I believe I showed the table at the bottom of that 

 25 column.
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  1 Q. Okay.  So this table, then, you agree that thi s 

  2 table is representative of an initialization of the 

  3 index settings in the Culliss reference, right?

  4 A. That would be correct.  That would be before C ulliss 

  5 begins to operate.

  6 Q. Okay.  So let's just talk about this a little bit, 

  7 and let's take, first, article A1.  Do you see a rticle 

  8 A1 there?

  9 A. Yes.

 10 Q. So what this table is telling us that article A1 

 11 contains the word alpha, for example, right?

 12 A. And Beta and Gamma.

 13 Q. Yeah, I was going to go through them one at a time.

 14 A. I'm trying to save you some time, sir.

 15 Q. Okay.  Thank you.  Fair enough.  So you do agr ee, 

 16 then, this table shows that article A1 contains the 

 17 words Alpha, Beta, Gamma and Epsilon, right?

 18 A. Right.  Under that particular embodiment, yes.

 19 Q. And, similarly, you would agree that this tabl e 

 20 shows that article A2 contains the words alpha a nd 

 21 Delta, correct?

 22 A. Yeah.  Actually, article A1 does not contain t he 

 23 word Delta.

 24 Q. I skipped Delta.

 25 A. Oh, I did not hear it.  You are correct.
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  1 Q. And then you would, similarly, agree this tabl e 

  2 shows that article A3 would contain the words Al pha, 

  3 Gamma, delta and Epsilon, correct?

  4 A. Yes.

  5 Q. So you agree that's what's shown here in this table 

  6 would be a content-based initialization, right?

  7 A. If the ones come from whether or not the artic le 

  8 contains it, yes, and that is one of the possibi lities.

  9 Q. So that's a content-based association, right?

 10 A. Yes.

 11 Q. So now let's go to DDX-6.21.  This is in colum n 4 of 

 12 the patent, and it says, "The invention will acc ept a 

 13 search query from a user and a search engine wil l 

 14 identify key terms which match the search query. "  Do 

 15 you see that?

 16 A. Yes.

 17 Q. And you agree that's an accurate description o f 

 18 Culliss?

 19 A. That's an incomplete description, yeah.

 20 Q. Right, but just focus on this sentence.  You d on't 

 21 quibble with that?

 22 A. No.

 23 Q. So then what this is saying is that the query will 

 24 be content-based in the sense of matching the in dex key 

 25 terms in a query, correct?
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  1 A. No, it doesn't say one way or the other here.  It 

  2 will accept a search query from the user and wil l 

  3 identify the key terms which match the search qu ery.  

  4 The key terms are those entries in the table.

  5 Q. Right, and those key terms come from words in the 

  6 article in our example, right?

  7 A. In the initialization step only.

  8 Q. Okay.  So let's talk about that a little bit.  So 

  9 you agree in the initialization step that Cullis s 

 10 discloses a content-based analysis, correct?

 11 A. A content-based initialization.

 12 Q. Right.  So the key terms are associated with c ontent 

 13 in the article, correct?

 14 A. Yeah.  We have been over this before.  Yes.  T here 

 15 are other ways of doing it as well.  This is one  of the 

 16 ways.

 17 Q. Okay.  Understood, this is one of the ways, so  let's 

 18 just stick with this example.

 19 So but what you are saying is that what Culliss 

 20 describes is the feedback, in other words, how m any times 

 21 users actually clicked on the various articles w ill 

 22 increase the initialization score, correct?

 23 A. Yes, that's correct.

 24 Q. Okay.  So for that reason you don't believe th at 

 25 Culliss shows a content-based analysis, correct?
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  1 A. The short answer is yes.  To elaborate a littl e, 

  2 over time, and usually over very little time, th e users 

  3 will click and click and click some more.  There  are 

  4 millions of queries or bill ions of queries every day, and 

  5 the number of clicks will totally overwhelm the 

  6 initialization, whether it be one, as in this ex ample, 

  7 or whether it be some other small number from an other 

  8 example.  So during the operational phase it wil l be 

  9 purely collaborative.  During the initialization  step, 

 10 which is not the operational step, it will be 

 11 content-based, as you described.

 12 Q. Okay.  So you don't think, then, that doing an  

 13 operation where I match the query terms to key t erms and 

 14 use that to access a feedback score meets the 

 15 content-based filter limitation of this patent?

 16 A. That's right.

 17 Q. Okay.  So let's talk a little bit more about t his 

 18 content-based initialization and what Culliss te aches.  

 19 So if we go to 6.23, and this comes from column 14.  If 

 20 you have that in front of you, you can turn to t hat and 

 21 let me know when you are there.

 22 A. I got here already.

 23 Q. So here it says, "Initially, the key terms, ca tegory 

 24 key terms and rating key terms may be associated  with 

 25 words or other information in the article, or ma y be 
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  1 arbitrarily associated with the article in any m anner." 

  2 Do you see that?

  3 A. Yes.

  4 Q. So this is another description of initializing  the 

  5 key terms to content in the articles, correct?

  6 A. Only one of the alternatives is with context i n the 

  7 article to the article.  Associated with words o r other 

  8 information in the article, that is content for 

  9 initialization, sir, but it also says may be arb itrarily 

 10 associated with the article in any manner.  So t here's 

 11 more than one possible way.

 12 Q. And if we look to 6.24, it 's a little bit fart her 

 13 down in column 14, it says "Although the scores in the 

 14 index are initially shown at 1, they can be init ially 

 15 set to any desired score.  For example, the scor es can 

 16 be initially set to correspond with the frequenc y of the 

 17 term occurrence in the article."  Do you see tha t?

 18 A. That's correct.

 19 Q. So you could provide a content score of anythi ng 

 20 other than 1, right?

 21 A. If the word occurred 3 times, you could initia l lies 

 22 it at 3, for example.

 23 Q. Right.  Or you could initialize it at 3,000 if  you 

 24 wanted to, correct?

 25 A. It would be arbitrary.  I guess it's permitted , yes.
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  1 Q. Okay.  So you agree, then, that the initializa tion 

  2 to the frequency of the words in the article is the 

  3 content-based initialization, correct?

  4 MR. CIMINO:  Objection, asked and answered.

  5 THE COURT:  Sustained.  This is about the third 

  6 time, I think, Mr. Nelson.

  7 MR. NELSON:  Well, this is just going to the 

  8 frequency, your Honor, but that's fine.  I will go 

  9 quickly through this.

 10 BY MR. NELSON:

 11 Q. So you agree that that content-based initializ ation 

 12 never goes away, correct?

 13 A. No.  Content-based initialization is completel y 

 14 swamped.  It doesn't matter whether it 's there o r not.  

 15 If you have a million clicks does it matter the real 

 16 score should have been a million and one?  The f acility 

 17 will work in the same way whether or not the 

 18 initialization is there or initialization is not  there.  

 19 So from an engineering perspective, the content goes 

 20 away.

 21 Q. So what you are saying is if the content piece  is a 

 22 very small part of the score, then that's not 

 23 content-based filtering, correct?

 24 A. I'm saying that it doesn't have any effect.  S o for 

 25 all practical purposes, it is not content-based 
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Dr. J. Carbonell - Cross

  1 filtering.

  2 Q. Now, you have been in, I think you said, in th e 

  3 search industry for a long time, right?

  4 A. That's correct.

  5 Q. And we heard about your background.  You have been 

  6 in it for 30 years, probably?

  7 A. Yes.

  8 Q. Okay.  So you are not aware, at least as of th e time 

  9 of your report, of any praise of this claimed in vention 

 10 by anybody in the industry, correct?  

 11 A. This claimed invention refers to --

 12 Q. In the '420 and '664 patent.

 13 A. Okay.  You aren't talking about Culliss?  

 14 Q. Correct.  I'm sorry.

 15 A. I was wondering if you were asking about prais e for 

 16 Culliss.  No, I do not know of any praise that t hose 

 17 inventions received.  I don't know of any for Cu lliss 

 18 either.

 19 Q. Okay.  Just so we are clear, as to the '420 an d '664 

 20 patents, you are not aware of any praise those 

 21 inventions ever received?

 22 A. No, I have not.

 23 MR. NELSON:  That's all the questions I have, 

 24 your Honor.  I pass the witness.

 25 THE COURT:  Any redirect?
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  1 MR. CIMINO:  No redirect.

  2 THE COURT:  Okay, Doctor.  You may step down.

  3 May the witness be permanently excused?

  4 MR. CIMINO:  Yes, your Honor.

  5 THE COURT:  All right.  You may be excused, 

  6 Doctor.

  7 (Witness excused.)

  8 THE COURT:  Your next witness?

  9 MR. BROTHERS:  Your Honor, we have some matters 

 10 we need to take up with the Court that I think a re best 

 11 outside the presence of the jury.

 12 THE COURT:  Okay.  Are there any more witnesses?

 13 MR. BROTHERS:  No witnesses for the jury's 

 14 consideration, your Honor.

 15 THE COURT:  All right.  Ladies and gentlemen, if  

 16 you would step into the jury room for a few minu tes and 

 17 let me get a handle on this.

 18 (Jury out.)

 19 THE COURT:  You may be seated.

 20 Yes, sir.

 21 MR. BROTHERS:  Your Honor, this relates to the 

 22 discussion that we initiated this morning with r espect to 

 23 our proposed rebuttal on the issue of laches.  

 24 As your Honor will recall, yesterday plaintiff 

 25 moved for JMOL under Rule 50 for laches.  The de fendants 
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  1 did not move.  The defendants were responding to  our 

  2 motion when they tendered the proffer, and it's clear.  I 

  3 just went back and reread the transcript at page s 1771.  

  4 It was my motion that I made saying that the def endants 

  5 had not satisfied their burden with regard to la ches and 

  6 made the argument to the Court.  And in response  to 

  7 plaintiff's motion, defense counsel explained th at they 

  8 believed that they had, but the defendants did n ot have a 

  9 pending motion with regard to laches.

 10 THE COURT:  So now your argument is that the 

 11 Court ruled on a laches motion without their bei ng a 

 12 motion for laches?

 13 MR. BROTHERS:  It granted -- it precluded 

 14 through the Court's ruling this morning damages prior to 

 15 the day of suit without their having been a pend ing 

 16 motion, that's correct.

 17 And we had no -- plaintiff had no opportunity, 

 18 no notice to be heard, as required under Rule 50 (b) on 

 19 that motion and because that motion was not made , and we 

 20 had no opportunity to present rebuttal evidence.

 21 The Federal Circuit has ruled in the Wanlass 

 22 case that once the presumption of laches is appl ied, 

 23 which is what your Honor implied this morning, a  prima 

 24 facie defense of laches is made with the presump tion the 

 25 facts of unreasonable and inexcusable delay has produced 
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  1 or inferred absent rebuttal evidence.  Once the 

  2 presumption is established, the patentee may int roduce 

  3 evidence sufficient to support a finding of the 

  4 nonexistence of presumed facts.

  5 That is what plaintiff proposes to do, and I can  

  6 tender a copy of this court decision to your Hon or.

  7 THE COURT:  The Court is familiar with the 

  8 decision.  The Court quoted from that case this morning 

  9 when the Court ruled.

 10 MR. BROTHERS:  Yes, and I wanted to point out 

 11 the specific language of the Federal Circuit sta ting that 

 12 once the presumption was found, again, without a  motion 

 13 having been made, we, plaintiff, has the opportu nity to 

 14 respond by providing in rebuttal that evidence.

 15 We also understood pursuant to the discussion at  

 16 the pretrial conference that laches was going to  be 

 17 heard, for the most part, outside the jury.

 18 Your Honor indicated if there was specific 

 19 witnesses, maybe we could ask a few questions.

 20 THE COURT:  I wanted to let you go on, but, 

 21 Mr. Brothers, I think you are redefining some th ings 

 22 here.  You had an opportunity to present evidenc e on 

 23 laches if you wanted to do it.  Now you are John ny come 

 24 lately with this argument because you found that  the 

 25 Court has held against you, but you had no inten tions and 
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  1 expressed no intentions of calling any witness i n here on 

  2 laches.

  3 Now, no matter what the Court does, that's what 

  4 the record reflects.  Now, you can reinvent hist ory, but 

  5 you did not intend to call a single witness in h ere after 

  6 this witness, and you told the Court that more t han one 

  7 time.  And to tell the Court now that somehow or  another 

  8 you haven't been given a chance to do what you w ere not 

  9 going to do, the Court finds that disingenuous.  You can 

 10 go on and tell anything else you want to say abo ut what 

 11 you are in the process of presenting to the Cour t.

 12 MR. BROTHERS:  To clarify, your Honor, we never 

 13 believed we needed to call witnesses for the jur y with 

 14 regard to laches.  We had understood from the co nference, 

 15 from the pretrial conference, that the Court wou ld take 

 16 up laches after the close of evidence to the jur y.

 17 THE COURT:  Mr. Brothers, you never indicated to  

 18 this Court anything about calling any more witne sses on 

 19 this issue.  Now, when they presented that trans cript 

 20 yesterday, the Court indicated yesterday that it  would 

 21 consider that transcript and rule on that issue this 

 22 morning, you never said a word, and you have got  enough 

 23 lawyers over there if you forgot it, for somebod y to say 

 24 something about it.  You never said a word.

 25 MR. BROTHERS:  I'm sorry, your Honor.  I won't 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1937

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 142 of 178 PageID# 20708



  1 interrupt.

  2 THE COURT:  You know something, the Court finds 

  3 it troubling that you would now come in here and  raise an 

  4 issue you never had a chance to really raise, to  put 

  5 forth evidence.

  6 Let me hear from your opponent just in case the 

  7 Court missed something here on this issue.

  8 Have a seat.

  9 Yes, sir.

 10 MR. NELSON:  We did move on laches.  I mean, 

 11 actually we've talked about it in chambers many times.  

 12 We submitted the evidence and we filed a written  JMOL on 

 13 this issue.  

 14 Yesterday after the argument on the issue, which  

 15 was an argument on the laches issue consistent w ith the 

 16 summary judgment briefing, as your Honor referen ced 

 17 earlier this morning that we had filed previousl y, 

 18 Mr. Brothers actually said, your Honor, it's oka y if we 

 19 don't file anything?  He didn't want to file any thing 

 20 else.  They went through -- he specifically said  we have 

 21 no more witnesses to call.  This is the only wit ness that 

 22 we have.  They never intended to offer any addit ional 

 23 evidence, never did they ask the Court, never di d they 

 24 apprise us that they wanted to offer any additio nal 

 25 evidence on laches.
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  1 We made the submission.  They specifically asked  

  2 if they could not file anything with your Honor.   

  3 Therefore, they could have done the same thing.  If they 

  4 believed that they had some evidence and wanted to make a 

  5 proffer, as we did to your Honor, then they coul d have 

  6 done that, but they chose not to do that.  And n ow what 

  7 they are doing is exactly what your Honor has sa id.  Now 

  8 they got an adverse ruling.  What we have here i s a 

  9 situation where they just didn't take the defens e 

 10 seriously.  They didn't think they needed to put  on 

 11 evidence.  They didn't think that they needed to  do 

 12 anything.  It was a serious defense.  It 's been a serious 

 13 defense from the beginning, and with all due res pect to 

 14 them, they have been on notice of this since the  

 15 beginning of the case.  If they chose not to com e in and 

 16 offer your Honor any more evidence on that, well , that's 

 17 too bad.  That would be just like I rested my ca se 

 18 yesterday.  Now I'm supposed to come back and sa y, oh, 

 19 your Honor, I thought of one more thing and I di dn't have 

 20 an opportunity to be heard.  That's not the way trials 

 21 work.

 22 THE COURT:  Well, I just want to be clear the 

 23 Court wasn't imagining that's what the Court hea rd 

 24 yesterday afternoon -- 

 25 I'm not ready to hear from you again, 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1939

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 144 of 178 PageID# 20710



  1 Mr. Brothers.  

  2 Before the Court indicated that it would rule on  

  3 this matter and read those transcripts last nigh t, the 

  4 Court's reasonable expectation would have been t hat you 

  5 would have said then, once he tendered those tra nscripts 

  6 for the Court to read, that, Judge, there's some thing 

  7 else I want you to consider on this motion befor e you 

  8 make any determination on this issue based on re ading 

  9 those transcripts.  That's what the Court would have 

 10 expected to be done.  It never happened.

 11 You also indicated to the Court that there were 

 12 not going to be any more witnesses because the C ourt's 

 13 concern in not addressing the motion for summary  judgment 

 14 in the first place was that the Court wanted to make sure 

 15 it knew what was in the record on this issue bef ore it 

 16 did anything.

 17 The Court clearly recalls, I think you, 

 18 Mr. Brothers, responding to one of the Court's q uestions 

 19 about what were you doing?  And the response was , Judge, 

 20 this goes to laches.

 21 So you knew you had to put on some evidence.  

 22 You made reference to putting on evidence in the  case, in 

 23 your case in chief when the Court questioned you .  So you 

 24 have had more than ample opportunity to address this 

 25 issue, and so the Court absolutely rejects any s uggestion 
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  1 that you have been foreclosed with going forward  with any 

  2 evidence in this case on the issue of laches.  I  think 

  3 this is a procedural issue and the Court is not prepared 

  4 to go back and run a trial this way.  It 's just not the 

  5 Court's experience as soon as the Court rules ag ainst a 

  6 party, then we start all over again with a new r ecord.

  7 The record on appeal is based on what the Court 

  8 considered before it ruled, not what you introdu ce after 

  9 the Court rules.  If you wanted me to know somet hing 

 10 more, you should have introduced it before the C ourt 

 11 ruled.  And you knew I was going to rule because  I gave 

 12 you overnight to do it.  And if you didn't think  about it 

 13 yesterday, you had an opportunity to think about  it this 

 14 morning when the Court sat down and started to r ule.  You 

 15 still had an opportunity to stand up and say som ething 

 16 about it.  You did not.  You waited, and that's not the 

 17 way we are going to operate in here.  A trial wi ll never 

 18 end if a party can come in wanting to present ne w 

 19 evidence after you get an adverse ruling.  And s o, no, 

 20 the Court has ruled on that matter.

 21 So, now what is it that you now intend to offer 

 22 so I will know exactly what the Court is rejecti ng?

 23 MR. BROTHERS:  I would simply point out to your 

 24 Honor that last night with regard to the transcr ipt I 

 25 noted that the defendants had renewed their Rule  50 
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  1 motion last week which the Court had denied, and  I said 

  2 this morning, in reading from the transcript, "T his 

  3 morning we --" I'm sorry.  This is at page 1792,  "This 

  4 morning they filed essentially the same thing.  Do you 

  5 require a written response?"  

  6 And the Court said, "I don't require written 

  7 response.  I think we recall where you went."

  8 And on that issue we understood that the Court 

  9 was not going to accept a further written respon se.

 10 THE COURT:  No.  You asked me did the Court 

 11 require an additional response?  The Court indic ated no.  

 12 That's not the same as you saying, Judge, I want  to 

 13 supplement the record with what I have presented .  That's 

 14 a different question.  You didn't say, Judge, I want, as 

 15 a party, to supplement the record with what I ha ve 

 16 presented.  That's what you are called upon to d o as a 

 17 lawyer.  So, now, let's not misinterpret what ha ppened 

 18 here.

 19 MR. BROTHERS:  Well, I understand the Court's 

 20 comments.  The context as I understood, our havi ng made 

 21 the JMOL, we were the moving party, and very cle arly in 

 22 the record after I made that motion, a response was made 

 23 to our JMOL on laches.

 24 THE COURT:  And then they made a motion, a JMOL 

 25 on laches, and you stood up and you responded to  it 
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  1 yesterday afternoon.

  2 MR. BROTHERS:  Your Honor, the record indicates 

  3 that Mr. Sohn in his response was responding to our 

  4 motion on laches.  This is at page 1785 and 1786  of the 

  5 transcript.  I can proffer it to your Honor, but  to be 

  6 clear, this was a response to plaintiff's motion .

  7 THE COURT:  Well, let me ask you something.  

  8 What do you call yourself doing yesterday when h e stood 

  9 up and argued on laches and then you responded?  What was 

 10 that?

 11 MR. BROTHERS:  I'm sorry, that was his response 

 12 to plaintiff's motion, and the Court said it wou ld take 

 13 and it would review the materials that had been proffered 

 14 with regard to whether the Court was going to gr ant or 

 15 deny the plaintiff 's motion.

 16 THE COURT:  The Court also addressed the matter 

 17 of the JMOL, so now you are standing here and te lling the 

 18 Court that you didn't understand the Court was g oing out 

 19 and coming back and ruling on laches.  Is that y our 

 20 argument?

 21 MR. BROTHERS:  No, your Honor.  I'm sorry if I 'm  

 22 being unclear.  It was plaintiff 's motion on Rul e 50 that 

 23 the defendants had not met their burden of proof  on 

 24 laches.  That was the pending motion.  And we un derstood 

 25 that the Court was going to consider the materia ls 
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  1 proffered by the defendants to determine whether  it was 

  2 going to grant or deny the plaintiff's motion fo r JMOL on 

  3 laches.

  4 THE COURT:  So, in other words, you are saying 

  5 to the Court you didn't expect the Court in any way to 

  6 address whether the defendant's motion for lache s should 

  7 be granted?

  8 MR. BROTHERS:  That's entirely correct, because 

  9 no motion was made.  It's not here in the transc ript and 

 10 we had understood, quite frankly, from the pretr ial 

 11 conference and the Court's comments that laches would be 

 12 determined by the Court outside the presence of the jury.

 13 THE COURT:  And it did.

 14 MR. BROTHERS:  I'm sorry?

 15 THE COURT:  And it did.  I tell you what, if the  

 16 Court has made an error, I'm sure the Federal Ci rcuit 

 17 will correct me.

 18 MR. BROTHERS:  Will the Court permit us to make 

 19 our written proffer with regard to our proposed rebuttal 

 20 evidence regarding laches?  Can we make that wri tten 

 21 submission?

 22 THE COURT:  Well, the Court has ruled, number 

 23 one, you presented your evidence and you told th e Court 

 24 that you had no further evidence to present.  No w you are 

 25 coming back through the door suggesting you have  
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  1 something.  

  2 Well, I can tell you what, just as a matter of 

  3 policy, the Court will permit you to give it to me, but 

  4 it's rejected, just for the record, but I'm not confident 

  5 that any Court of Appeals will let you attempt t o game 

  6 the trial court this way, Mr. Brothers.

  7 MR. BROTHERS:  Your Honor, I respectfully 

  8 disagree that that's what we were trying to do.

  9 THE COURT:  That's not what you were trying to 

 10 do, that's what you are trying to do now.

 11 Call the witness.  Call him.  Who are you going 

 12 to call, Mr. Blais?

 13 MR. BROTHERS:  We are prepared to proffer a 

 14 declaration from Mr. Blais, but you have already  told us 

 15 you wouldn't hear that testimony.

 16 THE COURT:  Well, you can give a declaration of 

 17 Mr. Blais.  I will let you proffer it for the re cord, 

 18 purely for the purposes of appeal.

 19 MR. BROTHERS:  And we expect to make a written 

 20 submission, your Honor, with regard to the other  evidence 

 21 that we think that the Court disregarded in its 

 22 determination.

 23 THE COURT:  Well, I can tell you, you can appeal  

 24 it.  You can file whatever motions you want.  Th e Court 

 25 also -- you may want to wait until the Court iss ues a 
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  1 memorandum order on its ruling, which the Court has the 

  2 authority to do.  I mean, since you are now sayi ng you 

  3 are going to issue -- you wait until the record is ripe 

  4 if you want to do any such a thing.  Otherwise, that 

  5 will, l ikewise, be out of order and upside down as you 

  6 are on this motion here.

  7 Okay.  This declaration of Mark Blais, when did 

  8 you prepare this?

  9 MR. BROTHERS:  When we received your Honor's --

 10 THE COURT:  Ruling?

 11 MR. BROTHERS:  -- ruling.  This is a proffer of 

 12 declaration.  I'm sorry, let me hand it to oppos ing 

 13 counsel also.  So I left the courtroom and I had  a 

 14 conference call with Mr. Blais today, and so we tender 

 15 this information to the Court.

 16 THE COURT:  The Court will note, just even 

 17 glancing at it, this seems to be add odds with p art of 

 18 his deposition testimony.  But anyway, mark it a s an 

 19 exhibit.  The Court, basically, refuses the decl aration.  

 20 It's submitted after the fact and with the benef it of the 

 21 Court's ruling, made after the Court had articul ated its 

 22 ruling on the issue.

 23 All right.  Anything else?

 24 MR. BROTHERS:  We need to discuss, your Honor, 

 25 how we are going forward now in light of the Cou rt's 

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1946

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 151 of 178 PageID# 20717



  1 ruling with regard to the evidence.

  2 THE COURT:  Okay.  Let's do this.  Let's bring 

  3 the jury back in and let them go home.

  4 MR. BROTHERS:  Thank you, your Honor.

  5 THE COURT:  Hold on, Mr. Taylor.  

  6 Let's be clear.  Are there any more witnesses?

  7 MR. BROTHERS:  There are no more witnesses for 

  8 the jury's consideration, your Honor.  The only witnesses 

  9 that we would proffer, which we understand the C ourt will 

 10 not hear, relates to the equitable defense of la ches 

 11 based on the Court's ruling.

 12 THE COURT:  What witnesses?  You told me you had  

 13 a declaration from Mr. Blais.

 14 MR. BROTHERS:  Well, we proffered Mr. Blais this  

 15 morning and asked if we could call him.  You sai d no, 

 16 don't bring him down.

 17 In addition, we would proffer for the Court -- 

 18 again, this is not for the jury.  This is for th e Court 

 19 because it goes solely to laches -- Mr. Kosak on  the 

 20 issue of laches.

 21 THE COURT:  You have had Mr. Kosak in here as a 

 22 witness in this case.  You had him in here as a witness 

 23 in the case.  You are now asking the Court to pu t it in 

 24 the record after the fact.  I mean, you had an 

 25 opportunity to do that, Mr. Brothers, so, no, th e Court 
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  1 is not going to call Mr. Kosak as a witness.  If  you want 

  2 to make an oral proffer of what he would say, yo u are 

  3 welcome to do that, but the Court is not going t o put him 

  4 back on the stand.

  5 MR. BROTHERS:  We will submit a written proffer 

  6 or I can make an oral proffer, but I believe we can let 

  7 the jury go home before we do that.

  8 THE COURT:  Well, you know, I'm prepared for you  

  9 to make your proffer right now.  How long are yo u going 

 10 to be?  You know what he's going to say.  You ar e 

 11 pressing me to call him, so you obviously know w hat he's 

 12 going to say.  You can make the proffer now.

 13 MR. BROTHERS:  Okay.

 14 MR. NELSON:  Judge --

 15 THE COURT:  Just a minute, Mr. Nelson.

 16 MR. NELSON:  May I say something, your Honor?  

 17 Just so you know and so the record is clear on 

 18 this, Mr. Kosak is not only sitting in here agai n 

 19 listening to all the testimony, he's been sittin g here 

 20 listening to all the arguments.  Your Honor rule d on this 

 21 issue yesterday on the 615 and now they want to call him 

 22 back up again after they chose not to heed your Honor's 

 23 ruling.

 24 THE COURT:  I tell you what, Mr. Brothers.  You 

 25 can make a written proffer and you can put that in the 
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  1 record along with Mr. Kosak, but the record will  reflect 

  2 that the Court has already excluded him once bef ore and 

  3 dealt with this issue.  So you can, likewise, gi ve me a 

  4 written proffer tomorrow morning and we will put  it in 

  5 there as refused purely for appellate purposes.

  6 MR. BROTHERS:  We will do that, your Honor.  

  7 Thank you.

  8 THE COURT:  Bring the jury in.

  9 (Jury in.)

 10 THE COURT:  You may be seated.

 11 Let the record reflect all jurors are present in  

 12 the courtroom.  Does counsel agree?

 13 MR. CIMINO:  Yes, your Honor.

 14 MR. NELSON:  Agreed, your Honor.

 15 THE COURT:  All right.  Ladies and gentlemen, 

 16 all of the evidence is in in this case and the p arties 

 17 have concluded, but what the Court has to do now  is meet 

 18 with counsel to review the final instructions th at you 

 19 will be given, and that's a lengthy process.  So  what the 

 20 Court is going to do is the Court is going to ex cuse you 

 21 to come back tomorrow morning at 9:30 a.m.  We w ill start 

 22 with the -- no, no, hold on.  10:30, 10:30 a.m. so that 

 23 we can start with the closing arguments, and you  should 

 24 get this case tomorrow for your deliberation.

 25 Although the evidence is all in, the precautions  

SHARON B. BORDEN, OFFICIAL COURT REPORTER

1949

Case 2:11-cv-00512-RAJ-TEM   Document 774   Filed 11/01/12   Page 154 of 178 PageID# 20720



  1 that the Court gave you in the beginning of this  case 

  2 certainly apply.  It's not time to conduct any r esearch, 

  3 or to make up your mind, or do anything.  Just w ait until 

  4 tomorrow afternoon when you have an opportunity to get in 

  5 and deliberate.

  6 Thank you for your attention.  The Court will 

  7 see you in the morning at 10:30.

  8 All rise.

  9 (Jury out.)

 10 THE COURT:  You may be seated.

 11 Yes, sir.

 12 MR. NELSON:  So at this point, your Honor, we 

 13 have a Rule 50(a) motion with respect to invalid ity.  We 

 14 also renew our prior Rule 50(a) motions.  

 15 I don't know how much argument you want on this,  

 16 your Honor, but with respect to the invalidity c ase, I 

 17 think on the anticipation first, with respect to  the 

 18 Bowman reference you have just heard not only th e 

 19 testimony of Dr. Ungar establishing that all the  elements 

 20 are, in fact, present, but in addition you heard  the 

 21 admissions of Dr. Carbonell here today that indi cate 

 22 that, in fact, he says it doesn't disclose conte nt-based 

 23 analysis.  He says it doesn't disclose filtering , but as 

 24 to the filtering he admitted that there is a thr eshold 

 25 value and that things above the threshold will b e 
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  1 maintained, things below the threshold will be t ossed 

  2 out, which is exactly what Dr. Frieder has accus ed of 

  3 infringement in the case.

  4 Furthermore, with respect to the content-based 

  5 analysis in the Bowman reference, what Dr. Carbo nell's 

  6 opinion is based solely upon the notion that wor ds have 

  7 different meanings throughout the patent.  He 

  8 acknowledges that the term "matching" in the fir st 

  9 instance in the patent refers to a content-based  analysis 

 10 and content matching, but then contends when exa ctly the 

 11 same terminology appears later in the patent, th at that 

 12 does not refer to a content-based matching.

 13 With respect to the Culliss reference, your 

 14 Honor, he has indicated -- or there are two elem ents that 

 15 are challenged by the plaintiff's counsel.  With  respect 

 16 to the content-based analysis, similar to what w e just 

 17 saw with Bowman, Dr. Carbonell just admitted tha t, in 

 18 fact, there is content-based analysis.  He says that that 

 19 is overwhelmed eventually, but the initializatio n is 

 20 content-based and the claims themselves don't re quire a 

 21 particular amount.  Therefore, based upon his ow n 

 22 admissions, that element is, in fact, present.

 23 Additionally, he's just admitted on the stand 

 24 that -- well, actually that's a noninfringement argument, 

 25 your Honor.  Never mind.
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  1 He has admitted that his opinion is completely 

  2 inconsistent with Dr. Frieder's infringement opi nion, but 

  3 with respect now to the filtering, we've shown t hat the 

  4 filtering is, in fact, disclosed in the patent, that is 

  5 the rating term.  He agrees that that is disclos ed in the 

  6 patent.  His argument is that he doesn't think i t works, 

  7 which is, of course, an enablement argument, whi ch was 

  8 never testified to nor raised.

  9 As to the obviousness arguments, your Honor, he 

 10 based his arguments on a faulty application of t he law.  

 11 He said that if he can find one of the elements that are 

 12 absent from the prior art, then there can be no 

 13 invalidity as a matter of law, which, of course,  is not 

 14 the case.

 15 He did not address the Graham factors.  He did 

 16 not address the KSR standards, and furthermore, as to the 

 17 only element that he said was missing from the p rior art, 

 18 this showing of searching for filtering for rele vance to 

 19 the query, he, in fact, admitted that that is sh own in 

 20 the prior art and, in fact, is disclosed in the 

 21 background section of the patent.

 22 And then in addition to that, of course, we have  

 23 Dr. Ungar's testimony addressing the Graham vers us John 

 24 Deer factors, addressing the KSR and establishin g that it 

 25 would be obvious to one of ordinary skill in the  art 
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  1 given the disclosure in the prior art.

  2 So that's the invalidity JMOL, your Honor.  And,  

  3 of course, the obviousness goes to all the refer ences 

  4 that we had submitted, the Fab article, the WebH ound, the 

  5 Rose patent, as well as Bowman and Culliss, whic h 

  6 Dr. Ungar testified to the various combinations.

  7 In addition, on the 50(a) I don't know if you 

  8 want any more argument on the previous 50(a) mot ions, 

  9 whether there are any more of those your Honor w ould be 

 10 interested in hearing further about.  If there a re, I'm 

 11 happy to address those, but I would leave that t o your 

 12 Honor.

 13 Now, as to damages, based upon your Honor's 

 14 ruling here, we have an additional issue because  we have 

 15 a complete failure of evidence to support any da mages 

 16 claim post-September 15th, 2011.

 17 What Dr. Becker testified to, the only 

 18 evidence -- remember, his theory is royalty base  times 

 19 the royalty rate equals a royalty.  The only evi dence 

 20 that he chose to put in the record was a cumulat ive 

 21 apportionment of royalties for the entire period , which 

 22 he put in at a big number.  I'm not going to men tion the 

 23 number here, your Honor.  But he did not write t hat down 

 24 by quarters.  There's no evidence of what the re venues 

 25 are by quarter, whether it be post-September 15t h, 2011 
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  1 or pre-September 15th, 2011.

  2 That was plaintiff 's choice.  They wanted to 

  3 have Dr. Becker state a big number to the jury a nd they 

  4 chose not to break his apportionment down by qua rters, so 

  5 they have a complete failure of proof.

  6 Now, in response to some of the discussion and 

  7 your Honor's ruling this morning, there were sev eral 

  8 references made to a chart that Dr. Becker had s hown to 

  9 the jury that showed bars by quarter.  That's a 

 10 demonstrative, first of all, so that's not evide nce.  He 

 11 never provided any testimony as to what the indi vidual 

 12 amounts of the royalties would be on a per quart er 

 13 basis.  There's no testimony in the record whats oever to 

 14 support whether it be a royalty base to apply hi s royalty 

 15 to or a final royalty amount post-September 15th , 2011.

 16 Now, this is plaintiff's choice.  They knew --

 17 THE COURT:  Suppose the jury decides that, you 

 18 know, they find infringement?  Suppose they find  

 19 infringement and the patent is stil l being used and they 

 20 assume that Dr. Becker's calculation of a 3.5 pe rcent 

 21 royalty rate is appropriate?  What's stopping th e jury 

 22 from using the 3.5 percent running royalty figur e from 

 23 the date -- whatever date the Court gives them?

 24 MR. NELSON:  Well, the problem is, your Honor, 

 25 they don't have anything to apply it to.  There' s no 
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  1 evidence in the record to apply that to a revenu e base.  

  2 They chose not to break that down on a post-Sept ember 

  3 15th, 2011 base despite the fact that they knew this 

  4 motion was out there and despite the fact that t here were 

  5 other issues concerning infringement regarding t heir 

  6 source code, when certain templates were identif ied.  So 

  7 this is something that plaintiff has been on not ice of 

  8 and this was a trial strategy decision by them t o try to 

  9 offer only a lump revenue in order to make that number 

 10 bigger.  So, there is nothing for the jury to ap ply the 

 11 3.5 percent to, even if they would choose that t he 3.5 

 12 percent is the appropriate amount.

 13 THE COURT:  Suppose they decided a lump sum 

 14 would be appropriate?  

 15 MR. NELSON:  Well, then, your Honor, the only 

 16 evidence in the record is what Dr. Ugone testifi ed to, 

 17 which would be the $3 to $5 million figure.

 18 THE COURT:  That's something.  

 19 MR. NELSON:  No, I understand that that's 

 20 something.

 21 THE COURT:  Your argument was there was nothing 

 22 in the record.

 23 MR. NELSON:  Well, with respect to the running 

 24 royalty.

 25 THE COURT:  Okay.
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  1 MR. NELSON:  So, I mean, if they want to argue 

  2 that Dr. Ugone's number is correct, they can do that, but 

  3 they can't argue as to the running royalty becau se they 

  4 have no evidence in the record to support a dama ges award 

  5 based on such an analysis.

  6 THE COURT:  All right.  Fine.  Let me hear 

  7 from -- 

  8 Okay.  Now, with respect to your motion, you 

  9 made a Rule 50 motion based on invalidity.

 10 MR. NELSON:  Correct, your Honor, as well as the  

 11 previous ones on noninfringement and damages, yo ur Honor.

 12 THE COURT:  Okay.

 13 MR. NELSON:  And then, of course, the JMOL on 

 14 the laches, but that's already been granted, you r Honor.

 15 THE COURT:  All right.

 16 MR. CIMINO:  Your Honor, I can address the 

 17 invalidity?  

 18 If it please the Court.  I prefer to do it in 

 19 writing, if that's okay, but I could summarize t he 

 20 testimony that was just given, if the Court woul d like.

 21 THE COURT:  Let's put it this way:  You could 

 22 address it in writing.  The simple truth is by t he 

 23 schedule we are operating on, we would end up ru ling on 

 24 it in the morning, and the Court intends to take  up the 

 25 jury instructions with counsel.  So you can give  me your 
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  1 oral statements now, but that's the Court's view .  I 

  2 think that you, hopefully, should be able to add ress it 

  3 now.

  4 MR. CIMINO:  Sure.  So, Mr. Nelson didn't 

  5 mention the burden of proof.  The burden of proo f for 

  6 invalidity is high.  It's clear and convincing e vidence.  

  7 That's what we are allowed by the patent office.   So 

  8 everything is in the context of clear and convin cing 

  9 evidence, and they have not met their burden of clear and 

 10 convincing evidence of invalidity.

 11 On Bowman, the first point he mentioned was 

 12 filtering.  There was clear testimony by Dr. Car bonell, 

 13 an established and well-respected expert in the field, 

 14 that it is not filtering according to the '420, '664 

 15 patent.  It is a relative analysis by taking a r anking 

 16 threshold, not a clear threshold, or not an abso lute 

 17 threshold in doing a one-by-one analysis.

 18 In the Google product they filter first, then 

 19 rank.  In the Bowman patent there was testimony by 

 20 Dr. Carbonell that what happens first is they ra nk all of 

 21 them and then they use a ranking, relative ranki ng 

 22 threshold to remove some.  That is the differenc e between 

 23 the two products.

 24 He also addressed the content analysis that 

 25 Dr. Carbonell says is missing.  He says Dr. Carb onell is 
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  1 reading words in the patent two different ways.  Words in 

  2 the patent should be interpreted in accordance w ith the 

  3 contextual use in the patent.  Dr. Carbonell was  very 

  4 clear every time counsel pointed him to the word  

  5 "matched," whether it was in the background or w hether it 

  6 was in the actual description of the Bowman faci lity.

  7 In the background Bowman says that prior art 

  8 ways of doing it would match content of the arti cle.  

  9 Then if you remember, your Honor, there was a st atement 

 10 in Bowman that says, What I'm going to do is to look at 

 11 collaborative information rather than the attrib utes of 

 12 the item.  I'm going to look solely at collabora tive 

 13 rather than content.  And then when he describes  his 

 14 facility, he uses the word "matched" with differ ent 

 15 prepositions.  And when he uses the word "matche d" later, 

 16 Dr. Carbonell has testified he's talking about t he 

 17 keyword.  So Dr. Carbonell did not take an incon sistent 

 18 position.  The patent has to be put in context.  He was 

 19 talking about the prior art, how it did it.  

 20 The part that Mr. Nelson left out of his 

 21 cross-examination was the transition.  I don't w ant to do 

 22 it that way anymore.  I'm going to do it the new  way just 

 23 based on collaborative information and when he u sed 

 24 matched throughout the patent later, it was alwa ys with 

 25 respect to collaborative information.  So matchi ng, 
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  1 Dr. Carbonell interpreted in context the way a p erson of 

  2 ordinary skill in the art would do in 1998 in vi ew of the 

  3 entire reference.

  4 He mentioned Culliss.  Dr. Carbonell was very 

  5 clear that initialization is different, in his v iew, from 

  6 what happens when the Culliss facility is actual ly 

  7 processing articles.  There is nothing in Cullis s similar 

  8 to the Fig. 6 to the patent where you take conte nt and 

  9 collaborative and combine them for a score.  You  set up 

 10 an initial index.  It can be done in many differ ent 

 11 ways.  One of them could be content, but then as  the 

 12 facility is running, it's purely collaborative.

 13 Mr. Nelson mentioned filtering.  Filtering was 

 14 not connected to the embodiment that was discuss ed about 

 15 how Culliss works.  There is a separate embodime nt that 

 16 talks about these ratings for X-rated and G-rate d 

 17 content.  The X-rated and G-rated labels are sel ected by 

 18 human judgment or by default.  It 's not content- based.  

 19 And Dr. Carbonell clearly indicated that that wa s a 

 20 separate rating from the actual discussion of ho w Culliss 

 21 is going to work and also indicated the problems  in the 

 22 patent about how the filtering would be accompli shed, 

 23 even if it was filtering.

 24 He mentioned obviousness.  Dr. Carbonell went 

 25 through the three references, said that Dr. Carb onell 
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  1 didn't discuss the Graham factors.  He didn't us e the 

  2 term "Graham factors", but he went through the s cope of 

  3 the prior art in detail.  He showed profile syst ems, how 

  4 they worked; he showed search systems, how they worked 

  5 both in 1998; he showed the over-the-wall system , how 

  6 they worked; and then went into a detailed discu ssion of 

  7 how the claims are different, that the claims re quire 

  8 analysis of content data, collaborative data com bined 

  9 together and then filtered with respect to relev ance to 

 10 the query.  While the query was on one side, it wasn't on 

 11 the other, and here's where the filtering was be ing done.

 12 He also said that Dr. Carbonell did not do a KSR  

 13 analysis.  That's untrue.  He didn't use the cas e name, 

 14 but the issue in KSR is whether combination is 

 15 predictable.  I clearly asked him whether he tho ught they 

 16 would be predictable to a person of ordinary ski ll in the 

 17 art to take the prior art methods and come up wi th the 

 18 claimed invention, and Dr. Carbonell went throug h several 

 19 different reasons, both academic and based on hi s 

 20 personal experience as to why that wouldn't be d one.

 21 Dr. Ungar had never taken the prior art and 

 22 stated how it would be combined to meet all of t he 

 23 elements.  He just said all of the elements were  there.  

 24 So since it is defendant's burden to prove inval idity, 

 25 Dr. Carbonell did not have to build a strong com bination 
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  1 to then say that it didn't meet all of the eleme nts.  So 

  2 he didn't do that.  But what he did say is there  are four 

  3 elements, an element in every claim, that's tota lly 

  4 absent in the prior art, and I specifically aske d him 

  5 whether a person of ordinary skill in the art in  1998 

  6 would be able to find that missing element and t hen 

  7 combine it to come up with the claimed invention .  So the 

  8 testimony from Dr. Carbonell on both the two ant icipation 

  9 and on all the prior art refutes JMOL of invalid ity.

 10 THE COURT:  Thank you.

 11 All right.  The Court heard the defendant's 

 12 motion for judgment as a matter of law on the qu estion of 

 13 invalidity.  That motion is denied on all ground s.

 14 The Court also denies your Rule 50 motion for 

 15 judgment as a matter of law on the issue of 

 16 noninfringement.

 17 With respect to the issue of invalidity based on  

 18 obviousness, I think the simple fact is the ques tion of 

 19 obviousness is a legal determination for the Cou rt, not 

 20 for the jury.  But the jury is responsible for m aking 

 21 certain underlying factual determinations, so th e Court 

 22 in the verdict will submit certain interrogatori es to the 

 23 jury on the issue of obviousness, and the Court will make 

 24 the ultimate determination on the issue of obvio usness 

 25 based on using those factual findings in an advi sory 
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  1 capacity.  That's what the case law provides and  that's 

  2 what the Court will do.

  3 With respect to some guidance on the issue of --  

  4 Let's see.  What else did I miss here?  Damages.

  5 MR. BROTHERS:  Your Honor, we have not yet 

  6 responded on the issue of damages.

  7 THE COURT:  Oh, yes.  I think that's something 

  8 that you need to do.

  9 MR. BROTHERS:  Okay.  On the issue of damages, 

 10 your Honor, the plaintiff concedes that Dr. Beck er did 

 11 not provide a number for the amount of damages f rom 

 12 September 15, 2011 forward.  What the jury did s ee was 

 13 this graphic with regard to the reasonable royal ties by 

 14 quarter, and so starting effective the fourth qu arter of 

 15 2011 this information was presented to the jury and so 

 16 that information is at least sufficient for, we believe, 

 17 the jury to have accepted and make a determinati on if the 

 18 Court instructs that damages need to be calculat ed solely 

 19 from September 15th forward.

 20 THE COURT:  Was that document introduced?  What 

 21 exhibit number is this?

 22 MR. BROTHERS:  This is PDX-083.  This was a 

 23 demonstrative exhibit.

 24 THE COURT:  So it was never even introduced?

 25 MR. BROTHERS:  As a demonstrative exhibit.  It 
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  1 was never marked and admitted into evidence.

  2 THE COURT:  They received the information.  They  

  3 got the date of it and never got the physical ex hibit 

  4 regarding the --

  5 MR. BROTHERS:  Well, this is not an exhibit they  

  6 will take back to the jury room, but the informa tion on 

  7 this the jury was shown.

  8 THE COURT:  All right.

  9 MR. BROTHERS:  But you are correct, your Honor, 

 10 in that this exhibit itself was not marked as an  admitted 

 11 exhibit.

 12 So I think with regard to where we are left -- I  

 13 think the premise that there is an absence of pr oof to 

 14 support the plaintiff 's case with regard to Dr. Becker's 

 15 testimony, I believe the evidence is in the reco rd, 

 16 although I concede the specific number as of Sep tember 

 17 15, 2011 is not in there, and I believe we will require 

 18 guidance from the Court on how we present that t o the 

 19 jury in our summations.

 20 THE COURT:  Well, you certainly cannot go back 

 21 to the jury and present information on a running  royalty 

 22 as Dr. Becker calculated.  The question for the Court was 

 23 whether there was sufficient information in the record 

 24 from which the jury could reasonably fashion a l ump sum 

 25 royalty or a lump sum figure if they found infri ngement 
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  1 based on infringement from the 11th of September  forward 

  2 and the Court's view, based on what it 's heard h ere, 

  3 there is sufficient information there for the ju ry to do 

  4 so.

  5 Now, I know defendants would like to suggest 

  6 that, well, there's nothing there, so we are cau ght 

  7 between a choice of, I was going to say, a devil  in a 

  8 dark blue suit, but I don't think so.  I think t here's 

  9 sufficient evidence in the record for the jury t o make a 

 10 reasonable estimate damages, notwithstanding the  fact 

 11 that Dr. Becker didn't give them a specific figu re for 

 12 the period September 11th through the current da te and 

 13 time.  That's just the Court's view.

 14 Now, where you find it in the record is 

 15 something counsel, I think, would probably be mo re adept 

 16 than the Court, but the Court believes it's ther e.

 17 Mr. Nelson.

 18 MR. NELSON:  Your Honor, might I show you on the  

 19 Elmo, if I can, there were two questions and ans wers 

 20 regarding PDX-83, which is what he just showed y ou.

 21 There we go.

 22 So here we go.  This is right after the question  

 23 you can see up at line 6 where he talks about th is 

 24 overall number.  

 25 He goes down to PDX-83.  "This is PDX 83?  
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  1 "Answer:  It is.

  2 "Can you explain this to the jury, please?

  3 "This takes the total royalties that we just 

  4 talked about, the 493 million that is the result  of 

  5 adding everything up through the third quarter o f 2012, 

  6 and this shows the amounts by quarter that you w ould have 

  7 under a running royalty structure."

  8 Okay.  No testimony about amounts, revenues, any  

  9 of those kinds of things.

 10 Next question.  "So at the time of the high 

 11 hypothetical negotiations, according to PDX-83, what 

 12 would Google have paid, approximately?  

 13 "Answer:  Well, in the hypothetical negotiation 

 14 time period, sort of off to the left on this cha rt 

 15 because it's in 2004, but you can clearly see th e trend.  

 16 It would be amounts less than what you are seein g in the 

 17 quarterly payment, for example, in the fourth qu arter of 

 18 2005, which are somewhere between 5 and 10 milli on, so it 

 19 would be a quarterly payment less than that."

 20 So there's nothing for the jury to base it on 

 21 other than pure speculation.  I mean, one, they are not 

 22 going to have the demonstrative; and, two, the o nly 

 23 thing, based upon this testimony they could even  do, I 

 24 guess, is take out a ruler and measure the heigh ts of 

 25 those bars.
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  1 THE COURT:  This says that the quarterly 

  2 payments are somewhere between 5 million and 10 million.  

  3 That was in 2005.  So now you are in 2012 trying  to 

  4 estimate what would the approximate amount be.  They do 

  5 know that.

  6 MR. NELSON:  But they don't have any information  

  7 to that, your Honor.  It 's just pure speculation .  If 

  8 they want to argue for the lump sum that Dr. Ugo ne 

  9 submitted, that's their prerogative.  That's evi dence in 

 10 the record.  But to argue for running royalty ba sed upon 

 11 no evidence of what the revenues are or what the  royalty 

 12 amount is would just lead the jury to pure specu lation at 

 13 this point, your Honor, and that's their failure .  They 

 14 had to opportunity to offer the proof and they d idn't do 

 15 it.

 16 THE COURT:  Thank you.

 17 MR. BROTHERS:  Your Honor, I would note, first 

 18 of all, PX-64, which is the Google bar chart, ha s revenue 

 19 information which is a reference point for the j ury.

 20 I would also note that with regard to total 

 21 revenues, as the Court recalls, there was consid erable 

 22 discussion during the course of trial whether th e total 

 23 revenues would be admitted, and your Honor, I be lieve 

 24 where we eventually ended up was the total reven ues of 67 

 25 billion would not be presented to the jury, rath er what 
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  1 got to the 14 bill ion, which was the allocated n umber, 

  2 that was something Dr. Becker would be permitted  to speak 

  3 to but that the defendants were not going to be 

  4 separately attacking the revenue numbers for tha t, and 

  5 that was our understanding on which the evidence  was 

  6 proffered.

  7 Now we have a change of position in which the 

  8 defendants are saying there's an absence of proo f with 

  9 regard to the revenue numbers because of your Ho nor's 

 10 concern with regard to the total amount of reven ues and 

 11 limiting how the allocative revenues were going to be 

 12 provided to the jury.  So based on the Court's p rior 

 13 rulings, we had proceeded one way and now the de fendants 

 14 are saying that there's a failure of proof becau se of the 

 15 evidence as it came in.

 16 THE COURT:  I don't think the Court's prior 

 17 ruling with respect to the $67 bill ion or having  

 18 Dr. Becker focus on the 14 million in any way re strained 

 19 the capacity of the plaintiff to put in evidence  about 

 20 what the revenue figures were.

 21 You had the bar chart.  He could have just 

 22 easily put in dollar figures as measuring -- by using a 

 23 ruler to measure it.  That didn't restrain you f rom 

 24 putting in the actual dollar figures.  The Court  didn't 

 25 do that.
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  1 I'm not so confident still, just based on 

  2 listening to what you are arguing, that there's stil l not 

  3 a reasonable way for the jury to find a lump sum  that the 

  4 plaintiff is due if they find that there has bee n an 

  5 infringement of this patent.  You spent a consid erable 

  6 amount of time talking about the worth of this p atent and 

  7 etc., so I'm not convinced of that.  So you are probably 

  8 going to have to think about it and you probably  will 

  9 have to take it up again in the morning if you d on't have 

 10 an answer to it.  But I don't believe that there 's just 

 11 nothing in the record so here we are if we get a  verdict, 

 12 we can't figure out the damages.  The Court reje cts that.

 13 MR. NELSON:  No, no, I understand your Honor.  

 14 Just for clarification, they are not allowed to argue for 

 15 a running royalty, right?  I mean, there is no e vidence 

 16 in the record to support a damage award based on  that.  

 17 If they want to argue a lump sum, then from what  I 

 18 understand your Honor is saying --

 19 THE COURT:  They certainly can't argue a running  

 20 royalty from 2004 to September 2011, but if they  find the 

 21 patent is stil l being infringed and it's being i nfringed 

 22 from September 2011 to the current date, they ce rtainly 

 23 can suggest that a royalty is due for that perio d of 

 24 time.  You just can't do it for the period that the Court 

 25 has excluded.
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  1 MR. NELSON:  I understand, your Honor, but what 

  2 would the jury base the number on?  That's my qu estion 

  3 with respect to it.  What would they apply the r oyalty 

  4 to?

  5 THE COURT:  What would they apply it to?

  6 MR. NELSON:  Correct.

  7 THE COURT:  As I recall, for each of the 

  8 quarters Dr. Becker came to and he calculated a certain 

  9 percentage for each one of these quarters starti ng back 

 10 in 2004-2005.  When he was doing that, he was lo oking at 

 11 the amount of increase that Google had experienc ed -- had 

 12 derived from the accused product and he was usin g that to 

 13 calculate a percentage increase.  So I'm suggest ing that 

 14 everything is not tainted in this case.  Only th e 

 15 revenues and the calculation for that period in 2004 up 

 16 to September 11th, as far as the Court is concer ned, is 

 17 at stake here.  Now, you might want to throw out  the baby 

 18 and the wash water, too, but the Court just does n't 

 19 believe that.

 20 MR. NELSON:  No, no, I understand that.  I was 

 21 just trying to get an idea what they would be al lowed to 

 22 argue since there is actually no evidence of the  revenues 

 23 for that -- 

 24 THE COURT:  Let's put it this way.  Counsel know  

 25 their case better than the Court does, and I wil l wait 
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  1 for a suggestion from counsel on exactly where t hey want 

  2 to go, understanding what the restrictions are.

  3 MR. NELSON:  Okay.

  4 THE COURT:  You cannot argue for a running 

  5 royalty from 2004 to 2011.  In fact, it's going to come 

  6 up on the jury instructions.  I was trying to re member 

  7 who proposed asking the jury if they found infri ngement, 

  8 whether they were going to base any award on the  running 

  9 royalty or a lump sum, and the Court when it ini tially 

 10 drafted these jury instructions had, in fact, in cluded 

 11 that.  That was before the Court ruled on the la ches 

 12 motion.

 13 But the Court has to evaluate and counsel need 

 14 to evaluate whether it 's appropriate under those  

 15 circumstances to pose that question to the jury.

 16 MR. BROTHERS:  Your Honor, I believe that 

 17 putting an interrogatory to the jury with regard  to if 

 18 the jury believes that a running royalty is appr opriate, 

 19 the running royalty rate is appropriate.  There is 

 20 considerable evidence --

 21 THE COURT:  Yes, if you put the question up 

 22 there on the running royalty, the second questio n the 

 23 Court certainly would include would be what do y ou 

 24 believe the running royalty rate should be?

 25 MR. BROTHERS:  Yes, and there's considerable 
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  1 evidence with regard to the rate.

  2 THE COURT:  Okay.  What we want to be sure of is  

  3 the whole question of whether you should pose th e 

  4 question of a running royalty rate, and the Cour t has 

  5 suggested it might be a short running, but it's possible 

  6 based on the evidence.

  7 The Court has to fashion a charge that takes 

  8 reasonable account of the testimony and the evid ence in 

  9 the case.  Now, the Court doesn't believe at thi s 

 10 juncture, unless someone wants to persuade the C ourt, 

 11 that all potential evidence for running royalty has been 

 12 excluded from the case.  It 's short, but that's the 

 13 Court's view on that.

 14 It was the Court's original intent to try to 

 15 meet with counsel to go over this charge this af ternoon, 

 16 but it's clear that the Court has to go back and  rework 

 17 the verdict sheet.  The verdict sheet needs to b e 

 18 substantially reworked to include some interroga tories on 

 19 the Graham factors, and neither party proposed a ny 

 20 interrogatories on the question of obviousness.  The 

 21 Court didn't see it.  I looked at your verdict s heets and 

 22 it's not on your verdict sheets.  I have been li ving with 

 23 those verdict sheets and it's not on the verdict  sheets, 

 24 the list of questions.  So the Court has to go b ack and 

 25 rework that.
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  1 So what the Court is going to do is direct 

  2 counsel to meet with the Court tomorrow morning at 9 so 

  3 that we can take a look at this charge, get a ch ance to 

  4 go through it and try to rework parts of it that  needs to 

  5 be reworked.

  6 For the most part, the parties, I'm sure you saw  

  7 each other's charge.  You proposed the same thin g with 

  8 the exception of some matters that defendants ra ised that 

  9 the Court traditionally does not give in patent cases and 

 10 I don't think I'm going to give them in this cas e, so we 

 11 will deal with that when we get to the charge 

 12 conference.  I don't think that it's necessary.

 13 The Court has great respect for the law, but 

 14 sometimes we can misstate case law in giving jur y 

 15 instructions and so the Court has a tendency to stay away 

 16 from that.  So I'm just putting you on notice.

 17 All right.  I will see you tomorrow morning at 

 18 9:00.  Meanwhile, you think about how you want t o 

 19 approach the damages.  I think that's something that 

 20 counsel has to deal with here.

 21 (Court adjourned for the evening recess at 

 22 4:14 p.m.)

 23 *   *   *

 24 CERTI FI CATI ON

 25 I certify that the foregoing is a correct 
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  1 transcript from the record of proceedings in the  

  2 above-entitled matter.
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