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PROCEEDINGS

IN RELATION TO THE
DEATH OF WILLIAM R KING,

LATE VICE-PRESIDENT OF THEN UNITED STATES.

December 9th, 1858,

At the opening of the Court this morning, Mr. Cushing, the Attorney-
General of the United States, addressed the Court as follows : —

May it please your Honors : — I rise to submit a motion, which seems
to be called for by the nature of the subject-matter. God, in his inscru-
table, but snpreme will, has removed from the service of the country,
and from that path of honor which, through a long lifetime of greatness
and goodness, he had so nobly trod, the Vice-President of the United
States. When the voice of some future panegyrist, on the banks of the
Mississippi — the Bravo of the Columbia,— shall speak of the heroes, the
legislators, the statesman, and the magistrates of our country, as it re-
counts the names borne on that glorious roll of immortality, it cannot fail
to pause with unalloyed satisfaction at the name of William R. King,
Providence, from time to time, raises men to lead armies on to vic-
tory through the clash of the battle:field, or, by rare gifts of writien or
spoken thought, to wield, at will, the fiercest impulses of nations. Such
men, if they have a superlatively splendid career, yet have an agitated
one. They create events, and they partake of the vicissitudes of events.
They may, they often do, have shaded sides of the mental formation,
without which the bright ones would be too dazzingly brilliant. They
come to be praised or dispraised alternately, according to the light in
which their actions are viewed, and the flux or reflux of the tides of
popular emotion. If William R. King be not of these, yet he has an
appropriate, and perhaps he has a more enviable place in the temple of
fame and in the hearts of Americans. For of him, it is with plainest
truth to be eaid, that with lofty elements in his character to merit and
receive the most absolute commendation, there is nothing in it open to
censure. He stands to the memory in sharp outline, as it were, against
the sky, like some chiselled column of antique art, or some consular statue
of the imperial republic wmpged in its marble robes, grandly beautiful in
its simple dignity and unity of a faultless proportion.

Placed at an early age in that august assembly, the highest, all things
considered, in this or any other land, the Senate of the United States, —
and continuing there, save with brief interruption of the most eminent
diplomatic employment, during a whole generation of time, —and repeat-



iv DEATH OF WILLIAM R. KING.

edly elevated to preside over its deliberations,—he had grown to be, not
of it merely, but its representative man, its typical person, its all conspi-
cuous model of an upright, pure, spotless, high-minded, chivalric Ameri-
can Senator. This it is, in my judgment, which constitutes the distinctive
trait in his character and career, and which drew to him the veneration
and the confidence of his countrymen.

‘We think of him almost as an historical monument of senatorial integ-
rity, rather than as a mere mortal man of the age. Like that gallant
soldier, who received the baton of marshal in the very scene of his
achievements, and fell, struck by a cannon shot, in the act of grasping the
insignia of his command, so the Vice-President did but reach the pinna-
cle of his greatness to die. Such a death, so timed, though premature
for us whom he has left behind to the toils and cares of public duty, was
not premature for the consummate completeness of his renown. oW
ing bow deeply his loss must be deplored by your Honors, it is deemed
fitting for me to move that this Court, in unison with what has been done
in both Houses of Congress, do now adjourn, in manifestation of its re-
spect for the memory of the deceased Vice-President of the United States.

To which Mr. Chief Justice Taney replied : —

The Court is sensible that every mark of respect is due to the memory
of the late Vice-President, William R. King.

His lifo was passed in the public service, and marked throughout by
its purity, integrity, and disinterested devotion to the public good.

It is true that no part of it connected him particularly with the judicial
branch of this government. But the people of the United States had
elevated him to the highest office but one in their gift; and the loss of a
statesman like him, so honored and so worthy of the honor bestowed, is
felt to be a public calamity by this department of government as well as
by that to which he more immediately belonged. And asa token of their
high respect for him while living, and their sincere sorrow for his death,
the Court will adjourn to-day, without transacting its ordinary business.

‘Whereupon, proclamation being made, the Court is adjourned until
Monday morning at 11 o’clock.
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« THE DECISIONS
'SUPREME COURT OF THE UNITED STATES,

AT

DECEMBER TERM, 1853.

Tae UNMITED STATES, APPELLANTS, v. SaMueEL DavENPORT'S
Heirs,

Two grants of land in the country known as the neutral territory lying between the
Babine River and the Arroyo Hondo, confirmed, namely, one for La Nana grant-
ed in 1798, and the other for Los Ormegu granted in 1795.

These grants were made by the commandant of the Spanish post of Nacogdoches,
who at that time had power to make inchoate grants.

In both cases the grants defined metes and bounds, and the grantees were placed
in possession by a public officer, and exercised many acts of ownership.

The evidence of the grants was copies made l¥ the commandant of the post, and also
copies made by the land-office in Texas. These copies, under the circumstances,
are sufficient.

At the date of these grants, it was necessary to obtain the ratification of the civil and
military Governor before the title became perfected. This not having been done
in the present case, the title was imperfect, although the petition alleges that it was
perfect, and the District Court had jurisdiction under the Acts of 1824 and 1844,

But the District Court ought not to have decreed that floats should issue where the
United States had sold portions of the land, because these vendees were not made -

parties to the proceedings.

Tris was an appeal from the District Court of the United
States for the Eastern District of Louisiana, under the Acts of
1824 and 1844, so often referred to in cases previously reported.

The facts of the case are recited in the opinion of the Court.

It was argued by Mr. Cushing gAttomey-General on the part
of the United States, and by Mr. Baldwin and Mr. Johnson, with
whom was Mr. Coze, on behalf of the appellees.

The points made on the part of the United States were,

I. That the court below had no jurisdiction, and that the de-
crees are therefore nullities. -

These grants were complete titles, requiring nothing more to
be done to perfect them ; and the cases are full of proof, offered

VOL. XV. 1
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by the claimants, to show that the grants were perfect grants.
Bynt the act of 1824 applies only to cases of incomplete titles,
to cases protected by the treaty of 1803,.“and which might
have been perfected into a complete title, under, and in con-
Jormity to, the laws, usages, and customs of the governments
under which the same originated, had not the sovereignty of
the country been transferred to the United States.” 1 Kand
Laws, 385. The point, it is conceived, is decided in the case
of the United States v. Reynes, 9 Howard, 144, bottom of

e, and 145.

L. That there is no sufficient evidence of the execution of
the ﬁranta by Fernandez and Gaudiana.

III. That, even if ,their execution is proved, then they are
void; because Fernandez and Gaudiana had no authority to
make such large grants. Laws for the sale and distribution of
lands. 2 White’s Rec. p. 48 to 55; Royal Ordinance of 13th
Qctober, 1749, Ibid. 67; Royal Ordinance of 1754, Ibid. 62;
O’Reilly’s and Gayoso’s Regulations, Ibid. 229, 231.

IV. That even if their execution is proved, then the grants
are void, because no lands were severe(y from the public domain
by surveys, giving a certain location previous to the treaty of
1800 or even 1803, and the descriptions in the grants are so
vague, indefinite, and uncertain, that no location of the lands
embraced in them can be given. United States v. Miranda, 16
Peters, 156 to 160; 15 Peters, 184, 215, 275, 319; 10 Peters,
331 ; 3 Howard, 787 ; 5 Howard, 26 ; United States v. Boisdore's
heirs, 11 Howard, 63 ; Lecompte v. United States, Ibid. 115.

V. That the claimants are not within the provisions of the
act of 1824, and there are not the proper averments in their
petitions to show that they are entitled to its benefits. »

The counsel for the appellees made the following points :—

1. The territory within which both of these grants were situ-
ate was, at their respective dates, within the boundaries of
Texas, (the Arroyo Hondo being the eastern boundary,) and
subject to the dominion and control of the commandancy at
Nacogdoches, so far as related to the granting of lands.

2. ‘gl'he civil and military commandants at that post were, ez
officio, lieutenant-governors, and had authority to grant lands
within their province or department.

3. These grants were made by them in manner stated in the
petitions, and were in conformity with the laws, usages, and
customs of Spain, which then existed in the province of Texas
and at the post of Nacogdoches.

4. These grants gave to the grantees therein named, and to
their legal representatives, a good title to the premises in them
respectively described.
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5. The plaintiffs, in these suits, have shown themselves, by a
regular deduction of title, the owners of the William Burr and
Bamuel Davenport interests in both tracts; and are, therefore,
entitled to recover.

My. Johnson, in his argument, said that the United States had
not denied the existence of the original grants. As to the alle-
gation that the lands were not severed from the royal domain,
if the grant was capable of being located, it need not be actually
severed. Glenn v. United States, 13 Howard, 250. This grant
can be located. A centre being given, a line must be run from
it two leagues to the north and two to the south; then from
each end, two east and two west ; then close the survey. The
record shows that the centre tree existed. The other grant can
be surveyed also.

- But it has been said that if these titles are good for any thing,
they are complete titles, and therefore not within the jurisdic-

- tion of the court under the acts of 1824 and 1844.

‘We are aware that in the case of the United States v. Reynes,
9 Howard, 127, this court has decided that perfect grants, aris-
ing under the treaty of 1803, do not fall within, and are not em-
braced by, the provisions of this law; and to that decision we
bow with respectful deference; but we ask the court whether
the two grants under consideration are of that description? We
submit to your honors whether the fact that these grants were
made by the civil or military commandants ; whether from the
fact that they lay within the neutral territory, a territory which,
from its earliest history, was in dispute between the command-
ants at Natchitoches, in Louisiana, and Nacogdoches, in Texas,
and which, by the treaty of 1819, falls within the limits of
Louisana ; seeing that the grants originated with the command-
ant in Texas,—are not considerations which will take these
. cases out of the operation of that decision. Notwithstanding the
proof in these cases to the contrary, we submit, whether, under
the laws of Spain and of the Indies, stricts juris, these grants,
to make them perfect and complete, did not require the sanction
of the Home Department and authority. Such was the con-
struction put upon them by Governor Salcedo himself, the go-
vernor of the internal provinces, when “ on his way to San An-
tonio he collected all the titles he could, in order to have them
confirmed.” See Colonel Bloodworth’s testimony, Y. and M,
O.R. p. 201; N..R. 187. And did not the submission of
Davenport & Co. of one of the grants to Governor Salcedo,
show that they deemed the sanction of the acts of the military
commandant, who made the grant, by a higher authority neces-
sary ; and did not the action of that governor show his own
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acquiescence in these views, and also show that the grant was
farther embarrassed, by the fact that it lay within the neutral
territory? Y. and M., O. R. p. 140; N. R. 130. This, too, is
in accordance with the testimony of Benjamin Fields, who
swears that he always supposed such sanction necessary; p. 92
and 93; N. R. 89, 90; and are not these views strengtherled
by reference to the note of the commissioners, p. 43, 44, and
51?7 In which last note the commissioners say : —

4]t appears to be a historical fact, that the strip of country
called the neutral territory was early disputed by the ancient gov-
ernments of Texas and Louisiana, both alternately assuming and
repelling jurisdiction over it; and even after both provinces were
united under the dominion of Spain the dispute did not subside,
but was kept alive and perpetuated by the local commandants,
&c.” These commissioners, in their several reports, after class-
ing these in the first class of claims, recommend them for con-
firmation; a language which would not have been used in
reference to perfect titles,and which, coming from them, is to bé
req;rded as the language of the government itself. ‘9 Pet.R. 468.

hese were the grounds on which the District Attorney, in the
court below, insisted that the grants were inchoate and not
fect and absolute ; and we with great confidence'submit to the
court, therefore, whether these combined considerations do not
olearly distinguish these cases from that of the United States v.
Reynes, before referred to; and if so, whether they are not em-
braced by the act under which the suits are brought; and in
view of the whole case in all its aspects, we, with like confidence,
submit whether we are not entitled to recover.

1 Howard, 24; 7 Pet. R. 51; 10 Pet. R. 303; Civil Code,
title Prescription, 3421, 3437, 3438, 3465, and 3466 ; 2 White's
Recop. 191; Duff Green’s American State Papers, vol. 3, p. 73
to 83; Ib. vol. 4, p. 34-36, 60, 61, 75; Executive Document,
33, 2d session, 27th Congress, p. 81. Doe v. Eslava et al. 9
Pet. R. 449; Doe v. The City of Mobile, Ib. 468.

% The authority given to these officers (the register and re-
ceiver) was to be exercised only in cases of imperfect grants,
confirmed by the act of Congress, and not cases of perfect titles;
in these they had no authority to act.”

Mr. Justice CAMPBELL delivered the opinion of the court.

This cause comes before this court by an appeal from a decree
of the District Court of the United States for the Eastern Dis-
trict of Louisiana.

The appellees filed their petition in that court to establish
their claim to a share in two grants of land, situate on the
western border of Louisiana, in the country known as the

1
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-neutral territory, lying between the Sabine river and the Arroyo
Hondo.

One of these gants was issued by the commandant of the-
Spanish post at Nacogdoches to Edward Murphy, the 1st day
ofP July, 1798, for a tract of land called La Nana, containing
92,160 acres. The grantee, in the month of November follow-
ing, conveyed it to the trading firm of William Barr & Co., of
which Murphy and Samuel Davenport, the ancestor of the ap-
pellees, were respectively members.

The evidence of the grant consists in copies of the petition of
Edward Murphy to the commandant, dated in February, 1798,
for a donation of the tract La Nana, situate to the east of the
Sabine river, on the road leading from the town of Natchitoches.
The tract asked for forms a square of four leagues upon that
road, the centre of which is the prairie adjoining the bayou La
Nana. The motive of the application was, that the petitioner
might have summer pasturage for his cattle and other animals.
The petition was granted by the commandant, and the procu-
rator was ordered to place the grantee in possession. The pro-
curator fulfilled this order the first of August, 1798, by going
upon the land with the grantee and in the presence of witnesses,
“took him. by the right hand, walked with him a number of

s from north to south, and the same from east to west,
and he, letting go his hand, (the grantee,) walked about at plea-
sure on the said territory of La Nang, pulling up weeds and
made holes in the ground, planttd posts, cut down bushes, took
up clods of earth and threw them on the ground, and did many
other things in token of the possession in which he had been
placed in the name of His Majesty, of said land with the bound-
aries and extension as prayed for.”

The act of possession was returned to the commandant, who
directed « that it should be placed in the protocol of the post to
serve as evidence of the same, and that a certified copy should
be given to the person interested.” The conveyance of Murphy
to his firm bears date in the month of November after; was ex-
ecuted in the presence of the same commandant, and at that
time the certified copies offered in evidence, purport to have
been made.

The other grant is for a tract of land called Lios Ormegas,
containing 207,360 acres. It is founded on a petition of Jacinta
Mora to the commandant of the same post, in November, 1795,
who asked for the concession, that he might establish a stock
farm for the raising of mules, horses, horned cattle, &c., and to
cultivate the soil. The tract described in the petition contains
six leagues square on the river Sabine, the centre of the Western
line being opposite to thei.lndian crossing place of that river.
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The prayer of the petition was allowed the same day, and orders
given to the procurator to place the petitioner in possession,
“with all the usual formalities of style, and that he should re-
port his proceedings for the more effectnal confirmation of the
TO .” A
This order was executed in December, 1795, with the same
ceremonial that was employed about the order upon the La
Nana grant, and the act recording the transaction was placed
in the protocol of the post.

The paper in evidence is a certified copy made by the com-
mandant of the post in 1806, shortly before the conveyance of
the grantee to the firm of William Barr & Co., and in the cer-
tificate the copy is declared to have been compared and corrected,
and that it is true and genuine. ~

Besides these papers, the plaintiffs ’IProcured certified copies
from the officers of the land-office in Texas, from copies of the

rotocol made in 1810, which were submitted by the firm of

arr & Co. to the governor (Salcedo) of one of the internal
provinces of New Spain, of which this post was at the time a
dependency, apparently for the purpose of obtaining his sanction,
either to the authenticity of the document, or to the grant it
evinced. This copy of the La Nana papers does not.correspond
with that of 1798, but that of the Ormegas grant is substantially
the same as that made in 1806.

The plaintiffs, farther to support their claim, offered evidence
satisfactorily explaining why th@e papers came to be deposited
in the archives of Texas and for the fact of their discovery
there.

These claims were presented in 1812, to the commissioners
appointed to ascertain and adjust claims to lands in the Western
District of Louisiana, and have been before the several boards
which have been since constituted to effect the same object.
The genuineness of the signatures which appear on these copies
of the grant; that they have come from a proper depository;
that the parties who now hold them have claimed them since
the date of their titles; that the lands are fitted for the objects
for which they were sought, and have been used for that purpose;
that surveys and possession defined their limits, contempora-
neously, or nearly so, with the grants, are facts sufficiently esta-
blisbedy by the evidence submitted to the District Court. No
imputation upon the authenticity of the grants occurs in any of
the reports or acts of the government, but in the various reports
of the Boards of Inquiry they have been treated as genuine,
resting upon just considerations, and entitled to con ation
from the equity of the government.

The questions now arise, have these grants been legally esta~
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blished? Were they within the competency of the persons
making them ? Are they binding upon the faith of the govern.
ment of the United States? Does it lie within the jurisdiction
of this court to render a decree favorable to the petitioners ?

The copies made by the Spanish commandant from the pro-
tocol, and certified by him to be trne and gennine, though
dated long after the protocol, would be received in evidence in
the courts of Spain, as possessing equal claims to credit as the
primordial or originals. For the reason, that those like these are
certified by the same officer whose attestation gives authenticity
to the protocol, and who is charged to preserve it. 2 Escriche,
Dic. de leg. 185. And this court for the same reason bas uni-
formly received them, as bavin; the same authority. United
States v. Percheman, 7 Peters, 51; United States v. Delespine,
15 Peters, 319, and cases cited.

In this case the evidence of the loss or destruction of the
protocol is satisfactory, and the copies would be admitted as
secondary evidence upon well settled principles.

The power of the commandants of posts, in the Spanish
colonies to make inchoate titles to lands within their jurisdic-
tions has been repeatedly acknowledged by this court.

Under the laws and regulations of the Spanish Crown, it is
a question of some doubt, whether grants for the purpose of

ing cattle, were any thing more than licenses to nse the lands,
and whether they were designed to operate upon the dominion.
This question was presented in the case of the United States v.
Huertas, 8 Peters, 475, upon a grant “ with the precise condition
to use the lands for the purpose of raising cattle, without hav.
ing the faculty to alienate the said land by sale, transfer, control
of retrocession, or by any other title in favor of a stranger
without the knowledge of this government,” was confirmed b
a decree of this court against that objection upon the part o
the government, 8 Peters, 4756-709. We consider the question
closed by the decision in that case, in reference to the country
formerly held by 8pain, lying to the east of the Sabine.

The land comprehended in these grants at their respective
dates was within the unquestioned dominions of the Crown of
Spain. The evidence clearly established that the commandants
of the posts at Nacogdoches, before and subsequently, were
accustomed to make concessions to lands in the neutral terri-
tory. This was not at all times an unquestioned jurisdiction,
but between the years 1790 and 1800, it seems to bhave been
generally acquiesced in. Bome of the grants made within that
period have been confirmed by the United States. The dispute
of this jurisdiction was a dispute raised by other local comw
mandants and had no relation to the controversy which arose
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between the United States and Spain, upon the construction
of the treaty of St. Ildefonso and the limits of the cession it

made. Had these grants been executed after the date of that -

treaty, they would probably have been controlled by the doctrine
of the case of the United States v. Reynes, 9 Howard, 127, and
those of a kindred character. Having been executed by officers
of the Crown of Spain, within its dominions, and in the exercise
of an apparently legitimate authority, the presumption is in
favor of the rightfulness of the act. No evidence has been
given on the part of this government to impugn it, and much
evidence has geen adduced to uphold and sustain it."

The petition of the appellees describes the grants to be com-

lete, wanting nothing to their validity from the authorities of

ain.

pThey have adduced evidence to show that such was the
estimation in which they were held by the inhabitants of the
district of Nacogdoches. If the court had adopted this con-
clusion it could have taken no jurisdiction of the case. Its
jurisdiction under the act of 1844 is merely to supply the defi-
ciencies in the titles, which were in their incipient state at the
termination of the Spanish dominion. ‘

The facts pleaded, enable us to determine the case without a
reference to these legal conclusions of the parties. In the
United States v. Clarke, 8 Peters, 436, this court reviewed the
ordinances and regulations of the Crown of Spain for-the dis-
poéition of its uncultivated lands in the Indies, so as to ascertain
in whom, among its officers, the power to grant resided. From
the examination, it was concladed that in 1774, it was confided
to the civil and military Governors, from whom it had been for
some years previdusly withdrawn, and that it remained with
these officers till a period subsequent to the date of these grants
in the territories borderin‘gj upon the Gulf of Mexico. The
commandants of posts, and other sub-delegates of this officer,
were charged only with a superintendence of the incipient and
mediate states of the title, but the power of completely severing
the subject of the grant from the public domain was uniformly
retained by that central jurisdiction. 'We are, therefore, of the
opinion, that these concessions must be treated as imperfect, and
deEendent upon -the sanction of the United States. Upon a
full examination of the evidence, we think they are sustained
upon principles of equity, and that the decree of the District
Court that declares them to be valid, should be affirmed. -

That portion of the decree which provides that the petitioners
be entitled to locate so many acres of land as have at any time
been sold, or otherwise disposed of, out of said subdivisions
by the United States, or any other unappropriated land belong-
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ing to the United States, within the Btate of Louisiana, falls
within the objections, stated in the case of the United States v.
Moore, 12 Howard, 209, and of United States v. McDonogh, at
this term, and cannot be maintained. To this extent the decree
of the District Court is reversed. The effect of which reversal*
and of the decree rendered, is to exempt the lands sold or dis-
posed of by the United States from the operation of the plain-
tiffs claim, and to leave the question of indemnity between the
-claimant and the political department of this gdvernment.

Order.

This cause came on to be heard on the transcript of the record
from the District Court of the United States for the Eastern
District of Louisiana, and was argued by counsel. On con-
sideration whereof, it is the opinion of this court that the grants
set forth in the record are valid grants, and that so much of the
decree of the District Court as confirms them should be affirmed;
but that such of the lands embraced by the said grants as have
been sold or otherwise disposed of by the United States are
exempt from the operation of the said grants; and that so much
of the decree of the said District Court as authorizes the loca-
tion of so many acres of the lands embraced in the said grants
as have been sold or otherwise disposed of by the United States,
on any other unappropriated lands of the United States, within
the State of Louisiana, is erroneous, and should be reversed.

‘Whereupon, it is now here ordered, adjudged, and decreed,
that so much of the decree of the District Court as authorizes
the location of so many acres of the land as have been dionsed
of by the United States on any other unappropriated lands of
the United States, within the State of Louisiana, be, and the
same is hereby reversed and annulled; and that the lands so
sold or otherwise disposed of by the United States, be, and the
same are hereby exempted from the operation of the said grants.

And it is now here further ordered, adjudged, and decreed,
that so much of the decree of the said District Court as declares
the said grants to be valid, be, and the same is hereby affirmed.
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Tae UniTEp STATES, Arrm.i.mrs, v. Taomas H. ParTeRson.

A claimant of a share of the ts spoken of in the preceding case, having failed to
f:oduee egfidenea of the ri,gﬁ:.o.* hi-p;unwr to convey to him, cannot have a decres
his favor.
A person cannot intervene here who was no pne? to the suit in the District Court.
X:xd even if the practice of this court sanctioned such intervention, there is nothing
to show his right t8 do so in this case.

Tris was a branch of the preceding case. The original title
and the lands were the same. Patterson claimed under a deed
executed on the 21st of November, 1836, by the heirs of William
Barr, deceased ; but the deed purported to be executed by their
attorney in fact, Robert Thompson.

The cause was argued by the same counsel who argued the
preceding case, with the addition of Mr. Lawrence, who claimed
to intervene on behalf of the heirs of Joseph Piernas.

My. Lawrence, in support of this claim, alleged that,—The

titioners rely upon a conveyance of Jacinto Mora to Barr,
Evenport, and urqhey, bearing date the 22d day of July,
1805. This is the only title they set up in their petition to the
Ormegas tract.

During the pro of the cause they offered in evidence a
conveyance from Jacinto Mora to Joseph Piernas, bearing date
the 25th of April, 1796, a paper purporting to be a conveyance
from Piernas to Vitor Portia, dated 30th August, 1804, and a
conveyance from Portia to Davenport, dated in the year 1818,

All of these instruments of writing are in due form, except the
most important one, viz., that purporting to be from Piernas to
Portia, which was not aunthenticated by a notary or other officer,
is not taken from any legal depository, nor recorded in the land-
office, and in which neither the handwriting of the witnesses
nor of Piernas is proved, nor the witnesses produced or their
absence accounted for. In short, there is no proof at all of the
genuineness of the paper, but it is left for the court to judge of
the genuineness of the signature of Piernas.

N%w, it will be at once perceived that if there were no defect
in the chain of title from Piernas to Davenport, this would have
been the elder and better title to Davenport as to the Ormegas
tract; and yet, though the conveyance to Davenport of Piernas’s
interest was in 1818, and this petition was filed in 1845, it is not
even alluded to in the petition.

It will be seen, from the extract from vol. 3, American State
Papers, (Rec. 46,) that as late as 1815~ 16, Piernas made claim
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to this land before the board of commissioners, and no claim
was made by Vitor Portia.

In 1824 -5 the same land was recommended for confirmation,
but was never actually confirmed by Congress. Piernas had in
the mean time died, and his heirs were young children, living in

verty and obscurity. (See letter of Iiayward, Rec. 172; also
g’e ort to Commissioner, Rec. 213.

he heirs of Piernas deny that he ever signed the paper to
Portia, and aver that it is entirely fictitious.

Full notice of the claim of Piernas was before the court
below, for the petitioners introduced his title themselves. . It
was, therefore, fully within the competency of the court below,
if they perceived, from the record, title in Piernas to the Or-
megas tract, and had no legal evidence before them of his having

with that title,— to have reserved the rights of Piernas’s

eirs in their decree ; and it is respectfully submitted, that it is

within the ‘Power of this court (should the validity of the grant

be affirmed) to protect those rights, so far as they appear in
the present record.

In the case of Cunningham and Ashley, (14 How. 377,) this
court inte d meso motu, to save the new Madrid title.
Here an older title is introduced. ~The act of Congress says the
court is to decide on evidence brought in by any person other
than the parties to the suit. If so, it is proper to intervene here.
The deed from Piernas to Portia bad never been recorded, and
the court below had no right to receive it.

Myr. Baldwin, in reply to Mr. Lawrence, made the following
ints: — -

1. That the great lapse of time raised a strong presumption
against this claim.

From 24th day of April, 1818, when, as appears by the
record, Piernas conveyed his interest in that tract to Samuel
Davenport, no claim Kas ever been set up to this land, either by
Piernas or his heirs, until now, notwithstanding they reside in
New Orleans, where their suit was tried at great length in the
court below.

2. That the claimants under Piernas cannot intervene in this
court, it being a court of appellate jurisdiction.

3. That the deed from Piernas, being an ancient deed under
the laws of Louisiana, proved itself. _

4. That it was re%.larly proved — the testimony of Crusat, as
to the signature of Piernas, baving been taken without objec-
tion in the court below. )

5. That this court will not undertake to settle the rights of par-
ties in interest, but leave them to litigate their rights in the court
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below, or in the State tribunals ; and that whatever judgment the
court might pronounce in this matter, it would not be conclusive
between the parties.

Mr. Justice CAMPBELL delivered the opinion of the court.

T'his appeal was taken from a decree of the District Court
of the United States for the Eastern District of Louisiana.

The appellee claimed in the District Court a confirmation of
the grants for the La Nana and Los Ormegas tracts of land,
in which, he asserted an interest as an assignee of the heirs
of William Barr, one of the members of the firm of William
Barr & Co,, in which they had been vested.

The questions of law and fact, arising in this case, are the
same as those determined in the case of the United States v.
Samuel Davenport’s Heirs, in so far as they concern the validity
of the grants.

The evidence of the purchase by the plaintiff from the heirs
of Barr is not sufficient. No power of attorney appears in the
record to Thompson, who made the conveyance to the plaintiff
in their name. It is therefore proper that the decree that shall
be entered shall be without prejudice to their right, and this
opinion is filed in order that this judgment of the court may
be understood. The operation of the judgment will be, to
gct the title for the benefit of the legal representatives of Willlam

arr.

In this cause, as well as in that of the United States v.
Samuel Davenport’s Heirs, a motion was submitted on behalf
of the heirs of Joseph Piernas alleging that a deed from Joseph
Piernas to Victor Portia, dated the 30th August, 1804, being a
link in the title to the Ormegas grant, was not sufficiently
roven, and suggesting that it was not a genuine deed, and pray-
ing for leave to intervene in this suit to sustain their rights to
this property.
- The court is of opinion that the motion cannot be allowed.
The plaintiff commenced his proceedings to assert his own
claims against the United States. Those proceedings can
neither benefit nor injure the persons interested in this motion,
for they are not parties to the cause. The period for the asser-
tion of a claim under the act of Congress of 17th June, 1844,
bas expired. Neither in the District Court nor in this court
would it be lawful for persons, who failed to avail themselves
of the benefit of that act during its operation, to intervene for
the purpose of establishing a right under grants like these, after
its expiration, in a suit commenced by other persons.

In ooking through the record, we find no fact to authorize the

belief that the heirs of Piernas have any title to the lands em-
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braced in these grants. If, therefore, it was compatible with the
constitution 'and practice of this Court, for a person to inter-
vene here in a litigation, to which he was no party in the court
of original jurisdiction, we find nothing to authorize it in the
present instance.

The decree will be entered here to conform to that pro-
nounced in the suit of the United States ». Davenport’s Heirs,
with the direction that the confirmation shall be for the use of
the legal representatives of William Barr, deceased.

Order.

This cause came to be heard on the transcript of the record from
the District Court of the United States for the Eastern District
of Louisiana, and was argued by counsel. On consideration
whereof, it is the opinion of this Court that the grants set forth
in the record are valid grants, and so much of the decree of the
District Court as confirms them, should be affirmed for the use
of the legal representatives of William Barr, deceased ; but that
such of the lands embraced by the said grants as have been sold
or otherwise disposed of by the United States, are exempt from
the operation of the said grants — and that so much of the de-
cree of the said District Court as authorizes the location of so
many acres of the lands embraced in the said grants as have
been sold or otherwise disposed of by the United States on any
other unappropriated lands of the United States within the State
of Louisiana is erroneous, and should be reversed. ‘

‘Whereupon it is now here ordered, adjudged, and decreed,
that so much of the decree of the District Court as authorizes
the location of so many acres of the land as have been disposed
of by the United States on any other unappropriated lands of
the United States within the State of Louisiana be, and the
same is hereby reversed and annulled —and that the lands so
sold or otherwise disposed of by the United States be, and the
same are hereby exempted from the operation of the said grants.

And it is now here further ordered, adjudged, and decreed,
that so much of the decree of the said District Court as declares
the said grants to be valid, be, and the same is hereby affirmed
for sf:l:le. use of the legal representatives of William Barr, de-
cea

VOL. XV. 2
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Tae UnNiTep StaTES, APPELLANTS, v. JEAN BapTisTE D’Av-
TERIEVE, PONPONNE Lk Branc aANpD Oruers, Heirs anD
LEGAL REPRESENTATIVES OF JEAN ANTOINE BeErNarD D’Av-
TERIEVE, DECEASED.

The heirs of D’Auterieve claimed a tract of land near the river Mississippi, upon two
grounds, viz., 1st, Under a grant to Duvernay by the Western or Mississippi Com-
any in 1717, and a purchase from him by D'Auterieve, the ancestor, accompanied
Ey tie possession and occupation of the tract from 1717 to 1780; and 2d, Under
an order of survey of Unzaga, Governor of the province of Louisiana in 1772, an
actual survey made, and a confirmation thereof by the governor.

With respect to the first ground of title, there is no record of the grant to Duvernay,
nor any evidence of its extent. It is, therefore, without boundaries or location ;
and, if free from these objections, it would be a perfect title, and therefore not within

Wdtll: juﬁsdictiortlh:f the lzlistrict go%rt, t|lmdiefr :;le acts of;1 1824 n;u}U 1844, be regarded
ith respect to the second ground of title, e proceedings of Unzaga
as a confirmation of the old French grant, then the title would become a complete
one, and beyond the jurisdiction of the District Court.

If they are regarded as an incipient step in the derivation of a title under the Spanish
government, then the survey did not extend to the back lands which are the pro-
perty in question, but only included the front upon the river, which was surrendered
to the governor in 1780. '

Neither the nﬂm or lower side line, nor the field-notes, justify the opinion that the
survey included the back lands. A letter addressed to U by the surveyor is
80 ambiguous, that it must be controlled by the field notes and map.

The neglect of the parties to set up a claim from 1780 to 1821, and the acts of the
Spanish government in granting concessions within the limits now claimed, farnish
a pre;nmpt.ion of the belief of parties that the whole property was surrendered
in 1780.

Tuis was an appeal from the District Court of the United
States, for the Eastern District of Louisiana.

The history of the claim is fully set forth in the opinion of
the court.

It was argued by Mr. Cushing, (Attorney-General,) for the
United States, and submitted on a printed argument, by Messrs.
Janin and Taylor, for the appellees.

The points made on the part of the United States were the
following : —

1. That the claim of the petitioners, founded on the alleged
grant by the Western Company is not open for discussion, the pe-
titioners having taken no appeal from the decree of the court below,
confirming their claim to the extent only of the forty-four arpens
of front, and excepting evén out of this confirmation the forty in
depth on the front granted to the Acadians. But if it were, then
every thing relating to that grant and its extent and locality,
and what interest I’ Auterieve had in it, are so vague and uncer-
tain that it would be impossible to identify and locate the land,
and the grant would have to be declared void.
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2. That D’ Auterieve, by accepting the new concessions from
the Spanish authorities, thereby waived all claims under the
grant of the Western Company.

3. That the edict of 1728, and the alleged order of O’Reilly
reducing the extent of the lands and the granting of them to
others, subsequent to the alleged concessions, are acts for which
the petitioners can have no relief against the United States,
being the acts of competent French and Spanish authorities
during the time these powers held the sovereignty of the country.

The property, in the enjoyment of which the treaty stipulates
that the inhabitants of the ceded territory were to be maintained
and protected, was such property as stood recognized by Spain
at the date of the treaty, as the private property of the inbabit-
ants. The United States are not bound to recognize what Spain
had not recognized.

4. That the evidence in the case shows that this claim was
voluntarily given up and surrendered to the Spanish authorities
in 1780, and the long silence from that time until 1836, shows
that it had been abandoned by the claimant’s ancestors, and the

nts made by the Spanish authorities within the limits of the
and claimed, to the Acadians and others subsequent to the sur-
render, show how they regarded the matter.

6. That there was no sufficient evidence of the concessions
made by O’Reilly and Unzaga such as to enable the court
below to take jurisdiction of the claim. None were produced,
and there was no evidence of loss or contents. The act of 1824
limits the jurisdiction to claims founded on any grant, warrant,
or order of survey. The letter of Unzaga to I’ Auterieve is not
a concession, and the recital in the certificate of survey of Andry
is not evidence of the existence of the concession or of its
contents.

6. That there is nothing in the case to authorize the side lines
to be run to the Atchafalaya river. It is alleged in the petition
that O’Reilly, at the time of his visit to point Coupee in Decem-
ber, 1769, whilst he reduced the front of the grant, allowed the
original depth to the river to remain. The first thing to be done
is to show that this was the depth of the French grant. There
is not a particle of evidence to show that this was the original
depth, or to show that O’Reilly sanctioned it. A supposition,
even that he could have sanctioned it, is put to flight by the
first article of his regulations, made 18th February, 1770, on his
return to New Orleans, from his visit, which declares that grants
on the borders of the river (the Mississippi) shall be forty arpens
in depth. That this was the depth allowed by O’Reilly to
D’ Auterieve, is corroborated by the sale made by the widow of
the latter shortly after his death, which conveys only to the depth
of forty arpens.
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As to Andry’s plan and certificate of survey, they say nothing
as to the rear boundary being the Atchafalaya, neither do they
profess to state that he measured and run the side lines to any
distance whatever; he merely murks their direction, without
sa‘ying how far they run; disregarding the twelfth article of
O’Reilly’s regulations. The redr boundag cannot be ascertained
from either or both of the plan and certificate of survey, and the
lands cannot, therefore, be located, and the alleged concessions
of O'Reilly and Unzaga must therefore be declared void, as
being vague and uncertain.

If the claimants were entitled to the confirmation of any part
of the concessions it would be. confined to the lands delineated
on Andry’s plan, (which, it will be seen on examination, stretches
back from tﬁe river only about forty arpens,) because Unzaga in
his letter to D’Auterieve states, that he « approves the survey,
conformably to the plan of the surveyor, E)on Lewis Andry,
dated 12th March, last.” But even this would avail the claim-
ants nothing, for the whole lands appearing on the plan are ab-
sorbed by the Acadian grants, excepted from confirmation by
the court below, and other Spanish grants in their rear.

The brief of Messrs. Janin and Taylor was as follows : —

The petitioners in this action seek to obtain the confirmation
of a tract of land as deseribed in their petition, extending from
within forty arpens of the Mississippi river to the Atchafalaya.
Their title to it is asserted to result from a grant made by the
« Western Company,” created by the King of France, in 1717,
to Paris Duvernay, having four leagues front on the western
bank of the Mississippi river, opposite Bayou Manchae, and
extending back to the Atchafalaya river. And from the pro-
ceedings of the Spanish government in relation to it, after the
transfer of Louisiana by France to Spain, under the treaty of
1762, by which the front on the Miusissippi was reduced to
forty-four arpens, between side lines, the beginning and courses
of which were established in 1772, by the proper surveying
officer, and approved by the then governor, with the former
depth to the Atchafalaya.

We shall confine ourselves to a reference to the evidence in
the record produced by the petitioners, inasmuch as there can
be no question as to the authority of the Western Company to
make the grant alleged to bave been made to Paris Duvernay,

1 White’s Recopilacion, 641,642, art. 5; 643, art. 8,) or of the
panish authorities to recognize the title of the then holder of
it to the whole or to a part of the land comprised in it in 1772,

The original grant by the Western Company has not been
produced, nor indeed any direct written evidence of its exis
ence, or its precise location or extent. 4
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The evidence showing the existence, location, and extent of
the grant to Paris Duvernay is, 1st, historical ; 2d, documentary;
and 5?11, parol, and is as follows :

1st. Historical Evidence.

1st. Mention is made of it in Martin’s History of Louisiana,
vol. 1, pp. 205 and 246. In tbat work it is spoken of as onme
of the large grants made by the “ Western Company ” to pro-
mote the settlement of the colony, and is described as situated
on the right bank of the Mississippi, opposite Bayou Manchac.

The arrival of the settlers sent out by Duvernay in or about
1718, to be established on the grant, is related in Martin’s His-
tory, (vol. 1, p. 206,) and it is also spoken of by Bernard de la
Harpe, in his “ Journale Historique de Pestablissement des Fran-
¢ais a la Louisiana,” p. 142,

2d. Documentary Evidence.

1. The existence of the grant is clearly shown by the descrip-
tions of the contents of different papers found by the public
officer, who made an inventory in due form of law of the effects
left by Claude Trenonay de Chamfret, at Point Coupee, in
Louisiana, on the 10th of July, 1793.

2. Its existence is clearly shown by the following copies ob-
tained from France:

1st. An extract from the archives existing in the office of the
Minister of Marine and the Colonies of nce, containing a
statement of the passengers embarked for Louisiana, on the
ship Gironde, on the 30th of September, 1724, in which one
of the passengers is described as “director or manager of the
concession belonging to H. Paris Duvernay;” and others are
spoken of as workmen attached to the same concession.

2d. Extract from the same archives, containing a statement as
to the companies of infantry supported in the province of Lou-
isiana, and of the situation of the inlmabitants at each point,
dated May, 1724. Mention is here made of the concession of
Mr. Paris, and a number of particulars are given with respect
to it.

3d. Extract from a general census of the plantations and
inhabitants of the colony of Louisiana, from the same office,
dated 1st January, 1726. Mention is made in it of the “ con-
cession of Mr. Paris Duvernay, at bayou Goula.”

4th. Extract from the same archives, dated 17th May, 1724,
This is an extract from the register « Comptes des Indes,” and

is an order from the directors of the East India Company, on
pLJ
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the council of Louisiana, for fifty negroes, for which Paris Du-
vernay had paid the sum of 40,000 livres to the company in
Paris. -

5th. Copy of a notarial act palsed in Paris on the 16th of
May, 1729, between Duvernay and others, who were interested
with him as partners, in relation to this concession.

6th. Copy of a notarial act passed in Paris, on the 2d of
October, 1726, containing the deliberations of the persons then
interested in relation to the management of this concession.

7th. Copy of a power of attorney, by notarial act, from Paris
Davernay to Claude Trenonay de Chamfret, dated 18th October,
1731, giving him authority to cancel and annul a previous ar-
rangement, and to take back the plantation and concession.

8th. Copy of contract by notarial act between Duvernay
and de Chamfret, 18th October, 1731.

9th. Mention of the copy of a decree putting Claude Tre-
nonay de Chamfret, acting under the power of attorney of
Paris Duvernay, in possession of the concession contained in
the extract from the inventory of Claude Trenonay de Chamfret,
before inentioned. The date of this decree was 16th August,
1733. It is erroneously printed in the transcript, 1783,

10th. Notarial act of donation, made by Paris Duvernay to
Claude Trenonay, of the establishment, &c., and to all his rights,
by virtue of the concession originally made, &c. This was
dated at Paris, 28th July, 1748,

11th. Copies of acts, &c., &c., showing sale by Claude Tre-
nonay de Chamfret to D’Auterieve, of the concession, and the
ratification of that sale by Claude Trenonay, by hia accepting
a note or notes representing a part of the price, and enforcing
the payment of them.

The act, at page 36, of the transcript, executed by Trenonay,
makes mention of his claim against bis uncle, Claude Tre-
nonay de Chamfret, for the alienation of property belonging to
him ; and that at page 37, recites that de Chamfret had given
up an obligation of I’ Auterieve for the sum of fourteen thou-
sand four hundred and sixty-six livres, the balance of the sale
of the plantation at bayou Goula, comprised in the donation to
him. In the examination of papers contained in the inventory
before referred to, there is one described as the decree of the
council, condemning D’ Auterieve to pay to Trenonay the amount
of his obligation for 14,456 livres. i .

And this brings us to a new epoch. No trace has been dis-
covered of the original grant. If it remained in the bands of
the original grantee, it was doubtless soon, lost after he, or his
heirs, ceased to have any interest in the land comprised in it.
The Western Company ceased to exist long before the transfer
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of Louisiana by France to Spain, in 1769. After Spain took
possession of the Province, O’Reilly, the first Governor, by an
arbitrary exercise of power, declared his determination to reduce
the front of D’Auterieve, the%hen owner of the concession, to
a front of twenty arpens. There is, however, no written evi-
dence of this fact, but what results from the statement made
by Andry, in the procés verbal of his survey. Unzagsa, the
succeeding Governor, did not carry out the determination of
O’Reilly. He reduced the front on the river, however, to forty-
four arpens, but left to D’Auterieve the original depth to the
Atchafalaya. This appears from the copy of the procés verbal
of the survey made by Andry, under the authority of the Go-
vernor General, on the 12th of March,1772, to be found at page
27, of the printed transcript, and the plan or map representing
the same at page 40, of the original transcript, and from the
express approval of the survey, procés verbal, and plan, which
were laid before him on the 28th of March, 1772, made and

iven in writing on the 12th of July, of the same year, 1772.

here are translations of the material parts of the procés verbal
of the survey, made by Mr. Janin, and embodied in a brief pre-
sented by him to the land office in 1835 or 1836, at page 21, of
the transcript, and a translation of the letter of Unzaga approv-
ing it, also embodied in the same brief, at page 22.

rom these proceedings, three facts are rendered indisputable,

1st. That it was to the knowledge of the Spanish government
that a valid grant existed, under the authority of France, for a
very large tract of land at the point in question, the title to
which at the time vested in D’Auterieve, of which 'the tract
comprised in the lines established by the survey, made a part.
2d. [i'hat it had a very wide front on the river; and 3d. That
it extended back in depth to the Atchafalaya.
- The parol evidence of Degruys, as to the existence, location,
and extent of the grant, is very clear and distinct. The por-
tions of his deposition relating to these points are in harmony
with the proceedings and acts of the Spanish government, as
shown in the recorg.‘

The lines established by the Spanish government, as the °
boundaries to the land left to D’ Auterieve, after 1772, are shown
by the following evidence : ‘

1st. By the grant to Delpino, received in evidence,and copied
into the transcript, and the survey of the land granted to him,
which survey was made on the 14th of February, 1772, before
the survey made of the land left to I’Auterieve, which was
confirmed by the United States to Joseph Hebert, under No.
406. (See confirmation, page 46, of printed transcript.) Pub-
lic lands, page —, and is represented as lot or section 48, on the
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plot of T. 10, R. No. 13 east, which is contained in the original
transcript; and

2d. By the grant to An. Maria Dorva), and the survey of the
land granted to him, made on the 12th of March, 1772. This
was confirmed to Barbre Chlatre, No. 206. (Public Lands,

pag‘eixese)two tracts constituted the upper and lower boundaries
of the tract left to I’ Auterieve, and the lower and upper lines,
respectively, determine the direction of the side lines of the
claim.

D’ Auterieve continued in possession of this property up to
his death. He entered into a contract for erecting a mill there
in 1772. He died there in 1776.

D’ Auterieve, at his death, left several young children, who
were his heirs. After the death of D’Auterieve, his widow, the
same year, (1776,) sold six arpens of the front, with the depth
of forty arpens. The remainder of the front, to the depth of
fo;tg arpens only, was afterwards comprised in an arrangement
made by Degmys, with Governor (alvez, as stated in his
deposition before referred to. The statement of Degruys is
confirmed by the fact that the surveys of the different portions
of the front were all made long after the arrangement spoken
of by him, (being, in point of fact, made in 1796,) and that it
is stated in the procés verbals of the surveys that these lands
were those which were contained in the forly arpens from the
concession of Mr. D'Auterieve, for the establishment of the
Acadian families. (See procés verbal of survey, by Pintado,
and forming part of the concession of Mr. Dotrive, which was
destined for the establishment of the Acadian families, and
“ which were taken for the establishment of the French Acadian
families, from the concession of Mr. Dotrive.”

The court is also referred to the brief of Mr. Janin, prepared
and filed with the commissioners in 1835 or 1836, which we
find copied in the transcript at page 18.

Mr. Justice NELSON delivered the opinion of the court.

This is an appeal from a decree of the District Court for the
Eastern District of Louisiana.

The heirs of I’ Auterieve filed their petition under the act of
Congress of the 17th June, 1844, which provides for the adjust-
ment of certain land claims against the government, setting up
a claim to a large tract in the parish of Iberville, on the west
bank of the Mississippi river, at a place called Bayou Goula,
some thirty leagues above the city of New Orleans. The de-
cree below is in favor of the heirs, and the case is now before
us on an appeal by the United States.
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The petition sets out a charter from the King of France, in
August, 1717, by which the province of Louisiana was granted
to the Western or Mississippi Comgan‘y; and also a grant frorg
that company in the same year, to Paris Duvernay, a wealthy
capitalist of France, of a tract of land fronting on the western
bank of the Mississippi opposite Bayou Manchac, having four
leagues front on the river, and extending back in the rear to the
river Atchafalaya. That soon after this, Duvernay fitted out a
company of sixty men, under the direction of his agent Dubuis-
gon, all of whom arrived at New Orleans in the spring of 1716,
and immediately thereafter settled upon the tract; the settle-
ment was known as the “ Bayou Goula Concession,” the prin-
cipal establishment being in the neighborhood of the village of .
the Bayou Goulas Indians. That the settlement was kept up by
Duvernay for many years at great expense, and under many
difficulties, and contributed materially towards the establishment
of the French dominion in Lower Louisiana.

The petition further states, that in 1765, Duvernay, through
his agent, Tremonay De Chamfret, sold the tract in question to
Bernard D’ Auterieve, the ancestor of the present claimants, and
delivered to him the possession. That in 1769, after O’Reilly
had taken possession of the province, on behalf of the King of
Spain in pursnance of the treaty of 1762, he gave orders
that the Bayou Goula Concession should be reduced from four
leagues to twenty arpens front, but that Unzaga, his successor,
in 1772, enlarged it to forty-four a?ens on the river, and ordered
a survey of the same by Luis Andry, the government surveyor,
which was made acco ingli' on the 12th of March, 1772, and
approved by the Governor, 12th July, of the same year. D’Au-
terieve continued to occupy and improve the tract, making it
his place of residence, from 1765, the date of his purchase, till
his death, 24th of March, 1776. That the widow remained in
Eomssion with her children till 1779, when she married Jean

abtiste Degruys, who resided at Attakapas, to which place they
removed.

The petition further states, that about this time, Galvez, the
then Governor of Louisiana, desirous of introducing some Spa-
nish families from the Canary Islands as colonists, and to pro-
vide a settlement for them, made contracts with various persons
for the construction of small houses, and, among others, with
Degruys ; who undertook to build a number on the Bayou Goula
Concession, and to give up the front on the river to the use of
these colonists, with forty ns in depth; that he built a
number of these houses, and delivered them to the Governor,
and was paid for them ; but not in accordance with the agree-
ment. That the government having become engaged in a war
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against the province of of West Florida, the Governor cha:ged
his purposes in behalf of the Spanish families, and assigned a
different location for their accommodation, but subsequently set
apart this tract with the cabins erected, to a number of Acadian
emigrants, who had been some years previously driven from
their ancient possessions in Nova Scotia by the British govern-
ment. The petition states, that Degruys and his family con-
tinued to reside at Attakapas, where they had other property;
that the back land in Bayou Goula Concession, being either
low swamp land, or nearly inaccessible, and of little value, was
neglected by the family, and especially by Degruys, the head of
it, and some portions were subsequently granted to others by
the Spanish government, in ignorance of the rights of the an-
cestors of the present claimants. The petitioners admit that no
claim was set up to these back lands, from the time the front
was surrendered to Governor Galvez, which must have been
about the year 1780, down till 1821 or 1822, when the heirs
employed the late Mr. Edward Livingston, as their attorney, to
inquire into their claims. They state that the children of D’Au-
terieve, at the time of his death were under age; that there
were four of them; and at the time of the removal of the
family from the Concession to Attakapas, the eldest, Antoine,
was only fourteen years old, the second, Louis, twelve, the third,
Marigny, six ; the fourth, Dubrelet, died in infancy. Antoine died
in 1812, leaving four children; Marigny in 1828, leaving no
issue; Louis, in 1814, leaving four children. These descend-
ants of I’Auterieve have instituted the present proceedings.
The widow died in 1811. Degruys, the husband, was living at
the commencement of this suit, and has been examined, as a
witness, on behalf of the claimants.

These are the facts substantially, as stated in the petition ;
and the title of the petitioners, as will be seen from the state-
ment, is founded, 1st, upon the grant or concession to Duvernay
by the Western or Mississippi Company, in 1717, and the pur-
chase from Tremonay de Chamfret, his agent, in 1765, by D’ Au-
terieve the ancestor, together with the possession and occupation
of the tract, from 1717 down to 1780, when the family left it,
and removed to Attakapas; and 2d, upon the order of survey
of Unzaga, in 1772, the survey made accordingly by Andry, and
the approval of the same by the Governor in the same year.

As it respects the first ground of title, the grant to Duvernay
in 1717, no record of it has been produced, and, after a thorough
examination of the archives of that date, both at New Orleans
and at Paris, and in the appropriate offices for the deposit of
such records, none can be founfi The only proof furnished is
to be found in the historical sketches given to the public, of the
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first settlement of Louisiana by the French government, under
the direction of the Western or Mississippi Company, together
with some documentary evidence relating to the settlement of .
the plantation by Duvernay, through his agents, such as powers
of attorney, and some intermediate transfers of the titles, in the
course of the agency. But unfortunately, neither the historical
sketches, or documentary evidence, furnish any information as
to the extent of the grant or its boundaries.

The several historians of the transactions of the Western
Company in Louisiana of that date, concur in stating that
agriculture was one of the first objects of encouragement in the
colony ; that the company thought the most effectual mode of
accomplishing it would be to make large concessions of land to
the most wealthy and powerful personages in the kingdom.
Accordingly, one of four leagues square, on the Arkansas river,
was made to John Law, the famous projector of the company,

+and its Director-General, together with twelve others in different
places in the province, and among them, one on the right bank
of the Mississippi, opposite Bayou Manchac, to Paris Duvernay,
the grant in question. 'Phe extent of these grants is given only
in the instance of Law. Duvernay at the time was one of the
counsellors of the king, and Intendant of the Royal Military
Academy in France. %n the course of the first year after the
grant was made, he shipped with his agent, Dubuisson, some
sixty emigrants, and settled them upon the tract, with the neces.
sary provisions and implements for clearing the plantation, for .
the erection of cabins, and for husbandry, and in a few years
after, 1724, he purchased and sent to Louisiana, some fifty
slaves to supply labor upon it. Large sums of money were
also expended by him in other improvements. But, notwith-
standing the exertions and large expenditures of the proprietor,
the establishment turned out unprofitable, became embarrassed
through the neglect and dishonesty of the agents, and involved
in litigation, so that in 1765 he made a sale of part of it to
D’ Auterieve, as already stated, and in the next year, 1766, gave
the residue and all his interest in the concern, to Claude Tremo-
pay, his nephew, he agreeing to indemnify him against any
ﬁl:i;m or demands arising out of it, and for which he might be
iable.

Now, as it respects this branch of the title set up, and relied
on by the petitioners, there are two objections to their proceed-
ings under the act of 1844, either of which is fatal to a recovery.
In the first place, the title, as derived from Duvernay, if still a
subsisting one in them, is a complete and perfect one, and con-
sequently not within the first section of that act, which confers
the jurisdiction upon this court. The place to litigate it 18 In
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the local jurisdiction of the State by the common-law action of
ejectment, or such other action,as may be provided for the trial
of the legal titles to real estate. For, although we are not able
to speak of the nature or the character of the title from the terms
of the grant, in the absence of that instrument, all the evidence
which has been furnished in relation to it leads to the conclusion
that the full right of property passed to the original grantee.
Even the length of possession, which is relied on, lays a foun-
dation for the presumption of such a grant, and cannot therefore
avail the petitioners here.

And in the second place, the tract claimed as derived from
Duvernay is without boundaries or location. The only descrip-
tion that has been referred to, or which we have been able to
find, after a pretty thoroth search, even in historical records, is
that it was a grant of a large tract upon the right bank of the
Mississippi river, opposite Bayou Manchac, a point some thirty
leagues above New Orleans. In the intermediate transfers and ¢
powers of attorney, found in the record, it is referred to as a
plantation or concession, known by the name of ¢ Le Dubaisson,”
the name of the first agent, or by the name of “ Bayou Goula
Village,” the name of an ancient Indian village at that place
on the river. We have no evidence of the extent of the conces-
sion on the river, or of its depth back, or of any landmarks de-
signating the tract, by which it can be regarded as severed from
the public domain.

Without, therefore, pursuing this branch of the case further,
it is sufficient to say, that no title or claim of title has been
made out under the French grant, or concession, to Duvernay,
that could have been recognized or dealt with by the court
below, under the limited jurisdiction conferred by the act of 1844,
and of course no ground for the decree in that court, in favor of
the petitioners under-it. The title, if any, is a legal one, not
cognizable under this act.

he next branch of the title set up and relied on by the peti-
tioners, is that derived from the Spanish government in 1772.

It appears that O’Reilly, who first established the Spanish
authority in Lower Louisiana in 1769, after the cession by
France in 1762, assumed the right to reform and modify several
of the large ts that had been made by the old goverment
upon the Mississippi river, and required of the occupants
to confine themselves within fixed and determined boundaries.
His avowed object was to secure a denser population upon the
margin of that river, especially above New Orleans, with a view
to groeect the province against the incursions of hostile Indians,
and glso against the border settlements of the English, in case
of a war between Great Britain and Spain. Amongst others,
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he reduced the possession of D’Auterieve under the grant to
Duvernay, to twenty arpens front on the river. Unz how-
ever, who succeeded him as governor of the province in 1772,
enlarged it to forty-four arpens front, and ordered a survey of
the same by Andry, the public surveyor. This survey was
made, returned, and approved by Unzaga in the same year.

These acts of O’Reilly and Unzaga have been urged as a con-
firmation by the Spanish government, pro tanto, of the French

nt to Duvernay ; and it may be admitted that they are enti-

ed to great weight in that aspect of the case. But this view

cannot avail the petitioners here, as the effect would be simply

the confirmation of a complete and perfect title, which we have

seen cannot be dealt with under this act of 1844. The title

thus confirmed must necessarily partake of the nature of the one
derived under the French concession or grant.

It has also been urged, that this order of survey by Unzaga
may be properly regarded as an incipient step in the derivation
of a title under the Spanish government, independently of any
previous grant — hence an incomplete title, and therefore an ap-
propriate case for examination by the District Court, under the
act of 1844, This, we think, cannot be denied, and shall there-
fore proceed to examine the claim to the tract in question, under

“this survey by Andry.

‘We have before us the field-notes of this survey, together with
the lines protracted upon the map accompanying them. They
furnish full evidence, that the tract assigned to I’ Auterieve by
O’Reilly and Unzaga, was severed from the royal domain, and
its boundaries determined ; and, were there nothing else in the
case, there would be but little difficulty as it respects the title
within these boundaries. But, as we have already seen, it is
admitted that the front of the tract on the river within the limit
of this survey, and for forty arpens back, was given up to Go-
vernor Galvez, in or about the year 1780, and was subsequentl
assigned by him to the Acadian emigrants, under whom it
is still held. No part of this is claimed by the petitioners. But
it is insisted that this survey extended back from the river
beyond the forty arpens, and even to the Atchafalaya river, a
distance of some twelve or fifteen miles. . The claim 1s confined
to this part of the tract. It becomes material, therefore, to
ascertain the extent of this survey, especially the depth back
from the river. The upper side line is the boundary between this
and the adjoining lot, which then belonged to Vincente Delpino.
This lot was surveyed by Andry, in February, 1772, the month
previous to the survey of D’Auterieve in question; and, it is

- stated in the field-notes that the two lots are separated by a
strait which appears to extend back from the river to the north-
YOL. XV. ‘ s
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west, and will serve as a common boundary between the adja-
cent owners. Andry further states that no landmarks have
been made upon the line, as the channel of the bayou or strait
is taken as the boundary; and may serve as a commmon canal
for both habitations to get wood from the mountains. In a
note to this survey it is stated, that D’Auterieve and Delpino
had agreed between themselves, that in case the said bayou
instead of following the direction of the course of the line which
was north-west, should incline more towards the west, that is,
upon the concession of D’Auterieve, then this canal should
remain the propertlgeof the latter.

This survey of Delpino’s lot extended back from the river the
usual depth, which was fortg ns, or one mile and a half. It
was made in February, 177 ."K‘ehe survey by Andry of D’Au.
terieve’s lot was ma(za in the next month. The field-notes of
that survey adopts this bayon or canal as the common boundary
between him and Delpino in case the course of its channel
should be north-west; gnt if it should incline more west, then it
was to belong exclusively to I’ Auterieve. No other boundary
was designated on this line, this bayou, as said by Andry, being
supposed to be the division until its course may be perceived or
ascertained after the land has been cleared. The bayou is drawn
upon the map giving to it the course supposed; and the note
of Andry appended, ex'plaining it as follows: “ Bayou or strait
which separates the lands of the party interested from the lands
of Vincente Delpino, under the stipulation expressed in the
certificate.” . .

Now this is the upper side line of D’ Auterieve, which it is in.
sisted on behalf of the petitioners, extends back from the river
not only the depth of forty arpens, but back to the Atchafalaya
river, a distance of some twelve or fifteen miles. This river is
not mentioned in the field-notes, nor is it delineated on the
map, nor anywhere referred to as the terminus of the line. On
the contrary, the lower side line of Delpino, the next neighbor
above, is adopted as a common boundary between them, and
that line, it is admitted, extends in depth but forty arpens, leav.
ing, therefore, a very strong, if not controlling inference, that
this was also the depth of 1’ Auterieve’s.

In making the survey, Andry run out the two lots of D’Au-
terieve separately, that is the twenty arpens as lmited by
O’Reilly, and adjoining these, the addition made by Unzaga,
his successor. This mode was adopted as enabling the surveyor
the better to make the requisite allowance for the sharp bend in
the Mississippi river at this stretch of it. Accordingly, after
ascertaining the lower point on the river, of the twenty arpens
and course of the line back, Andry states in the field-notes, that
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he traced the line back, marked E, B, X, as a common limit
between the two aforesaid grants ; but he says he placed no
landmarks on it, as both the grants belonged to the same mas-
ter, and the interested party so desired.

Thie line is also drawn upon the map,’and corresponds with
the upper side line in depth, and of course with the rear line of
Delpino’s lot, which was but forty arpens back,

The field notes then set ont in detail the survey of the
remaining twenty-four arpens conceded to D’Auterieve by Un-
zaga, and after ascertaining the lower point on the river and
course of the lower side line back, describes it as a line marked
Q, R, 8, and as separating the lot from Antonio Dorval, the
peighbar below. On referring to the map, it will be seen that
this line corresponds in depth with the two preceding back lines
of the survey. Dorval’s lot extended in depth only forty arpens.

The field notes further state, that adopting this line as the
true boundary between D’Auterieve and Dorval, his neighbor
below, the former would be deprived of a road of four leagues
in extept, which he had made through the mountains and
swamps, to enable him to go to the Atchalalaya and attend to
his cattle which he had on 8 vachary at Attakapas; and this
being so, Andry changed this lower {ine so as to include the
yoad within the limits of the lot.

This completed the survey; and it will be seen, from the
examination, that there is not the slightest ground for the claim
set up, on the part of the petitioners, that the tract as surveyed
under the Spanish order extended back to the Atchafalaya, or
. further than the usual depth of forty arpens. This river is not
drawn upon the map as the boundary in the rear, nor is it
designated or even referred to as such boundary in the field-
notes, on the contrary the rear line of the tract as drawn on the
map corresponds with the termini of the lines traced back from
the Mississippi, and which we have already described.

Andry, in his report of the survey to Unzaga, mentions his
departure in tracing the lower line of the lot from his instruc-
tions, with a view to include the road, and observes, that he
bad bounded him in the said road and its adjoining lines as far
as the river Atchefalaya, subject to the approbation of his
Excellency. This survey was approved by Unzaga, and it is
argued, that this communication of Andry implies that this
Jower line of the tract was intended to reach back to the Atcha-
falaya. The answer to this is, that no such intention is to be
found in the minutes of the survey kept at the time it was
made, nor as indicated upon the map, but the contrary. And
@ll that can be properly understood from the letter, is what
Andry had previously stated in the field-notes, namely, that the
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lower side line had been depressed so as to give to D’ Auterieve,
the benefit of his road of four leagues, which extended to the
Atchafalaya. Had this alteration not been made, the road
leading from the Mississippi back for the forty arpens, would
have fallen within the limits of Dorval’s lot below, and thus
D’ Auterieve be deprived of the benefit of it for the mile and an
balf, the depth of that lot. Beyond that limit he could have
used it as before, as it then ran through the royal domain.

‘We cannot infer, from the ambiguous expressions in the letter
to Unzaga, the object of which was to explain the reasons for
the depression of this side line contrary to his instructions, so
as to include the road, an intention to carry the survey back to
that river, when in contradiction of the description as given in
the field-notes, and as delineated on the map. If Andry had
intended the side lines should be thus carried back, it would
have been a simple matter to have said so in the field-notes, and
to have designated the river as the rear boundary on the map.
The difference in the result is not so slight as to have been over-
looked, or accidental. The survey, as actually made, contains
probably some twenty-five hundred, or three thousand acres.
As claimed under the construction attempted to be given to the
letter, it would contain but little short of half a million, a dif-
ference depending upon the fact, whether the side lines which
run north-west and south-west and widened therefore ninety de-
grees, should be extended back one mile and an half, or from
twelve to fifteen miles.

‘We think the field-notes and map should control, rather than
this casual phrase in the letter accompanying them to Un .
The field-notes described this lower line by letters Q, R, 8, and
we have the delineation of it on the map corresponding to these
letters ; and both fix the terminus in conformity with the upper
back lines of the tract as already run and delineated, amr all
this without any mention or allusion to this river as the bound-
ary in the rear. Instead of this, the rear line is protracted on
the map at the termini of the back lines, thereby expressly
excluding the idea of a river boundary.

A good deal of stress has been laid upon the idea, that as the
French grant extended back to the Atchafalaya, the order of
survey by the Spanish authorities was intended only to limit
or diminish the tgont upon the river, leaving the depth as before.
But the difficulty in giving any force to the suggestion is, that
there is no evidence before us that the French grant extended
back to this river. Even the historical records, mostly relied on
in the case, furnish no such suggestion. This idea, therefore,
cannot aid us in giving the construction claimed to the order
of survey.
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'The acts of the parties tend stroagly to confirm the view we
have taken of this order of survey. o of the sons of D’Au.
terieve were of age at the time this concession was given up to
.Galvez in 1780, and the family removed to Attakepas, and the
-youngest became of age in a iew years thereafter.. The eldest
died in 1812, the second in 1814, and the youngest in 1828,

All of them resided,in the neighborhood of the tract, and
dnring this whole peried, a lapse of some thirty-three years, no
claim was made to it; nor indeed ever by any of the members
of the family who had the best opportunity of knowing the
facts and circamstances under which it was surrendered, and of
the extent and character of the title. The presumption is ver
strong, they must have been impressed with the belief that aﬁ
the right that belonged to the family under the order of survey,
had been given up to Galvez by the arrangement entered into
‘with him. '

‘The acts of the Spanish government also in making conces-
-#ions subsequently within the limits of the claim, as was done,
show that no such right as is now set up was recognized by it.

In any view, therefore, that we have been able to take of the
case, we thipk that the decree of the court below is erroneous,
and should be reversed. )

Mr. Justice CURTIS,

Justices McLean, Wayne, Campbell, and myself, do not un-
derstand the opinion which bas been delivered by Mr. Justice
‘Nelson as intended to express the judgment of this court upon
the validity of the complete French &ra.nt, alleged by the Igeti-
tion to have been made by The Western Company to Paris
Duvernay in 1717, or upon the effect of the alleged confirma-
tion of such alleged complete French title, or any part thereof,
by the Spanish Governors, O’Reilly and Unzaga. The trial of
such a title not being within the jurisdiction of this court ypon
this petition, according to the repeated decisions of this court,
and the plain terms of the act of May 26, 1824, under which we
derive our authority, it seems equally clear, that the questions
whether there is any sufficient evidence that such a grdant was
made, or whether it could be located, or whether it embraced
the premises in question, or whether it had been in part or in
whole confirmed; and how extensive such confirmation, if
‘made, was, are questions not-judicially before us. For these
questions belong exclusively to the trial of that legal title.

In our judgment, this embraces the whole case. It exhausts
every allegation in the petition, which makes no claim to any
incipient or imperfect nc:l;.or Spanish title. It alleges only
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a complete French grant, and a confirmation to D’Auterieve,
who was then in possession under it, of part of the land.

Now, the first section of the act of 1824, grovides that a person,
claiming lands by virtue of a French or Spanish grant, conces-
sion, warrant, or order of survey, which might have been perfect~
ed into a complete title, may present a petition to the District
Court, setting forth, fully, plainly, and substantially, the nature
of his claim to the lands, particularly stating the date of the

nt, &c., under which he claims; and then it continues:
“and the said court is hereby authorized and required to hold
and exercise jurisdiction of every petition presented in conform-
ity with this act, and to hear and determine the same.” Un-
less, therefore, the petition is presented in conformity with this
act, the special and limited jurisdiction which the act confers
does not exist. The title shown by this petition being a com-
lete title, derived from the Western Company, and confirmed
g the Spanish authorities, and the petitioner not having
shown, fully, plainly, and substantially, or even by the most ob-
scure suggestion, any other title, we cannot perceive how this
court has any jurisdiction under the act of 1824. We add,
however, that if, as in the case of Davenport’s Heirs, at the
present terim, the petition did duly aver facts, constituting in
point of law an imperfect title, we should not consider the peti-
tion defective, though it might state an erroneous legal conclu-
sion from those facts, and call the title a perfect one. That is
not this case, as may be seen by recurring to the petition.

Our opinion is, that this petition should be dismissed for want
of juﬁs£ction, without prejudice to any legal title of the peti-
tioners, and that no opinion should be expressed by this court
upon any question of fact or law arising upon the evidence.

Order.

This cause came on to be heard on the transcript of the
record from the District Court of the United States for the
Eastern District of Louisiana, and was argued by counsel.
On consideration whereof, it is now here ordered, adjudged, and
decreed by this court, that the decree of the said District Court
in this cause be, and the same is hereby, reversed, and that this
cause be, and the same is hereby, remanded to the said District
Court, with directions to that court to dismiss the petition of
the claimants.
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Tae Unitep Stares, ApPeLLANTS, v. CurisTiaN Rosevrius,
AsiaL D. CrossmaN, WiLLiam E. Liverincg, Francos B.
D’ AvruiN, BensamiN C. Howarp, JouN Spear SmiTs, BranTz
Maves, Joun Gisson, aND R. R. GurLey, Execurors or
Joun McDoNoGH, DECEASED.

Under the laws of 1824 and 1844 4relating to the confirmation of land titles, where &

" claimant filed his eseﬁtion, alleging a patent under the French government of
Louisians, confirmed by Congress, and claiming floats fer land which had been
sold, within his grant, by the United States to other persons, the mere circum-
stance, that the court jurisdiction to decree floats in cases of incomplete titles,
did not give it jurisdiction to decree floats in cases of complete titles.

This title g.lvixﬁiem confirmed by Congress, without any allowance for the sales of
lands included within it, the confirmation must be considered as a compromise
accepted by the oﬂ::epnrty who thereby relinquished his claim to floats.

If the title be consid as a perfect title, this court has already adjudged (9 How.
148‘ that the District Court had no jurisdiction over such titles.

The ant in this case prayed that the side lines of his tract might be widened by
diverging instead of parallel lines; but this court, in this same case, formerly

3 How. 693) m:smud the validity of a decree of the Supreme Court of Lonis-

which decided that the lines should be parallel and not di The Dis-
trict Court of the United States ought to have conformed its judgment to this
opinion.

Moreover, the claimant in this case did not state in his petition what lands had been
granted by the United States, nor to whom, nor did he make the grantees partios ;
all of ought to have been done before he could have been entitled to floats.

Tuis was an appeal from the District Court of the United
States for the Eastern District of Louisiana.
The facts are stated in the opinion of the court.

It was argued by Mr. Cushing, (Attorney-General,) for the
United States, who made the following points:

I That the grant under which the claim is made beins a
complete and perfect grant, the court below had no jurisdic-
tion. .

IL. That if the court had jurisdiction the grant is void, hav-
ing been made by the French authorities subsequent to the
_treaty of Fontainbleau of 3d November, 1762, by which France
ceded Louisiana to Spain, and the order of delivery, dated 21st
April, 1764. 1 Clark’s Land Laws, Appendix, 976 ; Montault
'ﬁ Uniged States, 12 How. 47; Unihe({) States v. Pellerin, 13

ow. 9.

III. That the Spanish authorities after the cession did not
confirm or recognize the said grant as valid.

The proceedings before Livaudais did not operate as a con-
firmation. Under the Spanish rule, the authority over the lands
was vested first in the governors of the province. See the
Marquis of Grimaldi’s Letter to Unzaga, of 24th August, 1770;
2 White’s Recop. 460. The authority was subsequently vested
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in the intendant. See the royal order of 22d October, 1798 ;
Ibid. 477 -478. The certificates of Trudeau were not sufficien
evidence to show that Governor Miro had confirmed or recog-
nized the grant as valid.

Under the acts of 1824 and 1844, the District Court had no
power to act, except in cases of claims under grants, conces-
sions, warrants, or orders of survey. .

V. With respect to the allegation in the petition, that the
grant has been confirmed by an act df Congress of 11th Janu-
ary, 1820, ‘Whether this be 8o or not cannot arise in this case,
the jurisdiction of the court under the act of 1824, as revived
by that of 1844, being limited to incomplete claims originating
with the Spanish, French, or British authorities, which might
have been perfected into a complete title under and in conform-
ity to the laws, usages, and customs of the government undeg
which the same originated, had not the sovereignty of the
ocountry been transferred to the United States. Act of 1824;
4 Stat. at Large, 52; Act of 1844; Ibid. 676.

V1. But as the petition claims opening and diverging side

lines from the front to the rear, and avers that a large portion
of the land had been sold by the United States, and claimed
floate therefor, and the court below has decreed in favor of the
claimant on both points, it may be that the object of the peti-
tion was to have these points determined under the grant.
With respect to the first, there is nothing in the grant which
calls for m ing side lines, and when this is the case, the side
lines run parallel to each other. That the side lines in this
grant run was decided in the Supreme Court of Louis-
1ana, in McDonogh v. Millaudon, which will be found reported
in 3 How. 693.
. As to the claim for floats, no individuals claiming lands
under title from the United States having been made parties in
the case, no decree for floats could be made. United Btates v.
Moore, 12 How. 209

Mz. Justice CATRON delivered the opinion of the court.

Joha McDonogh claimed to be confirmed in a tract of land
bounded in part by the river Mississippi; the front being 40 ar-
pens more or less; bounded on the upper side, by a line run-
ning back from said river a distance of seventeen miles, and two
hundred and twenty-seven perches, more or less, until it strikeg
4be river Amitie, on a course by compass of north 35° west; on
the lower side, by a line running back from eaid river Mise
sissippi a distance of eighteen miles and twenty-two perches,
amore or less, until it strikes lake Maurepas, on a course by the
sompass of north nine degrees fifty minutes east; and bounded
on the rear line by the river Amitie and lake Maurepas. '




DECEMBER TERM, 1858. 38

United States v. Roselius et al.

The petitioner represents that in the year 1739 Duport pur-
chased the land from the Collopissa nation of Indians; and
that said purchase was confirmed in the year 1769 by the French
government by a regular and formal patent: and secondly, that
the claim was daly presented to and approved by the board of
land commissioners of the United States, who confirmed it for
the whole quantity claimed, according to a plan of survey. And
that said titles were also recognized and confirmed by an act of
Congress of the 11th May, 1820. But the petitioner avers, that
a large portion of said tract of land has been sold by the United
States, or confirmed to actual settlers,

The district court found that McDonogh held under Duport
by regular mesne conveyances, and showed a title to the land
by patent, which was granted by the highest authorities in the
province ; that it was a complete and full title; and further-
more, “ihat the land claimed as per plan of survey on file herein
was confirmed by the report of the land commissioners of the
United States on the 20th of November, 1816.”

The court below then proceeded to pronounce the grant of
1769 to be valid; and that the survey thereof, filed as an exhibit
in the cause, indicates the metes amf bounds, and the land is or-
dered to be located according to said survey, and to that extent
the claim is confirmed. And then the decree to ad-
judge that for all lands within these bounds which have been
sold or otherwise disposed of by the United States, the peti-
tioner shall be authorized to enter other lands by floating war.
rants,

Assuming the foregoing facts to be true, the question pre-
sented is, whether jurisdiction existed to make the decree ?

The mere fact, standing alone, that the United States had
sold or otherwise disposed of any part of the land here claimed,
and that compensation could be made as provided by the 11th
section of the act of 1824, does not give jurisdiction, as the
power to award floating warrants is an incident to a case where
jurisdiction exists to decree the lands claimed and to order that
a patent therefor shall issue; and if the power to divest title
out of the Uniled States is wanting, none exists to decree the
floating warrants, because it must be first found and adjud
that the petitioner has the better equity to the land of which
the United States have deprived him by their grant to another.
But, there is another consideration why this petitioner could
not claim floating warrants. He sought a confirmation of his
title from the United States, for the obvious reason that his
grant from the French government, made in 1769, was invalid,
as that government had no interest in the connthn 1769, it
baving been ceded to Spain in 1763. And if McDonogh was



94 .SUPREME COURT.
United Btates v. Roselins ot al

forced to go behind: his French grant, and rely on his Indian
pretension to claim, the probability was that he could establish
nothing to support his assumplion of title, and must fail altos
ther. Under these circumstances, the United States cone
rmed McDonogh’s claim, without allowing him any compen-
sation for such land as had been previously sold or disposed to
others within the boundaries confirmed. He accepted the con.
firmation on these terms; and as we are substituted by the acts
of 1824 and 1844, for the political power, and required to ad-
jndge these claims, as Congress adjudged them before the aet
of 1844 was passed, we are bound to hold that, when our pre-
decessors _decided McDonogh’s claim favorably, they awarded
him all that he had a right to demand, and which he sanctioned
by accepting the confirmation on the terms it was offered.

Nothing could be fraught with worse consequences as regards
confirmations by Congress, or by commissioners acting by its
authority, than to hold, that when a doubtful claim was con.
firmed on certain terms, and the claimant accepted these terms,
apd took the full benefit of the confirmation, that still he could
come into the courts of justice and enforce his entire claim for
the deductions made by Congress, as if no adjustment had been
made. Such cases must stand on the footing of compromise,
and all equities existing when the compromise was made, and
not provided for by it, must be deemed to have been abandoned,
If it were otherwise, then there would be no end of these pre-
tensions to compensation, before Congress and the courts. %ut
to hold that the confirmation was final, and conclusive of the
whole claim, (as we think it clearly was,) then the country will,
at last, find repose, and the cultivator of the soil will know from
whom to buy, and take title. McDonogh’s claim being com-
promised, the government had no duty imposed on it to com-
pensate him in case of loss.

Jurisdiction is also wanting on other grounds. 1If the grant
of the French government to Duport was a complete title, then
no act on the part of the American government was required to

ive it additional validity, as the treaty of 1803, by which
iouisiana was acquired, sanctioned perfect titles : nor was juris~
diction vested in the District Courts to adjudge the validity of
perfect titles. This is the settled construction of the act of
1824, a5 was held by this conrt in the case of the United States
v. Reynes, 9 How. 143, 144.

{n the next %lace. McDonogh alleges that his title was con-
firmed by the United States in 1816, and again in 1820. The
act of 1824 conferred jurisdiction on the District Courts to ad-
{l}:dge and settle the validity of imperfect claims against the

nited States as already stated. But where the claim had been
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granted by an act of Con , or by officers acting under the
authority of Congress, and a perfect legal title vested in the
grantee, no power was conferred on the courts to deal with such
title, because it needed no aid. And because such an assamp-
‘tion would of necessity claim power in the courts to, modify the
grant made by Congress, in every respect, or to set it aside
altogether.

On this assumption, the District Courts might have been
called on to readjudge every claim that Congress had confirm-
ed. The legislature contemplated none of these things, when
passing the acts of 1824 and 1844.

McDonogh informs us, in his petition, that he did not claim
a decree for any land covered by his grant, but that he sought a
decree for land warrants to be located on other lands for such
parts as had been sold or disposed of by the United States
within the bounds of his claim. And as incident to this claim
for compensation, be prayed that his side lines might be widened,
80 that the upper line would run north 35° west; and the lower
line, north 9° 50/ east. These side lines are about eighteen
miles long, and commence on the Mississippi forty argens apart,
but by widening the tract claimed, as decreed by the District
Court, is something like fifteen miles wide where the lines ter-
minate on the river Amitie, and lake Maurepas. The bounda-
ries were thus settled by the court below, according to the
power conferred by the second section of the act of 1824,
sweeping over a large tract of country, and covering many
lands granted to others by the United States.

The petition in this case was filed in June, 1846 ; at the pre-
vious term of the Supreme Court of the United States, the
cause of John McDonogh, against Milandon, was decided, on
which this court was asked to revise a decision of the Supreme
Court of Louisiana, which settled the boundaries of McDo-.
nogh’s grant; holding that the side lines counld not diverge, but
that the land must be of equal width in front and rear, and the
eide lines parallel to each other throughout. The question in
the State Court being one of boundary, and not involving any
consideration that could give this court cognizance, under the
25th section of the Judiciary Aect, the writ of error was dismissed
for want of jurisdiction.

As the decision of the Supreme Court of Louisiana had set-
tled the question of boundary, we think the District Court
should not have disregarded that decision, and involved the
government in such serious conseql;lenoee as that of making
compensation for lands not covered by McDonogh’s grant.

If none of these objections existed, however, there is another,
that would preclude the petitioner from having ocompensation
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in land warrants. He does not state what lands the United
States have granted to others, within his claim; nor who the
owners are ; neither does he make them parties. These steps
were required by the act of 1824, and not having been taken in
this instance no general decree could be made for floating war-
rants, as was done by the District Court. We so held in the
case of the United States ». Moore, 12 Howard, 223.

For the reasons stated, it is ordered, that the decree be reversed,
and the petition dismissed without prejudice to McDonogh’s
claim.

Order.

This cause came on to be heard on the transcript of the
record, from the District Court of the United States for the
Eastern District of Louisiana,and was argued by counsel. On
consideration whereof, it is now here ordered, adjudged, and
decreed, by this court, that the decree of the said District Court,
in this cause, be, and the same is hereby, reversed, and that this
cause be, and the same is hereby, remanded to the said District
Court, with directions to that court to dismiss the petition in
this case, without prejudice to the rights of the petitioner.

Tae Unitep StarTes, APPELLANTS, v. CrrisTiaN RoseLius,
AsiaL D. CrossmaN, WiLLiam E. Liverivee, Francois
B. D’AvruiN, BensamiN C. Howarp, Joun Spear Smith,
Brantz Maver, Jorn Gisson, anp R. R. GurLEYy, Execvu-
ToRs OF JoHN McDoNoGH, DECEASED.

‘Where a claimed title to a tract of land in Louisiana, under a judicial sale in
1760, and that he and those under whom he claimed, had been in peaceable
possession ever since the sale, a case of perfect title is ted which is not within
the jurisdiction of the District Court, under the acts of 1824 and 1844.

Upon the sufficiency of the evidence to sustain the title, no opinion is expreased.

Tris was an appeal from the District Court of the United
States for the Eastern District of Louisiana.
. The case is fully stated in the opinion of the court.

It was argued by Mr. Oushing, (Attorney-General,) for the
United States.

Mr. Chief Justice TANEY delivered the opinion of the
court.
This is an appeal from the decree of the District Court for
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the Eastern District of Louisiana, in a proceeding instituted in
that court by John McDonogh, in his lifetime, to try the validity
of his claim to certain land mentioned in his petition. The
proceeding was under the acts of 1824 and 1844.

The petition was presented on the 15th of June, 1846, and
sets forth that he has a good and valid title to a tract of land in
the parish of Jefferson, near the city of New Orleans, and on
the same side of the river Mississippl, commencing at a distance
of eighty arpens from the river, and running back or in the rear
from thence, with the continuous lines of the front tract of
twenty-one arpens on the river, a distance of about forty-nine
and one third arpens in depth, until one of the side lines inter-
sects with the o?l::r in a point, including about one hundred
and seventy-seven and one third superficial arﬁens. That said
tract of land is a portion of a larger tract which was adjudi-
cated and sold on or about the 17th of April, 1760, to De Pont-
alba, by order of the highest tribunal of the government of
France, in Louisiana, ca.lﬁad the Supreme Council of the pro-
vince of Louisiana, by Charles Marie Delalande Dapremont,
Counsellorand Assessor of the SBupreme Council of the Province,
and Attorney-General of the King of France for said Province
of Louisiana; that said sale and adjudication by the order and
authority aforesaid, is fully equivalent to a patent to said land;
the Supreme Council of t ee(}"rovince being at the head of the
land-office, granted the lands and issued the patents; that after

assing through various mesne conveyances, the petitioner

nally acquired said tract of land; that his title and claim had
been presented and proved before the Board of Land Commis-
sioners, who reported that it ought to be confirmed, but the said
report was never acted on by Congress ; and that said tract of
land has always been in the peaceable and undisturbed posses-
sion and enjoyment of the petitioner, and those under whom he
derives his title, ever since the date of the original grant thereof.
The petitioner therefore prays confirmation.

These are the facts stated in this petition; and if they are
true, the District Court had no juriediction of the case, and no
right to pronounce judgment upon the validity of the title. The
acts of 1824 and 1844, authorize a proceeding of this kind in
those cases, only where the title set up is imperfect, but equita-
ble. It bas been repeatedly so held by this court, and was so
decided in the case of the United States v. Moore, 12 Howard,
209 ; and again in the case of the United States v. Pillerin and
others, 13 Howard, 9, as well as in other cases to which it is
unnecessary to refer. Indeed the words of the act of 1824,
conferring this special jurisdiction on the District Courts, appear
to be too plain for controveray.

+ VOL. XV, 4
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Now the title set up by the petitioner is a complete ]
title ; and if he can establish the facts stated in his petition hi
title is protected by the freaty itself, and does not need the
aid of an act of Congress to perfect or complete it. For
undoubtedly, if the possession of the land has been held
continually by the petitioner and those under whom he claims,
under the judicial sale made by the French authorities in 1760,
the legal presumption would be that a valid and perfect grant
had been made by the proper authority, although no record of
it can now be found. ]

We of course express no opinion as to the sufficiency of the
evidence to maintain the complete and perfect title claimed in
the petition. That question is not before us on this appeal;
for as the District-Court had no authority to decide upon it,
the decree must be reversed for want of jurisdiction, and the
petition dismissed. But we shall dismies it without prejudice
to the legal rights of either party; leaving the petitioner at
liberty to auert%us rights in any court having competent jurisdic-
tion to decide upon the validity or invalidity of the complete -
and perfect title set up in his petition.

Order.

This cause came on to be heard on the transcript of the record
from the District Court of the United States for the Eastern Dis-
trict of Louisiana, and was argued by counsel. On consideration
whereof, it is now here ordered, adjudged, and decreed by this
court, that the decree of the said District Court in this cause be,
and the same is hereby, reversed, for the want of jurisdiction in
that court, and that this cause be, and the same is hereby, re-
manded to the said District Court, with directions to that court
to dismiss the petition without prejudice to the legal rights of
either party.

Ture UnNiTep StaTES, APPELLANTS, v. JosepR MarceL Ducros,
ALrrep Ducros, anp Louis TouTanT BeaUREGAERD.

A grant of land in Louisiana by the French authorities in 1764, is void. The pro-
vince was ceded to Spain in 1763. (See 10th Howard, 610.)
Inl'lsa,eer::ml ings were had before Baron de Carondelet in his judicial
capacity, mmdmgedhdemibedupmoﬂheuhhoﬂh
tor of the present t. But this did not amount to a confirmation of the
in his  character; and if it did, the title would be a perfoct one, and
beyond the jurisdiction of the District Court, under the acts of 1894 and 1844,

Tais was an appeal from the District Court of the Uni
States for the Eastern District of Louisiana. nited
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" The facts are set forth in the opinion of the court.

It was argued by Mr. Cushing, (Attorney-General,) for the
United States.

The following were the points made on behalf of the appel-
lants.

1. That the court below had no jurisdiction, and its decree is,
therefore, void. The grant is a complete French grant, and not
an incomplete title. See first section of the act of 1824, United
States v. Reynes, 9 How. 144, 145; United States v. Power's
Heirs, 11 How. 580.

- 2. That there was no sufficient evidence of the making of the
t produced in the case. The copy certified by the register
is not evidence. See 3d section of the act of 1824, and the
brief in the case of McCarthey’s Heirs, No. 21, of the present
term. .

3. That even if the court had jurisdiction, and the evidence
were sufficient, the grant is void, having been made by the
French authorities after Louisiana had been ceded by France
to Spain, in 1762. United States v. D’ Auterive, 10 How. 610.

4. That the proceedings had before Carondelet, in 1793, ope-
rated no confirmation of the grant. They were jmerely pro-
ceedings in the settlement of the estate of Liouis Toutant Beau-
regard, in which in no way was the extent of the plantation in
issue. The front of the land was held at this time, under the
grant to Le Sassier. Besides, it is to be remembered, that b
the 13th article of O’Reilly’s regulations, approved at. Madrid, 1t
was provided, that ¢ all grants shall be made in the name of the
King, by the Governor-General of the province,” &c. No land
could, therefore, be divested out of the King, exce&t by a grant.

6. That from the great lapse of time before the grant was
brought forward and insisted on, it must be held that the peti-
tioners and their ancestors had abandoned all claim to the lands
embraced within its limits.

6. That the grant is void under the fourteenth section of the
act of 26th March, 1804. 1 Land Laws, 114; United States v.
D’ Auterive, 10 How. 624.

Mr. Justice GRIER delivered the opinion of the court.

The appellees filed their petition in the District Court for
Louisiana, against the United States, under the act of Co
of May 26, 1824, as revived by the act of June 17th, 1844. It
sets forth that they are the owners of a tract of land of twenty
arﬁ»ena front on the Mississippi river, lying about twelve miles
%e ow the city of New Orleans, and extending in depth to lake

orgne.



40 SUPREME COURT.

United States v. Ducros et al.

That the said tract of twenty arpens front is derived from
one title, and until after the year 1800 had but one proprietor.
That, in that year it was the groperty.of the widow Toutant
Beauregard, who thereafter sold an undivided balf to Rodolph
Joseph Ducros, who subsequently made partition thereof, by
which the upper half was assigned to the widow, and the lower
to Ducros. That the rights of the former have since been ac-
quired by the petitioner, Louis Toutant Beaure, and the
rights of the latter, by Joseph Marcel and Louis Ducros.

That the widow Beauregard and Rodolph Joseph Ducros,
heretofore filed their claims to said lands for confirmation with
the board of commissioners, but that being then ignorant of
the full extent of their rights, they claimed and obtained the con-
firmation of their titles only to the depth of a league and a half
from the Mississippi river. The petitioners claim that the con-
firmation should have been to the depth of lake Borgne, because
that on the 2d of March, 1764, Madame Marie Gaston, the
. widow of Rochemore, who then was owner of the front tract,
obtained from the French government of the province of Louis~
iana a grant, of the rear og her said front tract, with the entire
depth to lake Borgne, and that the said entire tract was, on the
16th of November, 1793, in a judicial proceeding before Baron
Carondelet, adjudicated to said widow Toutant Beauregard,
under whom petitioners claimed. :

In support of their claim, the petitioners gave in evidence a

t from D’ Abbadie, Director-General, &c., of Liouisiana, under
the King of France, dated 2d of March, 1764, for all the land
lying in rear of her estate, running towards the lake, (the said
estate having a front of sixteen arpens on the river Mississippi,
about four qeaguea below New Orleans,) to Madame Marie
Gaston.

The next muniment of title consists of copies from the Spa-
nish records of the province, showing an inventory and appraise-
ment of the estate of Don Louis Toutant Beauregard, in which
this tract of land is described as part of his estate, and as run-
ning back to the lake; and a legal proceeding before Baron de
Carondelet, by which it is vested in Donna Magdalena Cartier,
in 1793. And again in 1799, an inventory and appraisement
of the estate of I%onna Magdaleno Cartier and sale of the same
(describing said tract of land as before) to Donna Victoria Du-
cros, widow of Don Louis Toutant Beauregard.

On the 1st of February, 1802, deed from the widow to Ro-
dolph Joseph Ducros for one half, describing the tract as of the
ordinary depth of forty arpens. And in all the numerous par-
titions and mesne conveyances, bringing down the title to the
petitioners, the tract is described as forty arpens deep, till, in
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1836, in a conveyance in partition, it is again described as run-
ning back to lake Borgne.

ithout laying any stress on the want of any mesne con-
veyance or connection between widow Gaston and Don Louis
Toutant Beauregard, and on the descriptions of the deeds from
the widow Beauregard and those claiming under her, there are
two objections, which are fatal to the recovering of the petition-
ers in this case.

1st. It has been decided by this court in the United States v.
D’ Auterive, 10 Howard, 610, that a grant by the French au-
thorities after the cession of Louisiana by France to Spain in
1762, is void.

And 2dly. The proceedings before Carondelet in 1793, in the
settlement of the estate of Lounis Tottant Beauregard, could
not be construed as a confirmation of the French grant, from
the mere circumstance that in the inventory, decedent’s estate
is described as running back to the lake. Carondelet could not
be said to confirm, in bis political capacity, a title which is not
even stated in the mere formal proceedings before him in his
judicial capacity. And if it had the effect of a confirmation of
the original French grant, as that purports to be a perfect title
in fee, it is not the subject of jurisdiction of the United States
courts under the acts of Congress under which this suit is
brought. This has been so frequently decided by this court,
that a reference to caseg, or the reasons for the-decision, may
now be considered superfluous.

The decree of the District Court of Louisiana is therefore
reversed.

Order.

This cause came on to be heard on the transcript of the re-
cord from the District Court of the United States for the East~
ern District of Louisiana, and was argued l()]y counsel. On con-
sideration whereof, it is now here ordered, adjudged, and decreed
by this court, that the decree of the said District Court in this
cause be, and the same is hereby, reversed, and that this cause
be, and the same is hereby, remanded to the said District Court
with directions to dismiss the petition of the claimants.

FU ) .
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Joserr K. Evre anp ArcerNoN E. Asmsurner, Execurors
oF Erizapetrn E. PorTER, DECEASED v. Samuer R. PorTer
AND Maveer Loxpon.

‘Where a widow filed a bill in chancery, complaining that immediately upon the death
of her husband, the son of that husband, together with another person, had im

. upon her by false representations, and induced her to part with all her right in her
husband’s estate for an inadequate price, the evidence in the case did not sustain
the allegation.

It is not alleged to be a case of constructive fraud, arising out of the relative position
of the parties towards each other, but of actual fraud.

The answers deny the fraud and are made more emphatic by the complainants hav-
i&g put interrogatories to be answered by the defendants, and the evidence sustains

e answers. :

1t will not do to set up mere inadequacy of price as a cause for annulling a contract

made by persons competent and willing to contract, and, besides, there were other
. considerations acting upon the widow to induce her to make the contract.

The testimony offered to prove the mental imbecility of the widow, should be received

with great caution, and is not sufficient.

Tuis was an appeal from the Circuit Court of the United
States for the District of North Carolina, sitting as a court of
equity.

Th{: bill was filed by Elizabeth E. Potter, during her lifetime,
to which her executors afterwards became parties.

The opinion of the court contains an explanation of the case
as it is set forth in the bill, and it is not necessary to repeat it.

The cause was argued by Mr. Badger for the appellants, and
by M. Bryan and 1%' GrZham fmﬁ appellees. pe :
The points of law which were raised by the counsel upon
each side res;ectively, were 80 intermingled with their views of
the facts and evidence, that it is impossible to separate them.

The view of the case presented on behalf of the appellants
was as follows: — ,

The consideration of the deed, dated May 31, 1847, was evi~
dently and grossly inadequate. ‘

The defendant, Samuel R. Potter, in his answer admits that
he had formed the opinion, that the estate of his late father was
worth $120,000. : '

The statements and estimates in the answer of the said de-
fendant, and ghe schedules therein referred to, show that the real
and L)ersonal estate of the said S8amuel Potter, at the time of his
death, must have been nearly that sum. They certainly show
that the estate was so large and valuable that the price
to be paid to the plaintiff for her interest therein, was shockingly
inadequate.

In relation to the debts of the intestate, no account has been
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filed by the administrator, Samuel R. Potter, and no voucliers
exhibited or proved. If the witness Burr were competent to
speak in a general way, when the vouchers and exhibits, if any,
are withheld, then he proves that the whole amount of disburse-
ments by the administrators was about $15,938: he is defend-
ant's witness.

It is insisted, in bebalf of the appellants, that her interest in
the estate of her said husband was worth from $1,800 to $1,800
per annum, and from §$13,000 to $14,000 absolutely. The re-
sult is arrived at from the answer of the defendant, Samuel R.
Potter, and from the evidence in the cause. This valuable in-
terest she transfers in the said deed for the sum of §1,000, in
cash, and the nal covenant of the defendant, Samuel R.
Potter, to pay her $§600 per annum during her life, she being at
the time nearly seventy years of age, and in infirm health. It
is true, as stated in the answer of the defendant, Mauger Lon-
don, that the defendant Samuel R. Potter, as administrator of
the said Samuel Potter, afterwards allowed the plaintiff to
obtain a decree or order in the proger court for her year's pro-
vision out of the said estate, and that said provision was of the
value of $1,000, but this has nothing to do with the merits of
said deed. It is also true that the said Samuel R. Potter, in the
instrument executed by him, also covenants with the plaintiff
to farnish her with a competent liveliliood and maintenance
at his own house, but nothing of this kind is mentioned in the
said deed, dated May 31, 1847.

Notwithstanding the facts immediately above mentioned, it
is still insisted, in behalf of the said plaintiff, that the consider-
ation received . by her, or secured to her for her interest in said
estate, was grossly inadequate. The price of board and lodg-
ing in Wilmington, N. C,, is from $20 to $25 per month in
hotels and boarding-houses.

Mere inadequacy of consideration is not of itself a sufficient
ground to set aside a contract, unless the inadequacy be such
as amounts to apparent fraud, or unless the situation of the
Eartiea be 80 unequal as to give one the opportunity of maki

is own terms. A court. of equity looks upon inadequacy o
consideration as a mark of fraud or imposition ; and where the
ipadequacy is so gross as to excite an exclamation, &c., it is of
itself proof of imposition. If, for instance, there be such in-
adequacy of price as that it must be impossible to state it to a
man of common sense without an exclamation at its inequal-
ity, a court of equity considers that a sufficient proof of fraud
to set aside the conveyance. 1 Bro. C. C. 9, &c.

If the inadequacy be such as to show that the person did
not understand the bargain, or was so oppressed that he was
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to make it, knowing its inadequacy, that shows a command
glv.e‘:. him amountin ‘v;:%aud. Heathoyote v. Paignon, 2 Bro. C.
C. 175 ; Chesterfield v. Janssen, 2 Vez. 125.

The deed cannot be supported by evidence of the natural
love and affection cherilhedw;y the plaintiff for her grand.
daughter Marion, who is the wife of the defendant, Samuel R.
Powl

The rules for determining upon a deed of sale, and a deed
of gift are not the same in equity. Upon principle, therefore,
where a deed purports to be a sale, the party interested therein
cannot escape from the appearance of fraud by setting it up as
a gift, and vice versa. ere this allowed, the court would be
cheated, and its rules would be prevented or rendered unavail-
ing by the arts of those very persons whom its rules were in-
tended to reach. Though a deed may, in equity, be impedached
by averments negativing the consideration therein expressed,
yet the converse of the proposition does not hold goog, and &
deed cannot be supported by evidence of a consideration differ-
ent from that expressed in the deed. 2 Hovenden on Frauds,
103, 43, 14, and cases there cited; vide 6J. C. R. 232; 2 P.
‘Wms. Rep. 204; Clarkson v. Hanway, 8 P. Wms. Rep. 129, n.;
Watt v. Green, 2 Sch. & Lef. Rep. 501; 2 Vex. Rep. 402;
Cliesterfield v. Janssen, 2 Vez. Rep. 125.

Indeed it may be said that, where a deed purports to be &
valuable consideration, and the contrary is averred and proved,
it is thereby falsified and discredited ; and it would be danger-
ous, if not absurd, to admit proof of averments in its support
" as a gift. These consequences would follow, that afier the.
glnintiﬁ' bas falsified the deed, and established by evidence that

¢ was imposed upon when he put his seal to a false pretence
of a sale, the defendant might and retain the spoils by
admitting the falsehood of the deeﬂ, and thereby withglo-nwing
himself out of the rules of the court, and insisting upon his
own falsehood as the basis of a right to support the deed as a
gift. A deed which expresses a valuable consideration, and no
other, when impeached for inadequacy of price, cannot be sup-
glomd by any evidence of natural love and affection. Vide 2

ov. on Frauds, 14, 43, 102, and the cases there cited; New=
land on Contracts, 359, 360, vide 2 Dev. 376 ; Jones v. Sas-
ser, 1 D. & B. Rep. 452; 1 D. & B. Eq. + Chesson v. Petti
john, 6 Ired. 121.

It onﬁht to be remembered that the consideration of nataral
love and affection is not only not expressed in the deed, but it
has not been proved, nor is any thing secured in the deed to the
ssparate use of the granddaughter of the plaintiff.

here are many circumstances in this case, either admitted in
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the answers or proved, which tend strongly to show fraud, im-
position, and undue influence, practised upon the plaintiff at
the time of the execution of the deed. She was at the time
an old woman. The deposition of her son, Joseph K. Eyre,
taken on the 15th day of November, 1848, shows that she was
then sixty-nine or seventy years of age, and thaj she was
always of a very weak mind and incompetent to transact busi-
ness; and that her mind had been for many years, especially
the last four or five years, materially affected by age, disease,
and infirmity. And if any thing in addition were needed to
show the incompetency and the imbecility of the complainant,
it will be found in the allegation in Samuel R. Potter’s answer,
that she said she knew alfaabout her husband’s estate, and its
value, and the value of her own interest in it, at the very time
when she was parting with that interest for a consideration so
utterly inadequate. :

The same facts are in substance proved by the depositions
of Emma L. Allibone, Maria Ashburner, Anna Worrell, J. L.,
Kay, E. C. Crowley, Josephine K. McCammon, Hannah B.
Drummond. The same witnesses prove that the plaintiff had,
at the date of the said conveyance, five children, one of them
insane, and two of them in indigent circumstances.

They also prove that she was a tender and affectionate
mother, and by no means so destitute of sensibility, as the de-
fendants and some of their witnesses have insinuated.

The said deed bears date two days after the death of the
husband of the plaintiff, before she could have an opportunity
to reflect deliberately upon the very important step which she
was about to take, before she could consult with her friends,
and when her feelings must have been too much disturbed and
agitated to enable her to act with care and caution in the dis-
position of her prom

Her mind could y have been calm and comgosed imme-
diately after the burial of her husband, whether she lived ha
pily with him or not. She resided in the house of the defend-
ant, Samuel R. Potter, and was without money enough in her
pocket to pay for a piece of mourning. At such a time, and
.under such circumstances, the plaintiff might easily have been
imposed upon by her step-son and the other defendant, and it
seems she had no aid from any other person prior to the date
of the convzyance. On Sunday morning no one was pre-
sent but the defendant Potter and his wife, and when the
ment was entered into, nobody was present but the plaintifi and
the defendant Potter.

At the time when the deed was signed, no one was present
but the plaintiff, the two defendants, and Mrs. Potter.
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The depositions of Everett, Baker, London, and others, show
that the plaintiff was not the object of affection to the family
of her deceased husband.

There was unusual haste in making the contract and in the
execution of the deed. The husband of the plaintiff died on
Saturday, was buried on Sunday, and the contract was com-
pleted and the instrament signed on Monday morning.

The said deed makes a disposition of all the property of the

laintiff. -
P The conveyance was in a ve? high degree unwise and im~
prudent, as rhel?m-ds the plaintiff, and unjust and unnatural
towards her children, two of whom were poor, and one of them
insane.

A disposition of property so revolting to common sense and
natural affection ought to be looked upon with suspicion. If
the plaintiff married her late husband under the influence of
the mercenary motives which have been attributed to her, the
execution of the said deed would be no less extraordinary and
unaccountable. If property was so dear’to her, why should
she dispose of it upon such rninous terms, if she in fact under-
stood what she was about? The parties did not deal with each
other upon equal terms. The defendant Potter was much more
competent than the plaintiff to transact business, and was much
better acquainted with the estate. He admits in his answer
that he had had the management of a portion of his father's
gr‘gpert , to wit, the rice plantation, known as Point Peter, and

ve Grove, and the hands belonging to the same.

The defendant, Potter, misrepresented the value of the estate
to the plaintiff, before she signed the deed. The defendant,
Potter, says in his answer that, on Monday morning, 31st of
May, 1847, the plaintiff said that she had concluded to sell her
intere?it in ll:er hulsi)and’: es::iate to bim for the benefit of hex
granddaughter. How then does it happen that the was
not conveyed for the benefit of the ggap:ddaughter g}o{,::t;y)lain-
tif? By what influence ‘did she sign a deed contrary to her
own conclusion and in violation of the ement? Where,
and when, and with whom, and for what price, did she consent
to change her purpose ? . .

‘This pretenged consideration of love and affection for her

nddaughter, at the expense of her more needy and equally
eloved children, was probably introduced to save the agree-
ment from the imputation of shocking inadequacy, but like all
similar [pretexts, it puts upon the deed a brand of fraud and a
mark of surprise or imposition. Neither by general nor special
words does this leading motive find a place in her deed, and
she signed it, according to the statement of the defendant Pot-
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" ter, gladly and eagerly. The name of Mrs. Marion Potter is
not even mentioned in the deed.

Again. The defendant, Potier, says the bargain was that he
would pay her one thousand dollars in cash. How happens it
that the writing only gave her his note without interest, and left
her obliged to borrow money from her granddaughter to buy
clothes

Again. Said defendant says that the bargain was that.he
would “give her board,” as a gart of the price. How does it
happen that the covenants for her board and the other writings,
do not recite this as a part of the price, but, on the contrary,
recite that she is to be boarded at the house of said defendant,
simply because she “ deserved it,” therebg making it a voluntary
covenant? And wherefore did plaintiff consent to turn her
privilege of boarding with Marion into a condition that she was
to board with Mr. Potter, no matter whither he might go?

Again. Said defendant says that the agreement was, that he
was to “find her a servant.” 'Why is thia omitted in the writ-
ings?

Again. The said defendant says that it was a part of his
original agreement with the plaintiff, that she was to have her
z:aar’s allowance. And yet she conveys away her entire interest

the estate.

The statements of the fwo defendants concerning the circom-
stances attending the transaction, do not in all respects agree
with each other, and their statements are in many respects
extraordinary and suspicious. '

. 'The deed, dated June 21, 1847, is no confirmation of the deed
previously executed by the plaintiffi It is not relied upon as a
confirmation. But if it were relied upon as such, there is a
ready answer. On the 2lst of June, 1847, the defendant,
Samuel R. Potter, was administrator of his father, 8amuel Pot-
ter, and supposing his deed of the 31st of May, 1847, to be
void, he was a trustee of the property in his hands, and by the
established rules of a court of equity, this agreement eonlg not
stand for a moment, at least so far as the personal estate is
concerned.

In order to make an express confirmation available, it must
ﬁear.tbat the party was then aware of his rights, and knew

t the first transaction was impeachable. Lord Chesterfield
;.1 ganuen, before cited; Boyd v. Hawkins, 2 Dev. Eq. Reps.

If it be competent to look beyond the deed itself for a con-
sideration to support it,and if be sufficient proof o show
that natural love and affection for the wife of the defendant
Potter, constituted any part of the consideration, then the deed,
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dated 31st of May, 1847, ought to be considered as a gift so far
as it conveys any thing over and above the value of the price
paid or secured, and it ought to be governed by those rules
which relate to voluntary conveyances. ‘

Compelency of Evidence.

It is insisted by the plaintiff that the deposition of Mauger
London, one of the defendants, is not competent, because his
answers were written by him, before he came before the com-
missioners. .

Plaintiff insists that the correspondence between herself and
her children, after the execution of the deed, dated May 31,
1847, is competent. )

- The defendant, Potter, in his answer says, that she received
letters reproaching her before the 21st of June, 1847. The let-
ters are thereby made evidence to disprove it. Defendant Pot-
ter said she loved none of her children; said lettgrs are evidence
to show the contrary. Said letters are evidence to discredit
London, witness for the defendant, Potter.

The counsel for the appellees made the two following points,
before examining the case upon its merits:

1st. The rights of these very parties have been adjudicated
2‘11 2:1 in a State court. Potter v. Everett, 7 Iredell, Eq. Ca.
2d. All the children, and the ndchild of Samuel Potter,
the deceased, intestate, who are his heirs at law, and next of
kin, ought to be parties to this suit. Story’s Eq. PL sect. 72 to
76, inclusive; Poor v. Clark, 2 Atk. 515; Mitford, Eq. PL by
Jeremy, 164.

As to the merits : These depend upon the pure principles of
English equity. There is nothing in the jurisdiction of this
court, or the laws of the State from which it comes, to give to
it any peculiarity. And its solution involves, mainly, the ques-
tion, what guardianship, either for relief or restraint against
their own action, do courts of equity assume over persons of
either sex, who are of mature age, of sound mind, and, in the
case of women, not under coverture.

The execution of the deed, which it is sought by this bill to
set aside, being admitted, it must stand here, as in a court of
law, unless there were circumstances attending its execution
which establish fraud and surprise in its procurement. The
crcumstances relied on are stated in the bill, from the lower
part of page 2 to 5 of the record; and, as summed up in the
brief of the plaintiffi’s counsel, are, that on the 31st of May,
1847, when the deed was executed, she was sick, nervous, and
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afflicted ; without counsel; ignorant of her rights, and of the
value of the estate of her husband ; not competent to transact
business; that the defendants availed themselves of the advan-
tage afforded by this, her condition, and surprised and defrauded
her into the execution of the deed, disposing of her whole
worldly estate for a greatly inadequate consideration; and that
the value of her interest in her husband’s estate was misrepre-
sented and underestimated by the defendants, Samuel R. Potter
and London, who was his attorney.

The answers of both defendants are directly responsive to
the bill, and both deny every material allegation in support of
these charges, and explain every fact relied on to give them
color. They deny that she was sick, nervous, or =zfilicted, to
their knowledge, during the illness, or at the time of the death,
of her husband, or at the time of the execution of the deed.
On the contrary, they state circumstances, showing ordinarily

od health, and extraordinary indifference and composure.

hey deny that she was ignorant of her rights,and of the value

f ti)x’e estate of her husband, and that she was not competent
to transact business. They both state that she informed them,
in conversation, that she had managed two estates of deceased
persons in Philadelphia, before her marriage to Samuel Potter;
that the defendant, London, expressly informed her of her legal
tights, as the widow of her husband, before her execution of the
deed ; that she declared she knew what the estate was worth;
verified this declaration by enumerating most of the articles of
ptmof which it coneisted, and said the whole was worth
$130,000, and that lrer dower was worth §1,000 a year, (all of
which, defendants allege is an overestimate,) but that a primary
motive with her for making the conveyance, was to benefit her
granddaughter, the wife of the defendant, Potter, and himself.

As to being without counsel, they respond, that she was
cautioned by the defendant, London, as to the importance
of the business, and advised to call in D. B. Baker, Esq., an
eminent lawyer, and P. K. Dickinson, Esq., an eminent man of
business, both of whom were near 10 her house, the former, the
son-in-law, and the latter, a partner of her late husband; but
that she declined, preferring to act on her own judgment, and
desiring to keep the affair becret.

They deny, secondly, that either of them misrepresented or un.
derestimated the value of her interest in the estate of her hus-
band, or advised or influenced her to make the conveyance in
question ; but, on the contrary, they aver, that the whole ar-
rangement originated with, and was propased by her first, while
the funeral ceremonies of her husband were in progress, and was
persevered in and carried out with perfect composare and deli-

VOL. XV. 5
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beration. They deny that London was the atiorney of 8. R.
Potter in general, or of the intestate Samuel Potter. The former
states that he was averse to employing London as his counsel,
in conducting the administration of his father’s estate, and only
consented to retain him upon the advice of his brother-in-law,
the aforesaid D. B. Baker, himself a lawyer. They state that
she, on returning from her husband’s burial, requested Loondon
to call and see her the next morning on particular business;
that he did so call; that she then mentioned the sale she pro-
sed to make of her interest in her husband’s estate to Samuel
gg Potter,and gave him instructions to prepare the conveyances;
that whatever circumstances of secrecy attended his visits to her
house, were occasioned by her special request. They admit
that the pecuniary consideration recited in the deed was not
etslal to the interest thereby conveyed, but allege that the plain-
tiff was so told by both of them, and was well aware of that
Yact, as she then declared, from her own knowledge of the estate,
They state that the plaintiff, at the time of its execution, was
well satisfied with her deed, and so continued until, a few weeks
thereafter, she received a letter from her relatives in Philadelphia,
complaining that she had made no provision for her lunatic
daughter, Mrs. Babcock. This becoming known to the defend-
ant, Potter, he told the plaintiff if she was dissatisfied with
what she bad done, he would surrender the deed to her. She
declined this; but it was then agreed that the defendant, Potter,
. should pay to the said Mrs. Babcock an annuity of $150 per
year, to commence immediately on the death of the plaintiff,
and that the plaintiff should therefore confirm the conveyance to
him ; that she then sent again for the defendant, Loudon, gave
him instructions for written instruments to this agreement
into effect, and that the annuity bond being signed by the de-
fendant, Potter, she then, to wit,.on the 21st of June, 1847, by
her solemn deed, reaffirmed the conveyance of the 31st of May
preceding. They deny that this last arrangement was made by
either of the defendants with a view to avoid odium, which had
been incurred by them on account of the original conveyance;
but the defendant, Potter, alleges, that he entered into it because
the plaintiff had been liberal to him, was and expected to con-
tinue an inmate of his family, and to enable her to silence the
reproachful clamors of her friends in Philadelphia ; that, upon
its being completed, she professed herself fully satisfied, and
said her Philadelphia friends could no longer complain. :
Thus the parties are at issue, and the decree to be rendered
depends wholly upon the finding of the facts as alleged by the
one party or the other. The judges in the court below found
in favor of the defendants. This being a court of errors in law,
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will not reverse the decision there made upon a mere difference
of opinion as to the conclusion to be drawn from the evidence
upon the facts.

But supposing the questions of fact to be retried here, what
evidence 18 there to sustain any material allegation in the bill,
or to contradict any material averment in the answers ?

That of the plaintiff consists mainly of the depositions of cer-
tain persons in Philadelphia, (for the most part her children and
connections,) who depose that she bad children by her first mar-
riage, and manifested for them, in her intercourse, the usnal fa-
mily affection; that she was a delicate person, not of strong
mind, and had some relatives who were lunatics; and that she
could not transact business; that the defendant, Potters wife,
is the daughter of a man of wealth, and has an estate independ-
ently of her father, and that the plaintiff had no estate, except
her interest in the fortune of her husband.

In addition to these, she has taken the depositions of certain
persons in Wilmington, which are found in the record, to show
of what her husband’s estate consisted, what was its value, the
relations of friendship between S. R. Potter and London, and
the state of London’s credit in 1847, &c.

There is no witness who supports the allegations of her bill,
which constitute her claim to be relieved, against her solemn
deed, by the rules of justice administered in courts of equity.
Namely, that at the time of its execution she was sick, run
down with fatigue and watching, distressed, ignorant of her
rights concerning her husband’s estate, and of the value thereof,
in need of counsel, which she would have had but for the fraud-
ulent acts of the defendants; that the defendants, or either
of them, misrepresented or underestimated the amount of the
estate, almost all the articles of which are enumerated in her
deed ; or that they, or either of them, advised or urged her to
make the conveyance to the defendant, Potter; or that the de-
fendants conspired or colluded to defraud her. The bill should
therefore be dismissed, for want of proof to sustain its material
charges, which are contradicted by the answers of the defendants.
The answers being directly responsive to the allegations and in-
terrogatories of the bill in evidence for them, which must prevail,
unless overborne by the testimony of two witnesses, or its equi-
valent. Story’s Eq. 528; Lewis v. Owen, 1 Ired. Eq. Cas. 290;
Arnsworthy v. Cheshire, 2 Dev. Eq. 456. But the defendants
have, moreover, disproved the plaintifi”’s charges by positive tes-
timony. Their depositions show that the plaintiﬂ'y was not sick,
distressed, fatigued, or in anywise disconcerted by the sickness
or death of her husband ; that the defendant, S8amuel R. Potter,
was much grieved; that she was well acquainted with her hus-
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band’s estate, and estimated it at its full value. That she told a
witness, on her return from her busband’s burial, on Sunday, that
she had determined on the disposition of her property as conveyed
by this deed. That she had been reading the Revised Statutes the
eame day while the company was at the burial. That she made
a similar declaration to another witness, on the next morning, be-
fore London came to her house. That she afterwards expressed
satisfaction with this.arrangemeat, and gave good reasons for
it: Namely, 1st, that she was much attached to Mrs. 8. R. Pot-
ter, and intended to live with her; 2d, that she had made over
her property to her children, at the time of mar‘r}iing Mr. Potter,
and thought it but right that his children should have his; 3d,
that moet of his pro eonsisted in slaves, and she would not
own one for any consideration. 4th, that the management of
the property would be troublesome to her, and that the amount
to be paid her by Potter was as much as she wanted. 5th, that
Samuel R. Potter might be enabled to buy the Point Peter plan-
tation, and thus have an ample provision for his wife. The de-
position of D. B. Baker, takea by plaintiff, shows that she was
a person. of bad disposition and temper, self-willed, and dicta-
torial. They prove, also, that she was coatent with the dispo-
sition of her property until she received a letter from her son,
Joseph Eyre, in Philadelphia. That upon the new arrangement
being made, by which an annuity was secured to her daughter,
Mrs. Babcock, she was entireulﬁ satisfied, and deliberately rati-
fied her conveyance, with a full knowl of every thing per-
taining to the :ubject. J’l‘hishw;:s on the 21st % June. In :t:l-
st ensuing, her son, Jose came to Wilmi y
f!'xle left withghim for Philaddphp iz.re’ Himington
Aware of the effect of these proofs, the learned counsel for
the plaintiff devotes the main stress of his argument to the in-
adequacy of the consideration of the deed, as a ground of relief.
It will be insisted that the inadequacy, though considerable, is
not gross, and that, regard being had to the nature of the pro-
gﬂt , and the relative capacities of the plaintiff and S8amuel R.
ot

ter to render it profitable, the arrangement as a sale was not -

so disadvantageous to her as it has been represented. With
this object, reference will be made to the inventory of the ad-
ministrator. But suppose the inadequacy, as a question of
pecuniary value, to be gross, it alone affords no ground for
relief, and requires some other accompaniment to taint the deed
with fraud. 2 Coxe, 320; Coles v. Trecothick, 9 Ves. 246;
Underhill v. Howard, 10 Ves. 219; Lord Thurlow, in Fox v.
Macreth, 16 Ves. 512, 517 ; Story’s Eq. 245; Burrowes v. Lock,
10 Ves. 471; Greene v. Thompson, 2 Ired. Eq. 365; Moore v.
Reid, Ib. 580; Osgood v. Franklin, 2 Johns. C.R.23. There is
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no such accompaniment here, On the contrary, it is clearly
shown that the pecuniary consideration was accompanied by
that of affection. It is said that this circumstance cannot be
taken into the account, because it only appears by parol evi-
dence, and thus to prove it violates the ruie that parol evidence
cannot be received “to vary, add to, or contradict ” a deed. The
fallacy of this argument consists in applying a salutary rule in
the construction of deeds, and the determination of rights under
them, to inquire into the fraud or fairness of their execution ; in
fact, to the inquiry whether the alleged deed is a deed. If this
circumstance attending the execution cannot be proved by evi-
dence dehors the deed, what other can? How does the consi-
deration appear to be inadequate, but by parol evidence? 1Is it
to be allowed to impeach but not to sustain ? In investigations
of this kind nothing is excluded which shows the acts or motives
of either party. "Fhat it is admissible for this purpose is consi-
dered as settled. 4?g-ings v. Hawks, 5 Ired. 33; 6 Ired. Eq. 38;
1 Phillips on Ev. 482, n. and cases cited; 3 Stark. Ev. 1004, e¢
seq.; 1 Greenleaf, 408 ; 2 Story’s Eq. 1531 ; Suﬁ,len on Vend-
ors, 87 ; Potter v. Everitt, 7 Ired. 152 ; Hinde v. Longworthy, 11
‘Wheat. 199; Runyon v. Leary, 4 Dev. & B. 233. Even con-
veyances, voluntary on their face, may be shown by parol to
have been for valuable consideration, and thus defeat the claims
of creditors. Sugden, 438; Chapman v. Emery, Cowp. 278.
And the cases are numerous where conveyances, absolute in their
terms, have been allowed, by parol, to be shown to be mere se-
curities for money. Streder v. Jones, 3 Hawks, 423; 2 Dev.
658; 1 Ired. Eq. 369; 6 Ired. Eq. 38. The cases cited by the
plaintiff’s counsel on this point do not sustain his position.

There is a well-established distinction between the cases in
which a specific performance will be refused in equity, where a
contract is executory, and those in which it will be rescinded
being executed. The circumstances of this case may class it
with the former, but not the latter. ,

But, whatever may be thought in regard to the original trans-
action, there has been such complete recognition and confirma-
tion on the part of the plaintiff that she cannot impeach her
deed. Moore v. Reid, 2 Ired. Eq. 580 ; Chesterfield v. Janssen, 2
Ves. 125; Cole v. Gibbons, 3 P. W. 289.

As to Competency of Evidence.

Loudon’s deposition was properly allowed as evidence. After
the certificate of the commissioners, dated April 14, 1849, of the
execution of their commission, they were functi officio, and no
other certificate of theirs can be heard. If they are to be fur-

5
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gher heard, it must be upen oeth as witnesses. But if their cepr
tificate of the 12th Novembher, 1844, i to be respected, the fac
it sets forth is neutralized by their third certificate, on the spme
that the irregularity of writing out the answers of witnesn,
avhile out of their presence, was occasioned by themselves.
No observation is deemed necessary on the complaint, that
the plaintiff wes not permitted to introduce as eyidence the cogr
sespondence between herself and her children,

Mr. Justice DANIEL delivered the opinion of the eourt.

This is an appeal from a decree of the Cireunil Court of the
DUnited States for the District of North Carolina, by which
decree the bill of the appellant (the complainant in the Civenit
ourt) was dismissed with eosts.

The allegations in the bill, on which the interpasition of the
ocourt was invoked, are substantially as follow: That Samue]
Potter, deceased, the late busbend of the eomplainaat, died on
$he 29th of May, 1847, poesessed of s jarge real and pemsonal
estate, cansisting of houses in the towns of Wilmington and
Bniithville,in North Carolina, of & productive rice plantation, of
an interest in one or more vgluable saw-mills, of & large number
of slaves, of a considerable amount of bapnk and railroad stocks,
sad of other personal property; that the complainant who, ai
the time of her husband’s death, was ignopamt of the value of
his property, had, from receant information, ascertained that the
annual value of the real estate was more than $6,000, perh

equal t:itmce that eum,c:: tkatlher sgl:;egn z%roh s
personal property was w pot less t 15000; that
the laws of Carolina the laisant, in additi:m to oz

year's maintenance for herself family, (in this instance
smounting to not less than §$1,000,) was entitled, in right of
ber dower, to one third of her busband's real estate during
her life, and to an absolute property in a child’s part, or one
sixth of the personalty, her husband having left surviving
him four children and one grandchild ; that by the laws of the
same state, she had the prior right of administration upon the -
estate of her husband, and there:{ the control of his sssets,
and a right to all the regular emoluments resulting from that
administration; that the complainant is an aged and infirm
woman, predisposed to nervous affections, and wholly inexpe-
rienced in the transaction of business; that during the last ill-
ness of her husband, being overwhelmed by daily and nightly
watchings and anxiety, she became ill; that, whilst she was
thus sick and oppressed with affliction and iafirmity, SBamuel R.
Potter, the son of her late hushand, professing great sympathy
and affection for the complainant, availing himself of her dis-
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tressed and lonely condition, and of hex ignorance of the value
of the estate, with which he was familiar, having been several
years the manaﬁzrn of it, combined with a lawyer by the name
of Mauger London to defraud the complainant, and to deprive
ber of her rights and interest in the estate, and succeeded in ao»
eomplishing this scheme in the following manner: In the
cution of their plan they in the first place induced the complain.
ant under sa assmrance that the measure would be in accord»
ance with the wishes of her late husband, and would prove the
best meaas of protecting and securing her interests, to relinquish
to the said Samuel R. Potter, her right to administer upon her
husband’s estate. In the next place by false representations as
to the value of the estate, and the expense and tronble of ma~
naging it, they prevailed upon her to sell and convey to the said
Bamuel R. Potter, by a deed bearing date on the 31st of May,
. 1847, her entire interest in this wealthy and productive estate,
for the peltry consideration of $1,000, and a covenant for an
annuity of $600 dering the complainant’s life; and that even
this small allowance was not otherwise secured to the complain-
ant than by the single bond of said Samuel R. Potter, for the
sum of $2,000. That in the eagerness to effect their iniquitous
purposes, the said Petter and London, in total disregard of her
ings sad even of decency, did, on the day of her husband’s
death and before his interment, urge her acquiescence in theiy
scheeae, aad on that day or the day succeeding, accomplished it,
by extracting from the complainant a deed bearing date on the
Blst of May, 1847, conveying to Samuel R. Potter the complain-
ant’s entire imterest in her late husband’s estate, and the instru-
ment of the same date, whereby she relinquished to the same
fadividual her right to administer upon that estate. The bill
makes defendants the said Samuel R. Potter and Mauger Lon-
don; charges upon them a direct fraud by deliberate combina-
tion, by misrepresentation, both in the suppression of the truth
axd the suggestion of falsehood, and in the effort to profit by
the ignorance, the sickness, the distress and destitution of the
complainant. The bill calls for a full disclosure of all the facts
and circumstances attending the transactions therein alleged to
have occurred ; prays that deed of May 31st, 1847, from the
- complainant to said Samuel R. Potter may be cancelled ; that
the property thereby conveyed may be released and reconveyed
;:li :hie compleinant, and concludes with a prayer for general

- It is now the office of this court to determine how far the
foregoing allegations are swstained mpon a proper construction
of rtt{::;;feadi.nge, or npon the evidence adduced by either of the
pe
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And here it may be proper to premise, that in the examina-
tion of the case made by the bill, it cannot be considered as one
of constructive fraud, arising out of some peculiar relation sus-
tained to each other by the complainant and the defendants,
and therefore to be dealt with by the law under the necessity

. for protecting such relation, but it is one of actual, positive
fraud, charged, and to be judged of, according to its features
and character, as delineated by the complainant, and, accordin
to the proofs adduced to establish that character. Althoug
cases o? constructive fraud are equally cognizable, by a court of
equity, with cases of direct or positive fraud, yet the two classes
of cases would be met by a defendant in a very different manner.
It seems to be an established doctrine of a court of equity, that
when the bill sets up a case of actual fraud, and makes that the
ground of the prayer for relief, the plaintiff will not be entitled
to a decree, by establishing some of the facts quite independent
of fraud, but which might of themselves create a case under a
totally distinct head of equity from that which would be appli-
cable to the case of fraud originally stated.  In support of this
gosition may be cited, as directly in point, the ¢ase of Price v.

errington, decided by Lord Chancellor Truro, in 1851. Vide
English Law and Equity Reports, vol. 7, p. 254.

The defendants, in this case, were clothed with no special
function, no trust which they were bound to guard or to fulfil
for the benefit of the complainant ; they were not even the de-
positaries of any peculiar facts or information as to the subject
matter of their transactions, or which were not accessible to all
the world, and by an omission or failure in the disclosure of
which, they could be regarded as perpetrating a fraud.

Recurring to the pleadings in this case, there is not alleged
in the bill one fact d‘c)zemed material to the decision of this con-
troversy, which is not directly met, and emphatically denied, by
both the defendants.

Although the age assumed for the complainant seems to be
controverted by none of the parties, yet the assertions tbat, at
the period of her husband’s death, she labored under any unusual
infirmity; that she was exhausted by fatigne and by anxious
watchings at the bed of sickness, or was overwhelmed with
grief, or even discomposed by the event which severed forever
her connection with her husband, are assertions directly met, and
positively contradicted ; and in further contravention of these
statements by the complainant, are the averments that the
intercourse of the complainant with her late husband, was of a
very unbappy character, evincing not indifference merely, bat
signs of strong antipathy. Equally direct and positive are the
denials in the answers of both the defendants, of the charges of
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pessuasion or inducement of any kind, or of any concealment
or misrepresentation moving from the defendants, by which
the complainant was or could have been influenced; and it is
expreesly denied by each of the defendants, that any proposition
was by them, or either of them, submitted to the complainant for
the sa.{e of her interest in the estate, or for the relinquishment of
her right to the administration. These positive denials in the
answers, being directly ive to the charging part of the
bill, the latter, by every rule of equity pleading, must be dis-
placed by them, unless those denials can be overcome by evi.
dence aliunde. Bnt by the peculiar frame and structure of the
bill, in this case, the compiainant has imparted to the answers,
a function beyond a mere response to the recitals or charges
contained in the bill. The eomplainant has thought proper spe-
eifically to interrogate the defendants, as to the origin, progress,
and conditions of the transactions un‘pn ed by her; and as to
the part-borne in them, both by the defen and the complain-
ant herself. By the answers to these interrogatories, the com-
plainant mnst, therefore, be concluded, unless they can be over-
thrown by proofs. How stands the case, in this as of it,
upon the interrogatories and the evidence? The defendants,
ing called on to disclose minutely, and particularly, theit
knowledge of, and their own participation and that of the com-
plainant in, the transactions complained of, declare, that when
those transactions took place, the complainant was in her asual
bealth; was in possession of all her faculties, was exempt from
any of those influences, such as grief and depression, which
might have rendered her liable to imposition; was in possession,
likewise, of all the knowledge 8s to the subject-matter of the
transactions requisite to judge of ber own interests; that with
sach capabilities, and such knowledge, the complainant herself
proposed the arrangement which was adopted, and although
informed by both the defendants, that the consideration
to receive was less than the value of her interests in
the estate, she urged and insisted upon that arrangement, as-
signing for it, reasons, which are deemed neither unnatural nor
improbable, and which, although they might, to some persons,
appear not to be judicious, she had the right, nevertheless,
legally, and morally, to yield to.

How does the history, thus given by the defendants, accord
with the proofs in this cause ?

And first as to the state of complainant’s health, and the
condition of her mind and spirits as affected by the illness and
death of her husband.

Benjamin Ruggles, who says that he is acquainted with the
parties, states that he was with the husband of the complainant
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every day during his illness, (which lasted eight or fen days,)
and sat up with him two nights ; that he saw the complainant
every day ; that she did not sit up either night that the witness
was there; that she exhibited no sign of distress at the sickness
of her husband, nor devoted much of her time to him, nor
showed any sign of grief at his death; that on the night of her
husband’s death, the complainant attended to getting his burial-
clothes, which she handed to the witness, seeming calm and
composed. The complainant was not sick during the witness’s

stay.

J(y)sephine Bishop, also acquainted with the parties, was at the
house of the deceased on the day of his death, returned there on
the second day after that event, and remained three or four weeks.
On the morning of the witness’s return, the complainant, in a
conversation, informed her that complainant intended to propose
to the defendant, Samuel E. Potter, to make over to his wife all
the complainant’s interest in her husband’s estate. Some two
or three weeks after, the complainant said to the witness that
she had sent for Mr. London to arrange her business for her,
and felt greatly relieved and satisfied at the manner in which
he had arranged it; that she had conveyed her interest in her
husband’s estate to Samuel R. Potter, who was to give her two
thousand dollars in cash, six hundred dollars a year during her
life, to furnish her board and a servant, and would have given
her more if she had asked it, but she was satisfied with the
amount, which was as much as she would have use for. The
complainant spoke of the defendant, London, in the strongest
terms of approbation. 8he farther remarked to the witness, that
she knew her interest in the estate of her late husband was
worth much more than she had asked for it. Yet at the time
of her marriage with him, she had made over her own property
to her children by a former marriage, and thought it nothing
but right that his children should have the benefit of his pro-
perty, besides that the greater part of the property consisted of
slaves, and she would not own one for any consitz:ration. Wit~
ness saw the complainant every day during the time she was at
the house; she did not complain of ill health nor appear to be
at all distressed; and witness had never seen her in better spirits.
The conversations in which these declarations of complainant
were made, were introduced by the complainant herself.

Margaret H. Wade, who is acquainted with the parties, states
that she was three or four times at the house of defendant dur-
ing bis illness, and remained three or four hours during each
time. Witness saw the complainant once only in the room of
her husband ; she staid in an adjoining room. Witness did not
perceive that the complainant was indisposed in any way, nor




DECEMBER TERM, 1858. 59

Eyre ot al. v. Potter et al

did the complainant appear to be grieved during the illness of
her husband nor after his death. In a conversation with wit-
ness some three or four days before decedent’s death, the com-

lainant asked the witness if she thought the decedent could

ive, and upon the reply of the witness that she did not think he
could, the complainant observed that she was provoked at Sa- .
muel (the defendant) for forcing him to take first one thing and
then another, “and make him live any how.” Afterwards, on
board of the steamboat returning from Smithville from the fu-
neral of the decedent, the complainant told the witness, that
she had made over her property to Samuel R. Potter, or intend-
ed so doing, on account otP his wife Marian; that she was very
fond of her, and wished to stay with her the residue of her life,
though she did not know that her friends at the north would be
willing that she should do so. .

Without a farther and more protracted detail of the testimony
adduced on the part of the defendants, it may be sufficient
merely to advert to the depositions of Julia and Caroline Everett,
of Edwin A. Keith, and of Sterling B. Everett, (the last for many
years the physician in the family of the decedent,) and of the
complainant herself, as fully sustaining the averments in the an-
swers of the defendants, and the statements of the witnesses
previously named, in relation to the capacity of the complainant,
to her disposition and deportment towards her late husband, the
effect of his illness and death upon her health and spirits, her
knowledge of her rights and interest in the subject of her trans-
actions with the defendants, the origin and fairness of those
transactions, the objects for which, and the means and instru-
mentality by which, they were consummated. Nor can it escape
observation, as a circumstance of great if not of decisive weight,
that all this testimony is derived from persons familiar with the
parties, living upon the immediate theatre of the transactions
in controversy, many of them more or less acquainted with the
subjects embraced by them, witnesses, all of them free from im-

utation on the score of interest, and against whose veracity or
Intelligence no exception is even hinted.

Against an array of evidence like this, the question of equi-
valents or of exact adequacy of consideration cannot well be
raised. The parties, if competent to contract and willing to
contract, were the only proper judges of the motive or consider-
ation operating upon them; and it would be productive of the
worst consequences if, under pretexts however specious, inte-
rests or dispositions subsequently arising could be made to bear
upon acts deliberately performed, and which had become the
foundation of important rights in others. Mere inadequacy of
price, or any other inequality in a bargain, we are told, is not to
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be understood as constituting per s¢ a ground to avoid a bar
gain in equity, for courts of equity, as well as courts of law,
act upon the ground that every person who is not, from bis pe-
culiar condition or circumstances, under disability, is entitled to
dis of his proxert.y in such manner and upon such terms
as he chooses; and whether his bargains are wise and discreet
or otherwise, or profitable or mmprofitable, are considerations
not for courts of justice, but for the party himself to deliberate
upon. Vide Story’s Equity, § 244, citing the cases of Griffiths
v. Spratley, 1 Cox, 383, Copis ¢. Middﬂﬂm, 2 Maddox, 409,
and various other cases.

A?uin, it is ruled, that inadequacy of consideration is not of
itself a distinct principle of equity. The common law knows
no such principle. The consideration, be it more or less, su

rts the contract. Common sense knows no such principle.

e value of a thing is what it will produce, and it admits
of no precise standard. One man, in the disposal of his pro-

, may sell it for less than another would. If courts of
equity were to unravel all these transactions, they would throw
every thing into confusion, and set afloat the contraets of mane
kind. Such a consequence would of itself be sufficient to
show the injustice and impracticability of adopting the doctrine,
that mere inadequacy of consideration should form a distinet
ground for relief. Still, there may be such an uneonscionable-
ness or inadequacy in a bargain, as to demonstrate some gross
imposition or some undue influence ; and in such cases courts
of equity ought to interfere, upon satisfactory ground of fraud ;
but then, such unconscionableness or such inadequacy should
be made out as would, to use an expressive phrase, shock the
conscience, and amount in itself to conclusive and decisive evi~
dence of fraud. Vide Story’s Equity, § 245~ 246, and 9 Ves.
246; 10 Id. 219; and other cases there cited.

But the contract between the parties in this case should not
be controlled by a comparison between the subject obtained and
the consideration given in a mere pecuniary point of view ; ad«
ded to this, were the motives of affection for the wife of the
Frantee, the granddaughter of the grantor, a conviction in the
atter of what justice dictated towards the children of the de-
cedent in relation to his property; the prospect of ease and
independence on the part of this elderly female; her exemption
from the expense, the perplexities, and hazards of managing a
species of property to the management of which expense and’
en and skill were indispensable ; property to the tenure of
which she entertained and expressed insuperable objections,
Here, then, in addition to the sums of money paid, or secured
to de paid, we see considerations of great influence which,
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naturally, justly, and lawfully, might have entered into this
contract, and which we think cannot be disregarded in its in-
terpretation, upon any sound construction of the testimony in
the cause. Upon the first view of this case, it may, in the spec-
tacle of the widow and the son bargaining over the unburied
corpse of the husband and the father for a partition of his pro-
perty, be thought to exhibit a proceeding revolting to decorum,
and one, therefore, which a court of equity, equally with a
court of morals, would be cautious in sustaining, or be inclined
to condemn; yet, upon testing this proceeding by any principle
of decency, as well as of law or equity, it is manifest that it
could not be disturbed without benefit to the chief offender
against such a test; for the evidence incontestably shows, that
whatever in the conduct of the parties was inconsistent with
the highest and most sacred relations in life — whatever may be
thought to have offended against the solemnity and decorum of
the occasion,—was commenced and pressed to its consummation
by the plaintiff in this case. Tried, then,.by this standard, she
should be left precisely where she has placed herself.

To avoid the consequences flowing from the acts of the com-
plainant touching the matters of this controversy, the testimony
of several witnesses, taken in the city of Philadelphia, has been
introduced, to prove the mental as well as physical incompe-
tence of the complainant. With respect to the character and

urposes of this testimony, it may be remarked, that a position
gl a court of justice founded upon what is in effect the stultifi-
cation of the person who assumes that position, is one to be
considered with much diffidence, as it admits in general the
Jactum which it seeks to invalidate; and if the averments on
which such position rests be true, the person occupying that -
gition should be in court by guardian or committee. %ut in
truth this testimony establishes no such position, either directly
or inferentially, in reference to the complainant. In the first
place, all these witnesses resided in a different State, and at
the distance of many hundreds of miles from the complainant ;
and not one of them appears to have had any intercourse with
her or to have seen her even for a series of years preceding the
contract which it is essayed to vacate ; nor to have had any know-
ledge of the existence of that contract until after its comple-
tion; nor of the state of mind or of the health of the com-
plainant at the period at which that contract was found. In
addition to this ignorance of these witnesses, of the transaction
under review, and of all the circumstances surrounding it, there
is no fact stated by one of them which amounts to proof of
incapacity on the part of the complainant to comprehend the
character of her acts, and of the legal consequences incident to -

VOL. XV. 6
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them ; and much less'do they establish, as to her, such an aber-
ration or imbecility of mind as would justify a"ﬂresumption,
and much less a legal conclusion, against the validity of any
and every act she might perform. To such a conclusion only
could the general expressions of opinion and belief of these
witnesses apply, and such a conclusion they come very far short
of establishing.

We are therefore of opinien, that the decree of the Circuit
Court should be affirmed, and the same is hereby affirmed with
costs.

Order.

This cause came on to be heard on the transcript of the
record from the Circuit Court of the United States for the Dis-
trict of North Carolina, and was E&rgugd by counsel. On
consideration whereof, it is now hef® ordered, adjudged, and
decreed by this court, that the decree of the said Circuit Court
in this cause be, and the same is hereby, affirmed, with costs.

Henry O'RerLry, Eveene L. Waitman, Axp W. F. B. Hast-
ING8, APPELLANTS, v. SamueL F. B. Morsg, Avrrep Vair,
aNp Francis O. J. Smita. -9

Morse was the first and original inventor of the electro-magnetic telegraph, for which
a patent was issued to him in 1840, and reissued in 1848. His invention was prior
to that of Steinhiel of Munich, or Wheatstone or Davy of England.

Their respective dates compared. .

But even if one of these European inventors had preceded him for a short time, this
circamstance would not have invalidated his patent. A previous discovery in &
foreign country does not render a patent void, unless such discovery or some sub-
stantial part of it had been before patented or described in & printed publication.
And these inventions are not shown to have been so.

Besides, there is a substantial and essential difference between Morse’s and theirs;
that of Morse being decidedly superior.

An inventor does not lose his ngﬁn to lrtent because he has made inquiries or
sought information from other a combination of different elements be
used, the inventors may confer with men as well as consult books to obtain this
various knowledge,

There is nothing in the additional specifications in the reissued patent of 1848, incon-
sistent with of the patent of 1840.

The first seven inventions, set forth in the cations of his claims, are not subject
to exception. The eighth is too broad and covers too much ground. Tt is this. “ I
do not pro to limit myself to the specific machinery or parts of machinery de-
scribed in the foregoing specification and claims; the essence of m innnﬁomng
the use of the motive waer of the electric or gafvmw current, which I call electro-
nnggi::é how?i'.er evel?:‘gd. for making or prin?ig dil::elligible eham;tlelu, signs
or an tances, being & new ication wer, of which I claim
to be the first izvemor or dheoSerer." *ppli - . power, of

The case of Neilson and others v. Harford and others, in the English Exchequer Re-
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pwh,exmhed;uddgoﬁeheﬂmdm. The acts of Congress do not

BJ"d - tho?)tten'i? d void so far as respects the eighth claim, yet th:
ut altho t is and void so far as claim, 0
patentee withmtlmutofegc‘tlmmwhiehgimhimnﬁgmwdhdﬂm,my;thu
save the portion to which he is entitled. No disclaimer having been entered before
the institution of this suit, the tee is not entitled to costs.

In 1846 Morse obtained a second patent for the local circuits, which was reissued in
1848. It is no objection to this t that it was embraced in the eighth claim
of the former one, that eighth claim was void. Nor is it an objection to it,
that it was an improvement upon the former patent, because a patentee has a right
to improve his own invention.

This new patent and its reissue were properly issued. The improvement was new

nmdnotembruodfindl:'i;?mm i m& tion of the eighth clai
ese two patents of 184 ing good wi e exception of the ej im, are
substantially infringed upon by O’'Reill , which uses the samo means

Mm&emmqndupmmhdm

" (M. Justice Curtis) having been of counsel, did not sit in this
cause.

Tais was an appeal from the Circuit Court of the United
States for the district of Kentucky, sitting as a Court of Equity.

1t is difficult to make a fair report of this case without writ-
ing a book. The arguments of counsel would fill a volume by
themselves.

The history of the case was drawn up b{ the learned Judge,
who presides over the District Court of the United States in
Kentucky, and whose decree was under review. Permission
has been given by Judge Monroe that the reporter may use his
statement as preliminary to this report, and he avails himseif
with pleasure of this kindness; because, although the narrative
is occasionally inte with the opinions which induced the
judge to decree an injunction in favor of Morse yet the history
is given with great precision and clearness.

be following statement is extracted from the opinion of
Judge Monroe:

The complainants, in their bill, allege that Samuel F. B.
Morse, one of them, was the trae and original inventor of the
Electro-Magnetic Telegraph, worked by the motive power of
electro-magnetism, of the several improvements thereon, by
which intelligence which is in one place is transmitted to
other distant places, and that by the letters-patent of the United
Btates, duly issued to him, Samuel F. B. Morse, and by his pat-
tial assignments to F. O. J. Smith and Alfred Vail, the other

. complainants, they together are lawfully invested with the ex-
clusive right of constructing and employing such telegraph for
such purpose, throughout the United States, for the terms in
the letters-patent mentioned, and which have not yet expired —
and they exhibit the letters-patent.

They show that the practicability and great utility of the in-
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vention was fully established by the telegraph construtted under
the superintendence of Morse, by means of an appropriation
made by the Congress of the United States for the purpose, and
put in operation between the cities of Washington and Balti.
more, in the year 1844.

That afterwards there had been constructed, by the agency
and means of joint-stock companies, promoted by the complain-
ant, and operating under contracts and license of the patentee,
Morse an«f his assignees, telegraphs along lines, amounting, in
the aggregate, to upwards of gol:r thousand five hundred miles,
whereby telegraphic communication was established between
the principal cites of the United States, from New Orleans to
Boston; and that there were ‘now in progress of construction,
numerous additional and other lines, under contracts with them,
for more widely extending the benefits of the invention, and they
believe that if they are protected in the lawful use of their rights,
every section of the United States will, in a short time, have
the benefits of their improvements in telegraphic correspond-
ence.

They represent that, in all the lines of fele%nphic communi-
cation now in successful operation in the United States in
transmitting intelligence by means of electro-magnetism, the
improvement of 8. F. B. Morse, or the chief and essential prin-
ciples and parts thereof, are employed.

They show that they had caused to be established, a line of
telegraphic communication from Louisville, by way of Frankfort
and Lexington, to Maysville, Kentucky, which was in success-
ful operation. .

They represent that theL:lad caused to be constructed, lines
of posts and wires from Louisville in the district of Kentucky,
by way of Bardstown, Glasgow, and Scottsville, in Kentucky,
and thence by way of Gallatin to Nashville, in the district of
Tennessee, for the transmission of intelligence, by means of
their improved telegraph; and that they had expended great
sums of money therein; and that this line is in the extension to
New Orleans, State of Louisiana ; and is connected by another
line, with Memphis, Tenneszee ; and that large sums of money
will be expended in this work ; and all the lines in a short time
completed, and the assignments. . :

They represent that their rights have been repeatedly and ex-
plicitly acknowledged and admitted in divers ways am{ by indi-
viduals and large bodies of associated citizens in various sec-
tions of the United States; that these had treated with them
for the purchase of their rights, or parts thereof, and of licenses
to use their patented improvements ; and that they had made
extensive sales, or licenses, to use them to companies and indi-
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viduals, upon various lines, and amongst others, to the New
York, Albany, and Buffalo line ; the Washington and New York
line ; the New York and Boston line; the Washington and
Petersbarg line ; the line from Petersburg to New Orleans; be-
sides numerous shorter and side lines.

They state that they had been thus in the successful and
uninterrupted exercise of the rights granted to them by the
letters-patent of the United States, and had been in nowise
disturbed therein, until, by the operations of the defendant,
O’Reilly, and the committing of the wrongs presently mentioned,
by him and his co-defendants.

This defendant, O’Reillﬁ, they state, had, as early as 1845,
entered into a contract with the complainants, and another, then
having an interest in the patent, whereby he, O’Reilly, acknow-
ledged their right; and that he had afterwards, in varions ways,
and for a long period of time, manifested his acquiescence in,
and admissions of, the rights and privileges of them, the com-

lainants, and even insisted on his right to the use of them
gimaelf, under his contract with them; that he had, under this
contract and his claims under it, in fact, used and employed the
improved telegraph of the complainants, and persisted in such,
his claim, to employ it on all the lines embraced by his contract,
without questioning the validity of their patents. But,

They allege that this defendant, Henry O’Reilly, had, by him-
self, his xents and servants, constructed a line of posts and
suspended metallic wires thereon, from the city of Louisville, in
the District of Kentucky, by way of Bardstown, to Nashville,
in the State of Tennessee, and well knowing all the facts by
the complainants’ set forth, he and his co-defendants had worked
and employed upon said line, a telegraph substantially the same
with the Electro-Magnetic Telegraph, invented by the com-
plainant, Morse, and in his patents mentioned, against the will
and without any authority from them, the complainants. They
show that the terms of the contract, under which O’Reilly
claimed their right to the use of the telegraph, on certain other
lines where he employed it, did not extend to any country north
of the Ohio river, and that there was no color for any claim by
the defendants to the use thereof, within the District of Ken-
tuckg', or on any part of the lines t:z them lately constructed.

They represent, estpecially, that the defendants, in the opera-
tion and working of their line of telegraph, so by them con-
structed, used and employed instruments, apparatus, and means,
which are, in the material, substantial, and essential parts thereof,
so upon the principle and plan of the said several improvements
patented by the complainant, Morse, or the plan and principle
of some of said improvements, and not other or different. And,

6*
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They state, that by such means the defendants, their servants
and agents, had been for the space of more than four months
past, and were still, transmitting intelligence over said line, for
any person who desired the same; and for such service, had
been, and are yet, receiving eoxanlfensation from the persons for
whom the same is performed ; all which they allege is in viola-
tion of the rights granted by the letters-patent, or of some of
the parts thereof.

ey further represent, that the defendant, O’Reilly, was
extending the line from Nashville to New Orleans, and bhad
extended it to Memphis, and was operating upon the last men-
tioned line to Memphis, in violation of the rights of them, the
complainants, by the use of their patented improvements, or the
grinciple and essential parts thereof; and that he had declared
is intention of completing the other line from Louisville to
New Orleans, and of then employing the same instruments as
he was then using on the line from Louisville to Nashville.

They state that they are informed that the defendants some-
times give out in speeches, that the patents of the complainant,
Morse, are void; and at other times, give out and pretend that
the machinery and apparatus which they use for the transmis-
sion and the reception of the intelligence upon the said line,
is a distinet and separate invention, which they, the complain-
ants, are informed the defendants call the Columbian Telegraph :

‘Whereas, the complainants charge that the patents are good
and valid in law, and that the defendant, O’Reilly, by his con-
tract with the patentee, and by his having exercised, and his

isting in his claim to exercise, under it, the exclusive privi-
s by the gatents granted, is estopped from denying their
validity. And, :

That the said pretended new invention is, in its essential
principles, identical with, and upon, the plan of the patented
improvements of Morse, and that the use of the same is a
violation and infringement of the patent issued to the com-
plainant, Morse. ‘

They allege that the defendants had received, and were then
receiving, considerable sums of money for transmitting intelli-
gence on the line from Louisville, within the District of Ken-
tucky, in violation of the rights of the complainants ; and they
complam. that the defendants had, by their unlawful operations,
greatly disturbed them in the lawful exercise of their rights, so
granted and held by them, and had caused a great diminution
of the business of them, the complainants, on their line of
telegraph, which they had caused to be constructed, and had .
how in operation within the District of Kentucky; and that

‘the defen ants refuse to desist from such violation of the com-
plainants’ rights. Wherefore, '
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The complainants pray that the defendants, by an order, and
the process of the court, may be enjoined from hereafter using
or employing such telegraphs in the violation and infringement
of the rights of them, the complainants, within the District of
Kentucky ; that they may be compelled to account for the
money received by them in consideration of their unlawful
operations and wrongful exercise of the rights, privileges, and

roperty of the complainants; and that on due proceeding and
gnal hearing, such order of injunction may be made final and
effectual ; and that the complainants may have such other relief
as their case may require. And, - .

They propound numerous interrogatories, framed on all the
material allegations of the bill, and pray that each defendant
may be compelled to answer, on his oath, such as are for him
designated, and, to this end, and that they may have the relief
which shall be adjudged them, they pray the writ of subpcena.

Answer and Grounds of Defence.

The defendants appeared by their counsel, and admitted that
they had sufficient notice. O’Reilly read his answer to the
complainants’ bill.

The respondent admits the contract with the complainants,
of 1845, stated in the bill, and seems to admit that he had used,
under it, portions of the “ machine or combinations ” described
in the patent to Mr. Morse, of 1840; but denies fie had used
others under this contract.

He says he was not scientific, and had not seen the patent
until after the complainants had alleged he had forfeited his
contract, and instituted a suit to have it vacated; and insists
that he is not estopped to deny the validity of the patents.

He sets up no defence under this contraot, and disclaimin
any license from the complainants in respect to the line o
telegraph in question, answers, that he believes, on grounds
which he sets forth, that Mr. Morse is not the original and first
inventor of the telegraph described in his patents, and insists
that his patents are, on that ground, and upon their face, and
for other causes he states, null and void.

He admits the construction and operation of the lines of
telegraph in Kentucky, and elsewhere, by himself and others;
but denying that the instruments employed on them are within
the description of the complainants’ patents, even on the sup-
position of their validity, denies the infringement.

But other grounds of defence, not presented by the answer,
were assumed in the ment; and, the matter of the answer
will be more fully stated under the several heads of the whole
defence. The defendants all united in opposition to the motion.
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The parties respectively read, without objection, a great mass
of documentary proof, in support of their positions, and a model
of the telegraph described in the letters-patent, to Mr. Morse,
and of the telegraph employed, and proposed, to be employed
by the defendants, was exhibited and subjected to the applica-
tion of the proofs, the explanation of the parties, and the
inspection of the tribunal.

The grounds of defence presented by the answer of O'Reilly,
and assumed on the proofs, will be comprehended under these
heads of primary division :

I. The complainant, Morse, was not the true and original
inventor of this telegraph.

IL The letters-patent to him are null and void upon their
face, and for other causes dehors.

I1IL. The telegraph constructed and elt;ployed by them, the
defendants, is substantially and in law, different from the tele-
graph described in the letters-patent, to Morse, and of which he
can lawfully claim the exclusive employment: And, therefore,
on the supposition of the validity of the patents to any extent,
there has been no infringement.

IV. The case on the pleadings and proofs, is not one, what-
ever might be eonsideres of it on a final hearing of the bill,
which will justify an order for injunction presently.

These subjects in their order.

Is Mr. Morse the original inventor of this teleimph, and of
the several improvements thereon described in his letters-pa-
tent?

It is necessary that we now ascertain and settle, what is the
thing which was invented; and to this end it will be most con.
venient to begin at its conception, and accompany it in its
progress down to its present state of apparent maturity and
completeness.

History of the Invention.

Its conception is fixed by Mr. Morse himself, in October, 1832,
on board the packet ship # Sully,” on her passage from Havre,
France, to New York. .

He says that he was by profession, a historical painter, and
had, in 1829, gone to Europe for perfecting himself in that art;
that on his return home, in October, 1832, there were among the
- passengers in the ship, the Hon. William C. Rives, Minister of

the United States to the Court of France, Dr. C. T. Jackson,
James Fisher, Esq., of Philadelphia, William Constable, Esq.,
and other gentlemen of extensive reading and intelligence;
and that soon after the voyage commenced, the then experi-
ments and discoveries in relation to electro-magnetism, and the
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affinity of electricity to magnetism, or their probable identity,
became a subject of conversation.

In the course of this discussion, it occurred to him that, by
means of electricity, signs representing , letters, or words,
might be legibly written down at any distance, and that the
same effect might be produced by bringing the current in con-
tact with paper saturated with some saline solation. These
ideas took full possession of his mind, and during the residue
of the voyage he occupied himself,in a great measure, in devis-
ing means of giving them practical effect.

%efom he landed in the United States, he had conceived and
drawn out in his sketch book, the form of an instrament for
an electro-magnetic tel h, and had arranged and noted
down a syet:r%n of signzgr;‘t’nposed of a combination of dots
and spaces, which were to represent figures ; and these were to
indicate words to be found in a telegr;fhic dictionary, where
each word was to have its number. He had also conceived
and drawn out the mode of applying the electric or galvanic
current, 8o as to mark signs by its chemical effects.

This is the account of the inventor himself; bat it is sup-
ported %\"‘ the testimony of disinterested witnesses.

Mr. Rives, under date of September 27, 1837, addressing
himself to Mr. Morse, says :

¢ ] remember perfectly, that you explained to me the idea of
your ingenious instrument, during the voyage which we made
together in the autumn of 1832. T also remember that du‘;'-liﬁlg
our many conversations on this subject, I suggested several diffi-
culties to you, and that you obviated them with promptness
and confidence.”

Captain Pell, the commander of the ship, says, on the same
day, addressing himself to Mr. Morse:

“ When I examined your instrument a few days since, I
recognized in it the same mechanical principles and arrange-
ments which I had heard you explain on board of my vessel in
1832 And,

It appears by the depositions of two brothers of Mr. Morse,
that on their meeting him on board the ship, immediately she
had moored at New York, the greeting Ead hardly passed
between the three brothers, and before they had reached the
house of one of them, which they immedjately proceeded to
from the ship, he announced to them his discovery, and told
them that he had, during his voyage, made an important inven-
tion, which had occupied almost all his time on ship-board, one
that would astonish the world, and of the success of which he
was perfectly sanguine; and that he said this invention was a
means of communicating intelligence by electricity, so that a
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message could be written down in characters, in a permanent
manner, at any distance; and he took from his pocket and
showed them, in his sketch-book, a representation of his inven-
tion.

And this was the invention in October, 1832.

Mr. Morse further says: —

« Immediately after his landing in the United States, he com-
municated his invention to a number of his friends, and em-
ployed himself in preparations to prove its practicability and
value, by actual experiment. To that end, he made a mould,
and cast, at the house of his brother, in New York, before the
commencement of the year 1833, a set of type, representing
dots and spaces, intended to be used for the purpose of closing
and breaking the circuit in his contemplated experiments.”

And this statement is also supported by other testimony.

But be was unable to proceed, for the want of money, to pur~
chase the materials for a galvanic battery and wire, and was
compelled, for subsistence, to return to his pencil; and baving
been led, in pursuit of employment, from place to place, from
1832 to the latter part of 183%, he had no opportunity of making
experiments of his invention. But, he n.fgrma, he never lost
faith in its practicability, or abandoned his intention of testing
it as soon as he could command the means.

¢ In 1835, he was appointed Professor in the New York city
University, and about the month of November, in that year,
occupied rooms in the University buildings. Here he imme-
diabeYy commenced, with very limited means, to experiment
upon his invention.

« His first instrument was made up of an old picture or can-
vass-frame fastened to a table; the wheels of an old wooden
clock moved by a weight to carry the paper forward ; three
wooden drums, upon one of which the paper was wound and

sed thence over the other two; a wooden pendulum sus-
pended to the top piece of the picture or stretching frame, and
vibrating across the paper as it passed over the centre wooden
drum ; a pencil at the lower end of the pendulum in contact
with the paper; an electro-magnet fastened to a shelf across
the picture or stretching frame, opposite to an armature made fast
to the pendulum; a type rule and type for closing and breakin
the circnit, resting qn an endless band, composed of carpet bind-
ing, which passed over two wooden rollers moved by a wooden
crank, and carried forward by points projecting downwards into
the carpet binding; a lever with a small weight on the upper
side, and a tooth projecting downwards at one end, operated on *
by the type and a metallic fork, also projecting downwards, over
two mercury cups; at the other end a galvanic battery of one
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cup, and a short circuit of wire embracing the helices of the
electro-magnet, connected with the positive and negative poles
of the battery, and terminating in the mercury cups.

¢« When the instrument was at rest, the circuit was broken at
the mercury cups. As soon as the first type in the type rule,

put in motion by turning the wooden crank,) came in contact
with the tooth on the lever, it raised that end of the lever and
depressed the other, bringing the prongs of the fork down into
the nfercury, thus closing the circuit. The current passing
through the helices of the electro-magnet, caused the pendulum
to move and the pencil to make an obliqne mark upon the
paper, which, in the mean time, had been put in motion over
the wooden drum. The tooth in the lever falling into the space
between the two first types, the circuit was broken, when the
pendulum returned to its former position, the pencil making
another mark as it returned across the paper. Thus as the lever
was alternately raised and depressed by the points of the type,
the pencil passed to and fro across the strip of paper, passing
under it, making a mark resembling a succession of V’s, the
points only, of which however, were considered as telegraphic
signs. The spaces between the types camsed the pen to mark
horizontal lines, long or short, in proportion to their own length.

“ With this apparatus, made as it was, and completed before
the first of the year 1836, he was enabled to mark down, intel-
ligibly, telegraphic signs ; and having arrived to that point, he
exhibited it to some of his friends early in that year, and first
of all, to Professor Leonard D. Gayle, who was a colleague
Professor in the University. :

“ Here was an actual operation of the instrument, and a de-
monstration of its capacity to accomplish the end of the inven-
tion.” And, .

- This statement is fully supported by the affidavit of Dr. Gayle.

e says:

“ Thy:t in the month of January, in the year one thousand
eight hundred and thirty-six, I was a colleague Professor in the
University of the city of New York, with Professor Samuel F.
B. Morse, who had rooms in the University buildings, on Wash-
ington Square, in said city. That during the said month of
January, of the year aforesaid, the said Professor Morse invited
me into his private room, in the said University, where I saw
for the first time, certain apparatus, constituting his Electro-
Magnetic Telegraph. The invention at that time consisted of
the following pieces of apparatus.” - '

Here the witness gives a full description of the apparatus,
and of its operation, and of the result, and this result was the
making of the permanent and legible record. And,
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This was the state of the invention in January, 1836.

Thus far it had not been ascertained what was the limit of
the magnetic power, and therefore it was not known on what
length of wire 1t would be found of sufficient force to make the
record, and there had been no means devised of extending the
operation, further than the magnetic current of one battery would
be effectnal. But this matter had not escaped the attention of
Mr. Morse, and he had been devising means for the supply of
whatever defect might be found in this respect.

He says : “ Early in 1836, he procured forty feet of wire, and
putting it in circuit, found that his battery ot one cup, was not
sufficient to work his instrument. This result suggested to him
the probability that the magnetism to be obtained from the
electric current would diminish in proportion as the circuit was
lengthened, so as to be insufficient for any practical purpose at
great distances; and to remove that probable obstacle to his
success, he conceived the idea of combining two or more circuits
together, each with an independent battery, making use of the
magnetism of the first to close and break the second; that of
the second to close and break the third, and so on.

“ His chief concern, therefore, in his subsequent experiments,
was to ascertain at what distance from the battery, sufficient
magnetism could be obtained to vibrate a piece of metal to be
used for that purpose, knowing that if he could obtain the least
motion at the distance of eight or ten miles, the ultimate object
was within his grasp.”

A mode of communicating the impulse of one circuit to
another analogous to the receiving magnet now in use, was ma-
tured early in the spring of 1837, and then exhibited to Pro-
fessor Gayle, his confidential friend. And,

This statement is also fully confirmed. by the statement of
Dr. Gayle. He says:—

“ It was early a question between Professor Morse and my-
self, where was the limit of the magnetic power to move a le-
ver? I expressed a doubt whether a lever could be moved by
this power at the distance of 20 miles, and my settled convic-
tion was, that it could not be done with sufficient force to
mark characters on paper at 100 miles distance. To this, Pro-
fessor Morse was accustomed to reply, ¢If I can succeed in
working a magnet ten miles, I can go around the globe’ The
chief anxiety, at this stage of the invention, was to ascertain the
utmost limits at which he, Morse, could work or move a lever
by magnetic power. He often said to me, ¢It matters not how
delicate the movement may be, if I can obtain it at all, it is all
I want” Professor Morse often referred to the number of sta-
tions which might be required, and which he observed would
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add to the complication and expense. The said Morse always
expressed his confidence of success in propagating magnetic
power through any distance of electric conductors which cir-
cumstances might render desirable. His plan was thus often
explained to me: ‘Suppose,’ said Professor Morse, ‘ that in ex-
perimenting on twenty miles of wire, we should find that the
power of magnetism 1s so feeble that it will but move a lever
with certainty a Aair's breadth, that would be insufficient, it
may be, to write or to print, yet it would be sufficient to close
and break another, or a second circuit 20 miles further, and this
second circuit could be made in the same manner, to close and
break a third circuit, and so on around the globe/

« This general statement of the means to be resorted to, now
embraced in what is called the Receiving Magnet, to render
practical, writing or printing by telegraph, through long dis-
tances, was shown to me more in detail, early in the spring of
the year 1837, (one thousand eight hundred and thirty-seven,)
and I am enabled to approximate the date very nearly, from an
accident that occurred to me, in falling on the ice formed of
late snow in the spring of that year.

% The accident happened on the occasion of removing to
Professor Morse’s rooms in the New York University, some
pieces of apparatus to prepare a temporary receiving magnet.

“ The apparatus was arranged on a plan substantially as in-
dicated in the drawings on sheet 2, accompanying this affidavit.
1 is a battery at one terminus of a line of conductors represent-
ing 20 miles in length, from one pole of which the conductor

roceeds to the helix of an electro-magnet at the other terminus,

the helix forming part of the conductor) ; from thence it returns
to the battery, and terminating in a mercury cup o, from the
contiguous mercury cup P, a wire proceeds to the other pole of
the battery. When the fork of the lever c, unites the two cups
of mercury, the circuit is complete, and the magnet b, is charged
and attracts the armature of the lever d, which connects the cir-
cuit of battery 2 in the same manner, which again operates in
turn lever ¢, twenty miles further, and so on.

% This I depose and say, was the plan then and there revealed
and shown to me by the said Professor Morse, and which, so far
as I know, has constituted an essential part of his Electro-Mag-
netic Telegraph from that date till the present time.”

The diagram referred to by the witness, is attached to the de-
position, and exhibits the combination of the circuits of elec-
tricity claimed by Mr. Morse, as a part of his invention. Their

~ construction is fully described, and their operation having been
witnessed by the deponent, is described in his deposition. And,

This was the state of the invention early in the spring of 1637,

VYOL. XV. 7
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It fully appears that the comgletiug of the invention had been
retarded by the want of means by Mr. Morse. But in the spring
of this year he appears to have been excited by the publication
of an account of the invention of a telegraph by two French 5en-
tlemen, M. Gonon and Servel, which it was at first apprehended,
from the terms of its announcement, was no other than the
Electro-Magnetic Telegraph; but which afterwards turned out
to be only a form of the common telegraph formerly in use, and
he consented to a notice being taken in one of the newspapers
of New York, of his invention, and renewed and increased his
exertions to perfect and demonstrate its great superiority and
value,

He was assisted by his fellow Professor, Dr. Gayle, in trying
experiments, and in consideration thereof, and of his further as-
sistance in such work, he presented him an interest in the inven-
tion, and by the united work of the two, from April to Septem-
ber, they were enabled to exhibit it in an improved form.

In the latter part of August, Dr. Gayle states the operations
of the instrument were shown to numerous visitors, in the Uni-
versity. And he continues :

“«It was on Saturday, the second day of September, 1837,
that Professor Dauberry, of the English Oxford University, be-
ing on a visit to this country, was invited, with a few friends,
to see the operations of the Telegraph in its then rude form, in
the Cabinet of the New York City University, where it then
had been put up, with a circuit of 1,700 feet of copper wire,
stretched back and forth in that long room. I well remember
that Professor Dauberry, Professor Torrey, and Mr. Alfred Vail,
were present among others. This exhibition of the Telegraph,
although of very rude and imperfectly constructed machinery,
demonstrated to all present, the practicability of the invention ;
and it resulted in enlisting the means, the skill, and the zeal of
Mr. Alfred Vail, who early the next week called at the rooms
and ‘hitd a more perfect explanation from Professor Morse, of
the character of the invention.”

“The doubt to be dispelled in Mr Vail’s mind, as he
then stated, and has since frequently stated, was, whether the
power by magnetism could be propelled to such a distance as
to.be. practically effective. This doubt was dissipated in a few
minuteés’" conversation with Professor Morse; and I have ever
been under the full conviction that it was the means then dis-
olosed by Professor Morse to Mr. Vail, to wit, the plan of
{:‘geating the power of magnetism at any distance required,

ich I have stated, that induced Mr. Alfred Vail and his
brother, George Vail, at once to interest themselves in the in-
vention, and to furnish Professor Morse with the means, mate-
rial, and labor for an experiment on a larger scale.” And,
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- This was the state of the invention in September, 1837.

Mr. Morse accordingly proceeded to have constructed a new,
larger, and more perfect instrument for exhibition on an appli-
eation for a patent to Washington.

Caveat.

In the mean time, on the — day of October, 1837, in order to
proteet his right to his invention, he filed hia caveat in the Pa-
tent Office, .

It is in these words:

% To the Commissioner of Patents.

The petition of Samuel F. B. Morse, . . . represents :—That
your petitioner has invented a new method of transmitting and
recording intelligence by means of electro-magnetism, which
he demominates The erican Electro-Magnetic Telegraph,
and which he verily believes has not been known or used prior
to the invention thereof by your petitioner. Your J:titxoner
farther states, that the machinery for a full, practical display of
his new invention is not yet completed, and he therefore prays
protection of his right till {e shall Kave matured the machinery;
and desires that a caveat for that purpose may be filed in the
confidential archives of the Patent Office, and preserved in
secrecy, according to the terms and conditions expressed in the
act of Congress in that case made and provided; he having
paid twenty dollars into the Treasury, and complied with other
provisions of the said act. .

New York, Sept. 28th, 1837.?

These are the specifications annexed to the caveat:

% The nature of my invention consists in laying an electric or

lvanic circuit or conductors of any length to any distance.

hese conductors may be made of any metal, such as copper
or iron wire, or strips of copper or iron, or of cords or twine, or
other substances, gilt, silvered, or covered with any metal leaf,
properly insulated in the ground, or through or beneath the
water, or through the air, and by causing the electric or galvanic
current to pass through the circuit, by means of any generator
of electricity, to make use of the vimble signs of the presence
of electricity in any part of the said circut, to communicate
any intelligence from one place to another.

“To e the said visible signs of electricity available for
the purpose aforesaid, I have invented the following apparatus,
namely :

“Fiz'st. A system of signs, by which numbers, and conse-
quently words and sentences, are signified..
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% Second. A set of type adapted to regulate and communi-
cate the signs, with cases for convenient keeping of the type,
and rules in which to set up the ty
. % Third. An apparatus called a Port Rule, for regulating the
movement of the type rules, which rules, by means of the type,
in their turn regulate the times and intervals of the passage of
electricity.

“ Fourth. A register, which records the signs permanently.

% Fifth. A dictionary or vocabulary of words, nambered and
adapted to this system of telegraph.

% Sixth. Modes of laying g: conductors, to preserve them
from injury.”

Here is a description of each of the articles of the invention,
after which he concludes in these words:

% What I claim as my invention, and desire to secure by let-
ters-patent, and to protect for one year, is a method of record-
ing permanently electrical signs, which, by means of metallis
wires, or other good conductors of electricity, convey intelli-
gence between two or more places.”

The new instrument, which Mr. Morse was enabled to have
constructed by his arrangement with Mr. Vail, was completed
in the latter end of this year, and in the succeeding February,
1838, it was exhibited in the Franklin Institute at Philadelphia,
where it operated with success through a circuit of ten miles of
wire; and a committee of the Institute miade a report of its
success.

It was thence removed to the ci:y of Washington, where it
was publicly exhibited in the hall of the House of Representa-
tives, and a committee having been appointed to examine it,
made a favorable report, and recommended an appropriation of
thirty thousand dollars, to have effectually tested the utility of
the invention. And,

18:'31‘8“! was the state of the invention early in the spring of

Petition for Patent and ils Specifications.

The caveat was followed, on the 7th of April, 1838, by the
petition of Mr. Morse for the patent. It is to this effect:

“ Be it known, that I Samuel F. B. Morse, of the city, county,
and State of New York, have invented a new and useful ma-
chine and system of signs for transmitting intelligence between
distant points, by the means of a new application and effect of
electro-magnetism, in producing sounds and signs, or either,
and also for recording ‘permanently, by the same means and ap-
plication and effect of electro-magnetism, any signs thus pro-
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duced, and representing intelligence, transmitted as before named,
between distant points, and I denominate said invention the
American Electro-Magnetic Telegraph, of which the following
is a full and exact deseription, to wit:

% It consists of the following parts: First, Of a cireuit of
electric or galvanic conductors from any generator of electricity
or galvanism, and of electro-magnets at any one or more points
in said eircuits.” -

Here he gives the several parts of which his invention con-
sisted, and adds a long descrigltion of each of them, and then
sumtg’ up what he had affirmed he had himself invented, in these

words :

# What I claim as my invention, and desire to secure by let.
ters-patent, is as follows: . ' _

#1st. The formation and arrangement of the several parts of
mechanism constituting the type rule, the straight port rule, the
circular port rule, the two signal levers, and the register lever,
and alarm lever with its hammer, as combining, respectively
with each of said levers, one or more armatures of an electro-
magnet, and as said parts are severally described in the fore-

goin; (slreciﬁcaﬁon.

% 2ndly. The combination of the mechanism constituting the
recording Kﬁnder, and the accompanying rollers and train
wheels, with tlie formation and arrangement of the several
parts of mechanism, the formation and arrangement of which
are claimed as above, and as described in the foregoing specifi-
cation.

% 3dly, The use, system, formation, and arrangement of type
and of signs, for transmitting intelligence between distant points,
by the application of electzo-m?netism, and metallic conduct-
zrs combined with mechanism, described in the foregoing speci-

eation.

“4thly. The mode and proeess of breaking, by mechanism,
carrents of electricity or galvanism in any circuit of metallic
conductors, as described in the foregoing specification.

 5thly. The mode and process of propelling and oonnectiuzg
currents of electricity or galvanism in and through any desi
- number of circuits of metallic conductors, from any known
generator of electricity or galvanism, as described in the fore-
going specification.

% 6th. The application of electro-magnets by means of one
or more circuits of metallic conductors, from any known gene-
rator of electricity or galvanism, to the severar levers in the
machinery described in the foregoing specification, for the pur-
pose of imparting motion.to uns levers and operating said ma-
7
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chinery, and for transmitting, by signs and sounds, intelligence
between distant points, and simultaneously to different points.
«7thly. The mode and process of recording or marking per-
manently signs of intelligence transmitted between distant
points and simultaneously to different points, by the application
and use of electro-magnetism or galvanism, as described in the
foregoing specification. '
“gth. The combination and arrangement of electro-magnets,
in one or more circuits of metallic conductors, with armatures
-of magnets, for transmitting intelligence by signs and sounds,
or either, between distant points, and to different points simul-
taneously.
% 9th. The combination and mutual adaptation of the several
of the mechanism and system of type and of signs, with
and to the dictionary or vocabulary of words, as described in
the foregoing specification.”
It appears that no objection was found to the issuing of the
atent immediately, except that there had not been filed with
e specifications a duplicate set of the drawings, and that the
commissioner wrote in answer to an application for it, to this
effect, on the 1st of May. :

In England and France.

But Mr. Morse had conceived a hope, that he might secure a
consideration for the use of his invention in foreign countries,
as well as in the United States, and on the 15th of May he re-
turned this answer to the commissioner, and departed the next
day for Liverpool : .
“New York City University, May 15, 1838.
% Hon. Henry L. ELLswoRrTH.

“Dear Str,— Excuse the delay in answering your letter of
the 1st instant, relative to a duplicate set of drawings for my
letters-patent. May I ask the favor of you to delay issuing the
letters-patent until you hear from me in Europe, as 1 fear issu-
ing them here will at present interfere with mLplane abroad.

- e‘;l 'I”sail to-morrow in the ship Europe for Liverpool. Fare-

In England a Eatent was refused to the American inventor,
on the ground that some description of his invention —the

substance of which will a hereafter — had blish
in the London Magazine. ppear he ad been published

But he was otherwise received in France.

In the French Academy of Science.
He communicated a description of his invention, and exhi-
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bited the instrument in operation, before the French Academy
of Sciences, on the 10th of September, 1838. And,

This is the account of the invention published in the % Comptes
Rendus,”’ the weekly journal of the Academy:

« Applied Physics.— Electro-Magnetic Telegraph of Mr. Morse,
Professor in the University of New York.”

% The instrument has been put in operation under the eyes of
the Academy. The following is & literal translation of a large

ortion of the notice delivered by Mr. Morse to the Perpetual
cretaries :

% Mr. Morse conceives that his instrument is the first practi-
cable application which has been made of electricity to the con-
struction of a telegraph.

« This instrament was invented in October, 1832, whilst the
author was on his way from Europe to America, in the packet
ship Sully. The fact is attested by the captain of the ship and
several of the passengers. Among the number of the latter,
was Mr. Rives, the %Vlinister of the United States near the
French government.

(Here is given the account of Mr. Rives and Captain Pell,
already set out. After which the account proceeds.)

“ The idea of applying galvanism to the construction of
te::Fmphs, is not new; Sr Coxe, a distinguisheq citizen of
Philadelphia, makes mention of it in a note inserted by him in
February, 1816, in the Annals of Dr. Thompson, page 162,
First Series: but he did not give any means of effecting it.

% Since the period to which the invention of Mr. %\dorse’a
telegraph goes g::lk, other arrangements, founded on the same
principles, have been announced, of which the most celebrated
are those of Mr. Steinheil, of Munich, and of Mr. Wheatstone,
of London. They differ very much in mechanism.

. % The American Telegraph employs but one circuit,® the fol-
lowing is an abridged description of it:

“ At the extremity of the circuit where the news is to be
received, is an apparatus called the Register. It consists of
an electro-magnet, the wire covering of which forms the pro-
longation of the wire of the circuit.

“ The armature of this magnet is attached to the end of a
small lever, which at its opposite extremity holds a pen ; under
this pen is a ribband of paper which moves forward as required,

%« Suppose the places to be put in communication with each other occupy the
three angles of a le, the four angles of a quadrilateral, or certain points of &
line inclosing a space, a single wire passing throngh all those points would be suffi-
cient, at least according to Al
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by means of a certain number of wheels. At the other extre-
mity of the circuit, that is to say, at the station from which the
news is to be sent out, is another apparatus called the Port
Rule; it consists of a battery or generator of galvanism, at the
two poles of which, the circuit ends; near the battery a portion
of this circuit is broken; the two extremities disjoined, are
plunged into two cups of mercury near each other.

“ By the aid of a bent wire attached to the extremity of a
little lever, the two cups may be, at will, placed in connection
with each other, or left separated; thus the circuit is completed
and interrupted at pleasure. The movement of the mechanism
is as follows:

“ When the circuit is complete the magnet is charged; it
attracts the armature, the movement of which brings the pen
into contact with the paper. 'When the circuit is interrupted,
the magnetism of the horseshoe ceases, the armature returns
to its first position and the pen is withdrawn from the paper.
‘When the circuit is completed and broken rapidly in succes-
sion, mere dots are produced upon the moving paper; if, on the
contrary, the circuit remain complete for a certain length of
time, the pen marks a line, the length of which is in proportion
to the time during which the circuit remains complete. This
paper presents a long interval of blank if the circuit remain
interrupted during some considerable time. These points, lines,
and blanks,lead to a great variety of combinations. By means
of these elements, Professor Morse has constructed an alphabet
and the signs of the ciphers. The letters may be written with
great rapidity, by means of certain types which the machine
causes fo move with exactness, and which give the proper
movements to the lever bearing the pen. Forty-five of these
characters may be traced in one minute.

“ The register is under the control of the person who sends
the news. In fact, from the extremity called the Port Rule, the
mechanism of the register may be set in motion and stopped at
will. The presence of a person to receive the news is, there-
fore, not necessary, though the sound of a bell which is rung by
the machine, announces that the writing is about to be be

- T_he dmta.nce at which the American Tele h has been
tried, is ten miles English, or four post leagues ofmI'Pmnoe. The
experiments have been witnessed by a committee of the Frank-
lin Institute of Philadelphia, and by a committee appointed by
the Congres&_; of the United States.” The reports og’ these com-
mittees, which we have not copied, are extremely favorable.

The committee of Con, o
thirty thousand dollars’ ss recommended the appropriation of
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French Patent, 1838.

A patent was accordingly granted to Mr. Morse by the French
government, but it yielded him no pecuniary profit.

It is dated on the 20th August, 1838, and was delivered to
him on the 30th October afterwards. But,

The law of France Yequired the invention to be put into nse
in two years, and on failure, the exclusive privilege of the
patentee was forfeited. Mr. Morse had not the means of com-
plying with the condition, and he returned home in 1838, with
the hope of inspiring in his own countrymen sufficient confi-
dence in his great invention. But the embarrassed condition
of the country caused him to despair of success at that time,
and being compelled to betake himself again to his pencil, he
made no farther movement until the succeeding year.

American Patent, 1840.

On recurring to his former application for his patent, which
had remained on the files of the office, the duplicate set of his
drawings were still wanting; but having supplied this, and
complied with some other directions of the Commissioner, the
patent was issued. :

It was sealed, and bears date June 20th, 1840.

- - The specifications filed in 1838, on the application for the
patent, are annexed to it as part thereof. These specifications,
or so much of them as may be necessary, will be set out here-
" after, before or when they become the subject of discussion.
But,

The confidence of the capitalists in an invention so extraor-
dinary, and one promising such incredible results, could not be
inspired, and the patentee was not able, himself, to construct a
line of telegraphs, and introduce it into actual use, and he
again applied to the Congress of the United States. This
resulted in the appropriation of thirty thousand dollars, accord-
ing to the recommendation of the committee in 1838, for the
purpose of testing the practicability and utility of the system,
under the superintendence of Mr. Morse. And,

This resulted in the construction of the line of telegraph from
Baltimore to Washington, and a complete demonstration of
thedpracticability and great public utility of his invention.

]
This was the state of the invention in June, 1844, twelve
years after its conception. .
Efforts were then made for the extension and multiplication
of its advantages, but difficulties were encountered in the intro-
duction and establishment of an affair of such novelty, and
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requiring such a large amount of capital, and some time was
necessary to overcome them.

The exertions were, however, continued, and with the success
which the progress in the establishment of the telegraphs stated
in the bill exhibits. And,

In the mean time, as will be presently seen, Mr. Morse con-
tinued his exertions to improve and perfect this great invention.

1840 Patent Reissued, 1846.

In January, 1846, the specifications of the invention and
description of the mode of its operation having been supposed
to be in some respects, defective, the patent was surrendered,
and a new patent taken out in its stead.

The specifications annexed to this patent will be adverted to
hereafter. It will be sufficient, for the present, to state that, in
the summing up of what the patentee affirmed he had invented,
there is found one article corresponding to the fifth and some
g{ the other clauses in the specifications of the patent of 1840,

e says,

“I g’.lso claim the combination of two or more circuits of
galvanism or electricity, generated by independent batteries, by
means of electro-magnetism, as above described.”

It appears that, originally, the design was that this part of
the invention was to {l:resorted to only in case the galvanic
current of one battery should be found insufficient on a long
line, to afford the motive power necessary to work the register
and record the intelligence, and it does not appear that it had
been, before this date, ascertained tbat the one battery and
circuit would not be sufficient for any distance.

Patent of 1846 for New Improvement.

But, on the 16th April, 1846, Mr. Morse apﬁlied for, and ob-
tained another patent for an improvement on his own original
invention. And, )

It appears from his representations, contained in the specifi.
cations annexed to this patent, that it bad then been ascertained
that the galvanic current generated by one battery, would be
sufficient to continue the electric current on any length of line,
and afford sufficient motive power to open and close the bat-
tery; but that it would not be sufficient, at any considerable
distance, to work the register and make the record, unless this
battery was made of great magnitude ; and that by such battery
the expense of the operation would be greatly increased.

He had, therefore, contrived what he called a receiver or
receiving magnet, worked by a local battery, or battery situated
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at the place to which the intelligence is transmitted, by which a
second, but short, local circuit, connected with the main circuit,
was opened and closed, and sufficient force given to the register
to make the record.

The second patent is for this, and for other improvements,
which he sums up in these words:

% What I claim as my invention, and desire to secure by let-
ters-patent, is the receiving maguet, or a magnet, having a
similar character, that sustains such a relation to the register
magnet, or other magnetic contrivances for registering, and the
length of the current or telegraphic line as will enable me to
accomplish, with the aid of a main galvanic battery, and the
introduction of a local battery, such motion or power for regis-
tering as could not be obtained otherwise, without the use of a
much larger galvanic battery.

“ 1 claim, a8 my invention,.the use of a local battery and
magnet, in combination with a battery and magnet connected
with the main line or lines of conductors for the purpose above
specified. :

“ I also claim the combination of the apparatus connected
with the clock-work, for setting off the paper and stopping it
with the pen lever, [M].

% I also claim the combination of the points affixed in the
pen lever, with the grooved roller, [N] for marking on paper as
above described.”

But, on the 13th June, 1848, on the supposition there were
some defects in the specifications of each of these two patents
then extant, they were both surrendered and cancelled, and new
patents obtained in the stead of each respectively. And,

These are the patents upon which the exclusive right to the
employment of the telegraph now before us, is claimed by the
complainant. But,

It is necessary, to a fair and intelligible statement and discus-
sion of the case, that large portions of the schedules be set out
in their own words.

1840 Patent Reissued 1848.

The patent itself, which is a reissue of the patents of 1846,
which was a reissue of the original patent of 20th June, 1840,
will be given at length, because the terms of it will be the sub-
ject of discussion hereafter, in connection with the statate. It
is in the following words: ‘

Tuae UniTep STATES OF AMERICA,

To all to whom these letter:?alent shall come :
Whereas, Samuel F. B. Morse, Poughkeepsie, New York,
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has alleged that he has invented a new and useful improvement
in the mode of communicating information by signals, by the
application of electro-magnetism, (for which letters-patent were
granted on the 20th June, 1840, which letters-patent were sur-
rendered and rescinded on the 15th day of January, 1846, which
last letters-patent are hereby cancelled on account of a defective
specification,) which he states has not been known or used be-
fore his application; has made oath that he is a citizen of the
United States, that he does verily believe that he is the original
and first inventor or discoverer of the said improvement, and that
the same has not, to the best of his knowl and belief, been
reviously known or used; has paid into the treasury of the
nited States the sum of fifteen dollars, and presented a peti-
tion to the Commissioner of Patents, signifying a desireof ob-
taining an exclusive property in the said improvement, and
praying that a patent may be granted for that purpose.

‘hese are therefore to grant, according to law, to the said
Samuel F. B. Morse, his heirs, administrators, or assigns, for the
term of fourteen years from the twentieth day of June, one
thousand eight hundred and forty, the full and exclusive right
and liberty of making, constructing, using, and vending to others
to be used, the said improvement— a description whereof is

iven in the words of the said Samuel F. B. Morse, in the sche-
ule hereunto annexed, and is made part of these presents.
The schedule annexed is in these words: .

To all to whom these presents shall come :

Be it known that 1, Samuel F. B. Morse, nowof.........,
" the Btate of New York, have invented a new and useful appa-
ratus for, and a system of, transmitting intelligence between
distant points by means of electro-magnetism, which puts in
motion machinery for producing sounds or signs, and recording
said signs upon paper or other suitable material, which inven-
tion Idenominate the American Electro-Magnetic Telegraph, and
that the following is a full, clear, and exact description of the
principle or character thereof, which distinguishes it from all
other telegraphs previously known; and of the manner of mak-
ing and constructing said apparatus, and of applying said sys-
tem, reference being had to the accompanying drawings mak-
ing part of this specification, .......

Here follows a description of the instruments; and of the mode
of their operation, which will be omitted here and adverted to
hereafter.

These particular specifications and, descriptions completed,
the patentee sums up what he intends it should be understood
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he had and had not invented ; and after disclaiming all preten-
sions to the invention of what he says was before known,

He specifies what he affirms he had himself discovered or in-
vented, and thus designates his improvement or improvements,
a description whereof he had just before given in this his sche-
dule, and which is made part of the patent.

.« First. Having thus fully described my invention, I wish it
to be understood that I do not claim the use of the galvanic
current, or current of electricity, for the purpose of telegraphic
communications, generally ; but what I specially claim as my
invention and improvement, is making use of the motive power
of magnetism, when developed by the action of such current or
currents, substantially as set forth in the foregoing description
of. the first principal part of my invention, as means of operating
or giving motion to machinery, which may be used to imprint
signals upon paper or other suitable material, or to produce
sounds in any desired manner, for the purpose of telegraphic
communication at any distances.

“ The only ways in which the galvanic currents had been
proposed to be used, prior to my invention -and improvement,
were by bubbles resulting from decomposition, and the action
or exercise of electrical power upon a magnetized bar or needle ;
and the bubbles and deflections of the needles, thus produced,
were the subjects of inspection, and had no power, or were not
applied to record the communication. I therefore characterize
my invention as the first recording or printing telegraph by
means of electro-magnetism.

“ There are various known modes of producing motion by
electro-maguetism, but none of these had been app%ied prior to

invention and improvement, to actuate or give motion to
printing or recording machinery, which is the chief point of my
1nvention and improvement.

“Becond. I also claim as my invention and improvement,
the employment of the machinery called the register or record-
ing instrument, composed of the train of clock-wheels, cylinders,
and other apparatus, or their equivalent, for removing the ma-
terial upon which the characters are to be imprinted, and for
imprinting said characters, substantially as set &rth in the fore-
going description of the second principal part of my invention.

“Third. Ialso claim, as my invention and improvement,
the combination of machinery herein described, consisting of the
generation of electricity, the circuit of conductors, the contriv-
ance for closing and breaking the circuit, the electro-magnet,
the pen or contrivance for marking, and the machinery for sus-
taining and moving the paper, altogether constituting one ap-

VOL. XV. 8
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paratus of telegraphic machinery, which I denominate the Ame-
rican Electro-eﬁ:gnetic Telegraph.

«-Fourth. I also claim as my invention, the combination
of two or more galvanic or electric circuits, with independent
batteries, substantially by the means herein described, for the

urpose of obviating the diminished force of electro-magnetism
in long circuits, and enabling me to command sufficient power
to put in motion registering or recording machinery at any dis-
tance. )

« Fifth. I claim, as my invention, the system of signs, con-
sisting of dots and spaces, and of dots, spaces, and horizontal
lines, for numerals, letters, words, or sentences, substantially as
herein set forth and illustrated, for telegraphic pu

«Sixth. I also claim as my invention the system of signs,
consisting of dots and spaces, and of dots, spuces, and horizon-
tal lines, substantially as herein set forth and illastrated, in coms
bination with machinery for recerding them, as signals for
telegraphic purposes. .

« Seventh. I also claim as my invention, the types, or their
equivalent, and the type rule and post rule, in combination with
the signal lever or its equivalent, as herein described, for the
purpose of breaking and closing the circuit of galvanic or elec-
tric conductors. .

« Eighth. I do not propose to limit myself to the specific ma-
chinery, or parts of machinery, described in the foregoing specifi-
cations and claims; the essence of my invention being the use of
the motive power of the electric or galvanic carrent, which I call
electro-magnetism, however developed, for making or printing
intelligible characters, letters, or signs, at any distances, being a
new application of that power, of which I claim to be the
inventor or discoverer.” .

1846 Patent Re:.mm{ 1848.

This patent is the reissue of the patent of April, 1846, and
is for a new and useful improvement in “ electro-magnetic tele-
graphs.” It grants the exclusive use to the patentee for the term of

ourteen years, from the eleventh day of April, 1846, and refers in
the common form to the schedule annexed for the specifications
of the improvement. This schedule is in these words:

“Be it known that I, Sasmuel ¥. B. Morse, . . . . . . have
invented a new and usefal improvement in the Electro-Magaetic
Telegraph, and I do hereby declare that the following is a full,
clear, and exact description of the object, comstruction, and
operation thereof, reference being had to the aocompanyimg
drawings, and making part of the same.



DECEMBER TERM, 1858. 87

O’Reilly et al. v. Morae et al.

% Objeat of the invention.

« The original and final object of all telegraphing, is the com-
munication of intelligence at a distance by signs or signals.

« Various modes of telegraphing, or making signs or signals
at a distance, have for ages been-in use. The signs employed
heretofore have had one quality in common. They are evanes-
cent— shown or heard a moment, and leaving no trace of their
having existed. The various modes of these evanescent signs
have been by beacon fires of different characters, by flags, by
balls, by reports of firearms, by bells heard from a distant posi-
tion, by movables, arms from posts, &c.

« ] do not, therefore, elaim to be the inventor of telegraphs gene-
rally. The electrie telegraph is a more recent kind of telegraph,
proposed within the last century, but no practical plan was de-
vised until about sixteen years ago. Its distingnishing feature
is the employment of electricity to effect the same general re-
sult :;f communicating intelligence at a distance by signs or
s s,

lg‘PThe various modes of accomplishing this end by electricity
have been,

% The employment of common or machine electricity, as ear]
mvs'i, to show an evanescent sign by the divergence of pi

# The employment of common or machine electricity, in 1794,
to show an evanescent sign by the eleetric spark.

% The employment of valtsic electricity, in 1808, to show an
evanescent sign by the evolution of gas bubbles, decomposed
from solution in a vessel of transparent glass, .

« The employment of voltaic electricity in the production of
temporary magnetism, in 1820, to show an evanescent sign by
deflecting a magnet or compass needle.

“ The result contemplated from all these slectric telegrapha
was the production of evanescent signs or signals only.

“ 1 do not, therefore, claim to have first applied electricity to
tgleg'rlaphing for the purpose of showing evanescent signs and
signals.

& The original and final object of my telegraph is to imprint
characters at any distance as signals for intelligence; its object
is to mark or impress them in a permanent manner.

« To obtain this end, I have applied electricity in two distinct
ways. lst. I have applied, by a novel process, the motive power
,of electro-magnetism, or magnetism produced by electricity, to
operate machinery for printmg signals at any distance. mi{s
I have applied the cheinical eflects of electricity to print sig
at ag distance. :

% The apparatus or machine with which I mark or imprint
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signs or letters for telegraphic purposes at a distance, I thus de-
scribe.”

Here follows a description of the instruments, and of how
they are employed. After which the patentee sums up, and
specifies what he affirms he had invented, and desires to have
secured to him by the grant, in these words:

« First. What I claim as my invention, and desire to secure by
letters-patent, is the employment, in a main telegraphic circuit,
of a device or contrivance called the receiving magnet, in com-
bination with a short local independent circuit or circuits, each
baving a register and register magnet, or other magnetic con-
trivances, for registering, and sustaining such a relation to the
register magnet, or other magnetic contrivances for registering,
and to the length of circuit of telegraphic line,'as will enable me
to obtain, with the aid of a galvanic ba .and main circuit,
and the intervention of a local battery and local circuit, such
motion or power for registering as could not be obtained other-
wise without the use of a much larger galvanic battety, if at all.

¢ S8econd. I also claim as my invention, the combination of
the apparatus called the self-stopping apparatus, connected with
the clock-work by the register, for setting said register in action,
and stopping it with the pen lever F, as herein described.

« Third. I also claim as my invention the combination of the
. point or points of the pen and pen lever, or its equivalent, with
the grooved roller, or other equivalent device, over which the
paper, or other material suitable for marking upon, may be
made to pass for the purpose of receiving the impression of the
characters ; b{ which means I em enabled to mark or print
signs or signals upon paper or other fabric, by indentation, thus
dit:i)eusing with the use of coloring matter for marking, as speci-
fied in my letters-patent of January 15th, 1846.”

But the Telegraph itself, constructed according to the specifi-
cations of the patents, and in actual use, having been exhibited
and given in proof, it is necessary, in order-to put on paper the
ﬁase y{‘hg:h has been heard, that the instruments themse{):es be

escribed.

DescripTioN oF THE TELEGRAPH.
It consists of, —
1. The main circuit with its battery
2. The key with the signal lever.
3. The local circuit with its battery.
4. The receiver, or mutator, with its electro-magnet.

rol?. The register, with its electro-magnet, pen lever, and grooved
er.
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* 1t will be observed, that in this description the relay magnet,
as it was called, by which the combination of the circuit wes
originally effected, will not be found. It has been substituted
by the subsequently invented receiver or mutator, on the same
- principle by which the main circuit is combined with each loca}
cireuit, or circuit in the telegraph office, whereby sufficient mo-
tive power is obtained to work the register. And,

That the e(lmrt rule is also absent. It has been supplied by
the improved register and pen lever, with its pen point and

ooved rollers in connection. And,

It will be observed that the telegraphic dictio has been
also abandoned ; and that the characters indented by the pen
eonstitute an alphabet, differing in little else beside the figure
of the letters from the common alphabet; and which is there-
fore read, not by a peculiar dictionary, but as common mann-

seri

lg;thing oocurred in the case which makes it necessary to de-
scribe the self-stopping apparatus.

; ’{‘he main cireuit of conductors, inleonneetlﬁnlll with the prine
ciple battery, and key with its pen lever, which operates upon
it,Pmay bertyhus dewﬂbede;v 8 P pem po

It is n in a plate of copper buried in the nd under
the first telegraph office, and consists of these conductors:

A copper wire, having one end inserted in the copper plate, and
‘t;bé other in one pole of the galvanic battery, in a room of the

ce.

Another copper wire, with one end inserted in the other pole
of the battery, and after passed throngh the rooms as may be
convenient, with the other end of it extended up and inserted
in and under one end of a short bar of brass, wﬁich is part of
the instrument call¢d the key.

We will here stop the description of the circuit of conduct-
ors, and describe this instrument.

Key with its Signal Lever, ~
'This key consists of a croes formed of two flat bars of brass,
about two or three inches long, screwed down upon the table,
or upon a pedestal fixed upon the table ; on each end of the arms
of this cross there rise similar bars, after the manner of the
siihts of a surveyor's compass, about a couple of inches high.
These support the fulcrum of the signal lever. This fulcrum
of the lever is a steel cylinder extended between the two u
right bars on the arms of the cross, with its ends terminating 1a
axles extending throu%:l the bars near the upper ends, so that it
may be turned when the lever is worked.
he lever is a bar of brass fixed with its centre upon this ful-
ge
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crum. It is horizontal when at rest, and is kept in its position
by a spring fixed under its fulcrum and extended back. A sort
of button of brass is fixed immediately nnder the front end of
the lever, and in proximity to the foot of the cross; so that
when the lever is pressed down it is brought into contact with
it and the end of a wire which is extended up through its cen-
tre. This button is so contrived that, by a short lever extended
from it, it is turned from or brought into contact with the cross.
‘We now return to the circuit of conductors.

It is in and under the head of this cross that the wire from
the battery was inserted; and this bar constitutes the next con-
ductor.

There are now here two conductors—one the conductor
when intelligence is not being transmitted from the office, and
the other when intelligence is being transmitted from the office.
‘When intelligence is not being transmitted, then, after this bar
of the key, the button having the brass wire through its centre
is the conductor. But when the position of the button is so
changed that it is not in contact with this bar, then it is not the
next conductor, and the right and left hand arms of the cross -
and the fulcrum are the next conductors, and the signal lever
pressed down and brought into contact with the button, is the
conductor to it and the wire projecting up through it.

When intelligence is to be transmitted from the office, the
operator changes the position of the button, brings it out of
contact with the foot of the cross, and the circuit at this point
is broken, and the lever constituted the conductor next the but- -
ton towards the key. The operator has then command of the
circuit for his operation. By pressing the key down into con-
tact with the button, the circuit is closed ; and the pressure off,
the circuit is broken. This produces the corresponding action
of the pen lever, which registers the intelligence he sends off.

We now return to the circuit of conductors.

The wire extended from the button is the next conductor. It
is copper, and is extended down under the table, and then up
through it near the pedestal of the receiving magnet, sitnated
on the table at a convenient distance from the key, and inserted
in a brass standard near its upper end, which stands on one cor-
mer of the pedestal of this receiver, which will be presently de-
scribed. And,

This standard is the next conductor.

The next is a small brass wire, extending from the foot of
this standard up through the pedestal into proximity to the
horseshoe magnet. Tiis wire, prolonged and covered with
silk, is wound around the shanks of the horseshoe, first around
the one end, and then around the other, and made to constitute
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the helices of the magnet; after which it is returned down
through the pedestal, and inserted in the foot of another stand-
ard on another corner of the pedestal of the magnet. And,

This standard is the next conductor.

The next, is the brass wire with one end inserted into the
standard near its upper end, and the other, after its extension
out of the office, united to the iron wire on the posts.

This iron wire is the next conductor to the next office. On
entering this office, it is united to the end of a copper wire,
which has its other end inserted in and under the head of the
cross of the key in the office. Thence the circuit is continued
through the instruments of this office as in the first office, when
it is again extended out upon the posts to another office; and
thus through any nutber, and over any distance, to the last
office, of the circuit. It is then, after being passed through the
instruments of this office, as in the other offices, extended down
and fastened in a plate of copper in the ground.

The earth, it is said, constitutes the conductor from this co
per-plate to the other, from which we set out, and thereby the
circuit is completed.

‘We will now return and describe the receiver, more properly
called the mutator.

Receiving Magnet.

This magnet rests on the pedestal, which has been alread

_ mentioned, eight or ten inches long, and four or five broad, wit!

the axis of its helices horizontal, and parallel to the sides of its
destal, and with what corresponds to the front part of the

Ezrseshoe presented to the left, 1n proximity to the two standards

we passed on the circuit. .

It is kept in its position by a brass bar extended across the
helices, near the heels of the horseshoe, and pressed, and kept
firmly upon them, by a screw extended down from either end,
into the pedestal.

Its heels present themselves to a horizontal armature of a mov-
‘able upright lever, within their attractive power; and which, it will
be presently found, is one of the conductors of the local circuit.

his local circuit can now be described. It begins in a gal-
vanic battery in the office, and consists of these things:

A copper wire, with one end inserted in one pole of the local
battery in a room of the office, and the other end brought up
through the table, and screwed into an upright brass bar or
standard near its upper end, standing on the back right hand
corner of the pedestal of the receiver.

The next conductor is this standard. And then,

A copper wire extended from its lower end under the pedestal
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and there connected with a steel cylinder; which constitutes
the fulerum, on which stands the movable lever already men-
tioned in describing the main circuit.

This cylinder is horizontal, parallel to the heels of the mag-
net, but below them, is fixed in a channel across the uJﬁdes H
and has its ends in sockets, in which it turss and ws the
lever yhich stands upen it, to move forward and back. And,

This lever is the next conduetor.

It stands ndicular, and is held in this position by & spiral
spring exﬁenmeﬁom behind it and holding it back against the
end of a screw, projected in like manner against its back; bat
which, when the armature, fixed across it, is atiracted by the
heels of the magnet, readily consents to its motion forward, to
meet near its upper end another conductor, which will be pre-
sently deseri and when the attraction is not, as quickly
withdraws it to ite former position.

‘We will now return mﬂ"w the local battery, and commence
at its other pole.

.The first conductor thence, in this direction, is anothegcopper

wire.
This bas one end inserted in the battery, and after being
extended around, according to the situation of the room, has its
other end brought up under the table near the electro-magnet
of the register, where it is united to a small wire, which is the
next conductor.

1t is prolonged and wound oa the horseshoe bar, in like man-
ner with the wire on the main circunit, and made to constitute
the helices of this magaet, and then has its other end fastened
10 a large wire. And,

This wire is the next conductor.

It is extended under the table, and afterwavds browght up,
and has its other end screwed into a bmass standard, upon the
right-hand front or remaining cormer of the pedestal of the
receiver. And this standard is the next conductor.

It is succeeded by a brass wire, extended from its lower end
under the pedestal, and brought up between the helices of the
receiving maguet, to the under side of the horizoatal bar, which
we lately left extended across the helices near the heels of the
magnet, and there inserted in this bar.

Immediately over this end of this wire, and fixed upon this
horizontal bar, stands a perpendioular bar, which is the next

condactor. And,

The last conductor, is a brass screw, which passed through
this bar, near its upper end, and extended out horizontally from
it, presents its platina point to the movable lever, which we
lately left in describing the conductors from the other end of the
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battery, ready to close the circuit whenever attracted forward by
the heels of the magnet presented to its armature below.

‘When, by the act of the operator on his signal key, the main
circuit is complete or “ closed,” as it is called, the horseshoe is
instantly an electro-magnet, and the armature of the lever,
attracted towards, not to, its heels, the lever is brought into
contact with the platina point of the brass screw, presented to
its front, and the local circuit of conductors is “closed;” and
the horseshoe whereon we just said the wire of the local circuit
had formed the helices, being converled into an electro-magnet,
for the register, instantly acts upon the pen lever, in the register,
in the mode we will presently describe, and records the intelli-
gence which the operator proposed.

This done, and the main circuit broken, the spiral spring
behind the lever, which had before readily assented to its attrac-
tion forward, as quickly withdraws it to its former position, and
awaits another signal. '

Register, Pen Lever, and Grooved Rollers.

The register consists of a horseshoe magnet, the pen lever, a
spiral spring, the grooved rollers, and the clock-work, all fixed in
a proper frame upon a brass pedestal ten or twelve inches long,
and about half that breadth, fixed down upon the table at a
convenient distance from the other instruments.

The magnet is fixed on the right-hand end of the pedestal, the
axis of the helices perpendicular, and the heels upwards, pre-
senting themselves to an armature of the pen lever within their
atiraction above.

The pen lever is a brass bar. It rests in a horizontal position,
with one end extended to the right, across the heels of the
magnet, where its armature is fixed across it, and the other
extended to the left towards the rollers.

It has for its fulcrum a steel cylinder, fixed across its centre,
with its ends in sockets in the frame work. It is held to the
gosition by the spiral spring, extended from the lower end of a

ar fixed in, and extended down from, the centre of the fulcrum,
and thence extended back towards the magnet, and made fast,
which, by its facile extension, instantly assents to the action of
the lever with its pen; and as quickly withdraws it. '

The rollers are fixed each with its axis in the frame work, one
with its axis on a level with the lever, the other with its axis
over the line of the periphery next the lever of the lower roller.

The pen, fixed upon this end of its lever, and projected for-~
ward, presents its point upwards, in proximity to the centre of
this upper roller, in proper direction for action upon the paper
in its transit over it, when cast up by the attraction, down, of
the other end of the magnet. .
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The paper is guided from above this upper roller, and passed
around it, and between the two rollers, and by their revolution
is drawn forward at a rate suited to the action of the pen.

There is around each roller, under the paper and exactl
opposite the pen, a narrow groove of such depth that the pen
point, in making its indentations on the paper, does not extend
to the metal of the roller, whereby its point is preserved, and
the line of characiers on the paper is kept from contact with
either roller, and protected from being dimmed by the compres-
sion of the paper, in its transit between them. |,

The revolution of the rollers is by the clock-work on the left.

The rollers having been put in motion, the electro-magnet
charged, the armature with that end of the lever attracted down,
and the other cast up, the pen with its point indents a character
upon the paper, and the magnet discharged, the spiral spring
has brought down the pen, and holds it in position for a repeti
tion of the act.

But ‘we will return to the signal key, or.correspondent,
stationed in the distant office whence the intelligence is to be
transmitted, and follow it in its course and see it recorded.

The operator, having been put in possession of the intellis
gence, and broken the circuit in the lower conductors of his
key, and thereby made his signal lever a conductor of the main
circuit, applies his hand upon the signal lever and presses it
down upon the conductor below, the main circuit is instantly
closed, the horseshoe within the helices of this main circuit is
& magnet, the armature has drawn its movable lever into con-
tact with the platina point, the local circuit is closed, the horse-
shoe within the helices of this circuit is an electro-magnet, the
armature of the pen lever is npon its heels, the other end of the
lever has cast up the pen, and indented an intelligible charactes
upon the paper.

The operator'’s hand taken off,and the main circuit is broken,
the receiver within it is not a magnet, the movable lever has
been withdrawn, by its spring, from the platina point, the local
circuit is broken, the register magnet is no longer a magnet, and
the pen has been sprung down from the paper, and stands ready
to repeat and add another character of the intelligence.

The operator’s hand upon his lever, and another cbaracter is
added. And,

These are the characters recorded, and how they are read :
o——is Ay—---is B,---is C,—--is D,-is E,-—-F,——-is
G,----isH,--is ], —-—-i8 J, —-—is K,——is L, ——is
M,—-is N,--is O,----- is Py--—-is Q,---is R, ---i8 8,—
isT,-.—i8U,---—isV,-——is W,-—--is X,--~-ia Y,
«s--is Z,---- is &, and such is the alphabet.
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Then -——-i8 1, cc=-- is 2, --c- is 3, ---—is 4, —

o i8 §, -vee--is 6, ——u-is 7y —----i8 8, —--— iz 9,
is 0; and these are the numerals.
The holding down the lever an instant indented one dot, (3,
the holding it lo made a dash (—) of a length correspond-
ing to the time. The dots were made at distances corresponding
to the time the hand was held off the lever. And,

This is the Telegraph and its operations before us.

(Judge Monroe then proceeded to examine the law and evi-
dence upon all other points in the case, and then passed the
following decree.)

Decree of the Circuit Cowrt,12th November, 1849,

It is found and adjudged by the court that the letters-patent
of the United States to the complainant, SBamuel F. B. Morse,
for his invention of a new and useful improvement in the mode
of communicating information by signals, by the application of
electro-magnetism, originally issued June 20th, 1840, but re-
issued on the 15th day of January, 1846, and afterwards finally
reissned on the 13th of June, 1848, in their bill exhibited and
read on the hearing of this cause, are valid and effectual acts of
the government ; and that the complainants are thereby, and by
the assignments by them in their bill alleged, vested with the
exclusive rights thereby granted. And b

It is found and adjudged by the court, that the defendants
have, in those rights, disturbed the complainants as in their bill
alleged; that they, the defendants, after the grant thereof to the
patentee, Samuel F. B. Morse, and his assignments to his co-
complainants, and after the final reissue of the letters-patent
above mentioned, did, within the district of Kentucky and else-
where, wrongfully construct, and unlawfully employ, a telegraph,
consisting of combined circuits of electricity, worked by the
motive power of electro-magnetism, substantially the same plan
of construction and principle of operation with the telegraph of
the said Morse in his letters-patent described and specig:::i ; and
by which intelligence, which was in one station, was, by the
defendants, transmitted to other distant stations, by making
thereat a permanent record thereof in the alphabetical characters
described and specified in the letters-patent to the said Morse,
and did thereby violate and infringe the exclusive rights so
ﬁanted by the United States to him, the said Samuel F. B.

orse, and invested in the complainants as above found; and
it is considered that the injunction heretofore granted herein
was rightfully awarded and enforced.

1t appears, however, by the document itself, read by the com-
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"

lainants among their proof, that the patentee, Samuel F. B.
Riorse, had, on the 30th day of October, 1838, prior to the issu-
ing of his original patent, awarded by the United States for his
original invention, obtained of the government of France a pa-
tent for the invention of his Electro-Magnetic Telegraph, in

rinciple and plan of construction the same with that described
in his said letters-patent so afterwards obtained of the United
States. And

It seems to the court that the exclusive right of the complain-
ant, in respect to his original invention, is limited by this fo-
reign patent to the term of fourteen years from its date.

t is therefore ordered, adjudged, and decreed, that the defend-
ants, their servants, and agents, be, and they are hereby, enjoined
and commanded that they, and each of them, do still desist,and
shall for and during the term of fourteen years from the 30th
day of October, 1835, altogether refrain, from all and every use
of the Electro-Magnetic Telegraph, which the complainants in
their bill charged was, by the defendants, employed in violation
of their rights, which, in its several forms is described in the
proofs of I&le cause, and denominated by the witness in the de-

ositions, and by defendant, O’Reilly, in his answer, the Co-

umbian Telegraph, in the transmission of intelligence which is
in one place to another distant place, by making thereat a per-
manent record in the alphabetical characters in the patent of
Samuel F. B. Morse for his original invention specified; or by
making thereat, with the action of the instrament which would
make such characters, alphabetical sounds, and out of them
composing such characters or words in the ordinary alphabet;
and from the using of such telegraph, or any part thereof, in any
other mode, in violation of the exclusive rights so granted by
the United States and vested in the complainants; and that they
shall, for and during the said term of fourteen years, refrain from
making, constructing, or vending to be used within the district
of Kentucky, any other telegraph consisting of combined circuits
of electricity, worked by the motive power of electro-magnetism,
on the plan and principle of the Electro-Magnetic Telegraph of
the complainant, Morse, described and specified in his letters-
patent, by which intelligence shall or may be transmitted by
making, in the mode above stated, a record thereof in the said
alphabetical characters of the said Samuel F. B. Morse, or in an
alphabet formed on the same plan and principle, or by making
in such que sounds, whereof such characters shall or may be
composed, in the violation and infringement of the exclusive
right of the complainants as they are above adjudged. ,

It is also found and adjudged by the court, that the letters-
patent of the United States to Samuel F. B. Morse, for his in-

-_..d"ﬂ




.

DECEMBER TERM, 18538. 97

O’Reilly et al. v. Morse et al.

'vention of “a new and useful improvement in electro-magnetic
telegraph,” originally issued on the 11th day of April, 1846, but
afterwards reissued on the 13th of June, 1848, with the amended
specifications of the improvements invented, which is in the bill
of the complainants exhibited, and made part of the record of
this cause, is a valid and effectual act of the government; and
that the complainants are thereby, and by the assignments in
their bill alleged, vested with the exclusive rights thereby grant-
ed. And

1t is found and adjudged, that the defendants have disturbed
the complainants in these their exclusive rights. It is found
that the defendants, before and after the issuing of the said last
mentioned letters-patent of the 13th June, 1848, in renewal of
the said former patent, did, within the district of Kentucky and
elsewhere, wrongfully cause to be constructed, and did unlaw-
fully use and employ as a part of the Electro-Magnetic Telegraph,
denominated the Columbian Telegraph, an instrument denomi-
nated by them the mutator, in plan of construction, principle of
operation, and in the purpose accomplished by it, substantially
the same with the improvement described and specified in the
said last mentioned letters-patent to the complajnant, Morse,
which consists of the contrivance called, in his schedule to his
patent, the receiving magnet, and which is by this denomination
described and specified under the head of the first claim of the
improvements in his schedule. And

hat they did, in like manner, cause to be constructed, and

unlawfully employ, as another part of the said Columbia Tele-
graph, certain other apparatus and instruments and combina-
tions thereof, in plan of construction, principle of operation, and
purpose, substantially the same with the improvements of the
register invented by him, the said Samuel F. B. Morse, and in
the schedule described and specified as the third thing claimed
by him as his invention, consisting of the combination of the
point of the pen and pen lever, with the grooved roller over
which the paper is passed, and receives the indentations of his
alphabetical characters, and whereby is dispensed with the use
of the coloring material, as specified in the patent for the original
invention of the telegraph, first above mentioned, issued and
bearing date January 15th, 1846.. And

It is found that the said telegraph, called the Columbia Tele-
graph, containing and consisting in part of the said two im-
provements of the said Morse, described and specified in his
said last mentioned letters-patent, was by the defendants em-
Eoyed, before and after the last issue of the said last mentioned

tters-patent, within the district of Kentucky and elsewhere,
in the transmission of intelligence in the mode above mentioned,

VOL. XV, 9
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in violation and infringement of the exclusive right so granted
by the United States by these last mentioned letters-patent,
and held by the complainants as by them alleged and by the
court adjudged.

It is therefore ordered, and adjudged, and decreed, that the
defendants, their servants and agents, be and they are herett:ﬁ
enjoined and commanded that they and each of them do sti
desist, and shall forever, and during the term of fourteen years
from the eleventh day of April, eighteen hundred and forty-six,
altogether refrain from all and every use and employment of the
above-mentioned telegraphic instruments, denominated the mu-
tator, in the combination with the other above-described instro-
ments of such telegraph, or in any other' combination on the
same plan and principle, in the transmission of intelligence in
the district of Kentucky. And

That they do still desist, and for and during the said term of
fourteen years, refrain from all and every such employment in
the transmission of intelligence within the district of Kentucky,
of the above-mentioned improvement of the complainant, Morse,
in the register of his telegraph, whereby is accomplished the
makin oﬁip alphabetical characters before mentioned, describe
ed, and specified by indentation instead of by coloring matter,
in violation of the exclusive rights of complainants, by them
held under the aforesaid letters-patent as above adju And

That the defendants shall, for and during the said term of
fourteen years from the said eleventh day of April, eighteen
hundred and forty-six, refrain from constructing or vending to
be employed in such transmission of intelligence, within the
district oty Kentucky, any of the above-mentioned improvements,
either the instrument denominated the mutator, the improved
register of said Morse, or any other of the improvements in the
Electro-Magnetic Telegraph, so described and specified in said
letters-patent as the invention of the said Samuel F. B. Morse,
and whereof the exclusive right is granted him; and that they
shall in no otherwise, for the term aforesaid, violate, or in any-
wise infringe, the aforesaid rights of the complainants within
said district of Kentucky. And

It is ordered, that the complainants may have the proper writs
of execution on what is above decreed.

(The decree then went on to provide for damages, which part
is omitted.)

The defendants appealed from this decree.

The canse was argued in this court by Mr. Gillet and Mr.
Chase for the appellants, and Messrs. Campbell and Harding of
FPhiladelphia, Myr. Gifford of New York for the appellees.
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It is impossible for the reporter to do more than merely state
the positions assumed by the respective counsel.
. The counsel for the appellants contended

Firsi. Morse’s patent of 1840 is void, because it runs four-
teen years from the date of its issue, instead of that length of

_time from the date of his French patent.

Second. In construing a patent, and deciding what are the
inventions patented thereby, the summing up is conclusive.
Nothing is patented but what is expressly claimed, in the sam-
ming up, as the invention.

fl%iri, What is described in a patent and not claiined, whe-
ther invented by the patentee or not, is dedicated to the publie,
and cannot be afterwards claimed as a part of his patent, in a
re-issue or otherwise.

Fourth. A patent void in part is void in whole, except when
otherwise provided by statute.

Fifth. An invention is not complete, so as to be patentable,
or to bar the obtaining a patent by another inventor, until it is.
perfected and adapted to use.

Sizth. Where a patent is for a combination of parts, and not
for the different parts composing the combination, the use of
any of those parts less than the whole is not an infringement.

Seventh. Morse’s patents of 1846 and 1848 are voig,el:canu
he was not the first inventor of the things patented, or of sub-
stantial and material parts thereof.

Fighth. Morse’s reissued patents, dated June 13, 1848, are
void, because he has not shown that the surrendered patents
were inoperative or invalid for defective specification, or other-
wise, 50 as to confer on the commissioner, jurisdiction to make
such reissues. The surrendered patents being set out, disprove
any such jurisdiction.

" Ninth. The patent of 1840, as secondly reissued, is void, be-
cause the commissioner had no authority to accept a second
surrender and make a second reissue.

Tenth. Morse’s patent of 1840, as secondly reissued, is void,
because it is broader than the invention originally patented.

Eleventh. Morse’s patent of 1846 is void,

1. Because material parts of it had been known and in pub-
lic use before his application.

The first claim covers the inventions for. connecting circuits
used by Davy, Wheatstone, and Henry, in 1837.

2. Because the same was described by Henry in Silliman’s
Journal, and in the London Mechanics’ Magazine, containing
an account of Davy’s invention ; and by Vail, in giving Morse’s
and others.

3. Because the same invention, or a substantial part thereof,
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was patented by Wheatstone, Davy, and Morse himself, prior to
his application for his patent of 1846. : :

This first claim in the reissue of the patent of 1846, is the same
thing as the fourth claim of the last reissue of the patent of 1846.

The account given by Henry and Moss shows that Henry's,
Wheatstone’s, and Davy’s, were the same as Morse’s first claim
of the reissue of the patent of 1846.

Twelfth. Morse’s reissue of 1846 is void, because it is broader
than the original.

1. He claims the employment of a receiving magnet, or its
equivalent, in combination with a short, local, independent cir-
cuit, having a register magnet, to obtain power. .

There is no such claim in the original. He there claimed the
invention of the receiving magnet, or registering contrivances,
which sustained certain relations, as would enable him to obtain
power, &c., without mentioning a short, local, independent cir-
cuit. He now claims two short local circuits. The claim is ma-
terially enlarged.

2. His third claim is for a combination which includes the
pen lever or “ its equivalent,” and for any thing over which pa-
per may be passed for the purpose of receiving the impression
of characters, &c., by indentation on paper and other fabrics,
dispensing with coloring matter, &c.

- Here is a palpable enlargement of his claim.

3. His historical recital is an unauthorized addition, and not
necessary to perfect his specification.

Thirteenth. The surrender and reissue on account of a defect-
ive specification authorizes amendments only, and not changing-
the specification into a new one, nor does it authorize new claims.

Fge:rlcmth. In the second reissue of the letters of 1840,
Morse patents a principle or effect, and not a machine, manu-
facture, or composition of matter, or an improvement upon
either; and it is therefore void.

The counsel for the appellees considered the patents sepa-
rately, viz.

Patent of 1840. Reissued 1848,

Patent of 1846. Reissued 1848.

Patent of 1840. Reissued 1848,

'l;:dthis patent, and the claim under it, five defences are pre-
sented : :

. It is alleged by the appellants

L That it is void by reason of an alleged error in date—
(s e. not date of French patent.)

IL. That the things claimed in the fifth, the sixth, and the.
eighth claims are not patentable.
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11I. That Morse was not the inventor of substantial parts of
the improvement as claimed. "
- IV. That the description in the specification is insufficient.

V. That the appellants de not infringe.

(Each one of these heads was examined separately. The
particular attention bestowed by the court to the following head,
renders the insertion of the view of the counsel proper.)

1L Are the 5th, 6th, and 8th Claims Patentable ?

1. Of the 5th and 6th, The fifth, is a claim to the system
of signs, composed of dots, spaces, and horizontal lines, (suu:g-
tible of being variously combined, representing numerals, words,
and sentences,) for telegraphic purposes; being an improved in-
strumentality in the art of telegraphing by electricity or galvan-
ism.

The sixth,is a claim to the art — consisting of the marking the

s, composed of dots, spaces, and horizontal lines, (susceptible
of being variously combined, representing numerals, words, and
nentences,? by closing and breaking a galvanic circuit more or
less rapidly for telegraphing; combined with machinery to re-
cord them.

An art is %tentable by the act of 1836, and so is an improve-
ment on it. bittemore v. Cutter, 1 Gall. 478; Phillips on Pa«
fents, 102, 110 ; King v. Wheeler, 2 Barmn. & Ald. 349; Crane
v. Price, Webster's P. C. 409; Sch. Bk. v. Knenss, 4 W. C. C.
R 9 and 12; McClurg v. Kingsland, 1 Howard, 204 ; Curtis
on Patents, sect. 37; nch v. Rogers, Opinion Judges Grier
and Kane; PamPhlet, Kane, J., Parker v. Hulme, p. 7.

. The art is distinct from the means employed in its exercise;
both may be, and under this patent are, patented.
. IL -Of the eighth claim.

This claim is declaratory, and is to the effect that, having been
the first to conceive and carry into effect a plan for imprinting
telegraphic characters by the power of electro-magnetism, he
negatives the idea that the mere instrumentalities described in
his patent constitute the whole of the invention claimed by
him, or even the most important part thereof, or that he intended
to surrender to the public the conception he had reduced to
practical utility, should anybody else be able to devise other
means for accomplishing the same end, by the use of the same
power, but claims it as his property.

He who discovers a principle and devises one mode by which
the same can be rendered practically useful, is entitled to a pa-
tent which shall protect him to the full extent of his invention
and against all other devices for using it. ‘

oe
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" If Morse, therefore, was the first to discover that the power
of electro-magnetism could be used for the purpose of recording

telegraphic signs, and devised one practical mode for using it,

he may, by a general claim, secure to himself the right of so ap-
plying it, as well as the particular devices by which he did so.
London Jour. and Rep. Arts, 1850, p. 130; Jupe v. Pratt,

‘Websters P. C. 145, 146; Forsyth’s Patent, Webster's P. C.

96, 97; Crane v. Price, Webster's P. C. 409, 410 ; Park v. Little,
3 Wash. C. C. Rep. 197.
See the cases collected in Lund on Patents, Law Lib. Sept.
1851, p. 37, illustrating the proposition that the rights of the
atentee are not restricted to the particular application or em-
god.iment of his invention, but extend to the exclusion of other
like applications. ,
Judge Kane’s opinion, Blanchard’s case ; Fr. Inst. Jour. 1847;
and Pamphlet, Parker v. Hulme, Judge Kane’s opinion. |

Patent of 1846. Reissued 1848.

The defences suggested by the appellants to this patent are,
. L That the improvement is not sufficiently described, and
that the improvement is not sufficiently discriminated.

. IL That it is for the same invention that was patented to

Moree in the patent of 1840.

II1. That it was in use and on eale with patentee’s consent,

before his application for a patent. .
. IV. That Morse was not the inventor.

~ As to the 4th head, the counsel for the appellees contended
that the following list was shown by the evidence to have been
invented by Morse :

" 1. He was the first person who employed an electro-magnet
placed in a long circuit for telegraphic purposes.

. 2. He was the first person who devised suitable machinery for
recording, and adapted such machinery to an electro-magnet
placed in a long galvanic circuit.

3. He was the first person who employed an electro-magnet
placed in a long galvanic circuit to open and close another long
galvanic circuit for telegraphic purposes. :

4. He was the first person who employed an electro-magnet
placed in a long galvanic circuit, to open and close a short local
circuit at a distance for telegmﬁbic purposes.

5. He was the first person who placed in the course of a long
galvanic circuit at various distances apart, a series of electro-
magnets, to open and close, at one and the same time, a corre-
sponding series of short recording circuits, by means of which
arrangement an operator at one station could simultaneousl
record at a series of distant telegraphic stations. '
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- 6. He was the first person who adapted to an electro-magnet
laced in a long galvanic circuit, suitable machinery for record-
ing the establishment and duration of a galvanic current throngh
such a long galvanic current.
- 7. He was the first person who devised a process or mode of
establishing and continuing at determinate intervals of time a
lvanic current through a circuit of conductors, and of record-
ing the establishment of such current in dots and lines.

. He was the first person who devised a system of signs
formed of the combination of dots and lines, and so applicable
to the above process of recording, as to render it available for
representing at a distance, letters, words, and sentences.

9. He was the first person who emploied electro-magnetism,
when developed in the manner and by the means specified, to
produce distinguishable signs for telegraphing.

. 10. He was the first person who adapted to an electro-magnet
a lever with an adjustable reacting spring, and adjustable stops
for limiting the play of such armature, and thus formed a re-
ceiving electro-magnet, susceptible of nice ation so as to
operate equally mgxn the varying force of the galvanic currents in
a long or main circuit.
. 11. He was the first person who combined such an electro-
magnet in a long circuit with a short recording circuit, to be
opened and closed by such electro-magnet.
+ 12, He was the first person who devised and constructed an
pllaaratus or machine for telegraphing, consisting of the several
following parts, sustaining to each other the several following re-
}agons, and performing the several following functions. respect-
ively:
1. A main circuit [which con-ja long conductor ex-jthe fano-[totransmitthe galvanio
sists of tenu‘f through) tion of| ocurrent its
several stations, which is] whole I when-

ever it is
iAmﬂnbumry “ a number of cups ar- “ to supply the main con-
series F ran alon p'the dugu't’)rywith & current
conductor, sufficlent to work the
electro-magnets in its
‘ course.
3. keys leach of [a small metalio lever,|, “  |to break and close the
Operating keys i Z:':l:,f ) oo
4. Aseries of receiv-| “ an electroomagnet, “ to close the office circuit
ing magnets ! with lever, and re-| whonlcum:mnal
soting spring, through the oir
. cuit.
8. Adjusting screws “ {movable screws to “ to render receiving
. regulate force of magnets sensitive to
relcﬁol? spring and varying force of main
play of lever, current.
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6 Office circuits of |[a circuit of the to transmit the power
which con-| tors limited to each| tion of | tomark the paper.
sists of office, which

7. Office battery “ s certain number of “ to and su

. series Grove cups at each} oﬂeecl;feuit

station, s current of greater
' force than the main
cirouit current.

8. Marking appara-jwhich con-|a fine pointed piece of| & [to indent dots and lines

tus g sists of | iron, pen lever, and] upon paper.
grooved roller,

9. Reglisters ¢ nnrlesofc!ock—wurJ . to move the paper uni-

. moved by a weight] formly under the

re, by a fly, point of the pen.

10. Offics magnets 4 |an electro-magnet, 4 (1. Todevelopthe power
by which the pen
marks in
of a roller.

2. To produce audible

11. Certain process “ 1in estab , COD~ “ to record dots and lines

tinuing 'ﬂlnwr-
rupting & galvanic
cnm%thmughm will of a distant

main circuit st d
‘ it st r' operator
12. A system of “ dots and lines to repre- . . When applied to the
limm ¢ u&nmﬁm of ! md.;mdannh
the alphabet and| | record intelligible.
numerals, When hm :
magnet, ren
those sounds intdelf
gible.
13. The art of recording dots and lines at a distance for

tele%raphing.
(The counsel then examined the question of infringement of
each patent, separately, and concluded with the following :)

The Appellants infringe the Patents of 1840 and 1846, jointly
considered. .

It is proper to consider the claims of the patents together,
and in connection with the specifications as well as separately,
in order to secure the real invention to the patentee.

The joint effect of the several claims of the first patent, apart
from the speeific things claimed in each, makes it a patent also
for Morse’s new art, process, and system of telegraphing, by
recording the variable duration of the galvanic current, in dots
and lines. ‘

The second patent is for an improvement in the means by
which that art was carried into eﬂ'gcr:.

The two together constitute the art, process, system, and
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means of telegraphing as improved, or, in other words, the

Telegraph.

This whole system or telegraph so jointly considered, as used
by the appellants, in all its main features, is copied from that
of the appellees. That it is so, will appear from the following
table, showing the several parts of the apparatus used by each,
and their several relations and funétions.
.- The appellants and appellees agree in employing an appara-
tus fot telegraphing, consisting of the following parts, sustaining
to each other the several following relations, and performing
the several following functions, respectively : —

1. Amainch'cuit,'
sists of

2 A main battery] %
i

8. Operating keys,

4. A series of receiv-] “

8. Adjustingscrews,| ¢
6. Office circuits, “

7. Office battery] “
series,

8.
tover, ack gooved|

" lever,

which con;{

tending
several stations,

a number (:li cups ar-
ran ong the|
mn.&ne‘:ondnm,

a small metallic lever,

an electro-magnet
with lever, and re

acting spring,

movable screws to|
regulate force of
acting spring
play of lever,

circuit of conductors
limited to each of-

fice,

|a certain number of]
Grove cups at each
station,

a fine pointed piece|
of iron, lever and
grooved roller,

a series of clock-work,
moved by a weighd

re by = fly,
an electro-magnet,

& long conductor ex-jthe fun
tion of

to transmit the galvanio
current through its

which is] whole length, when-

ever it is closed.

to supply the main con-
ductor with a current
sufficient to work the

electro-magnets in its
course.

to break and close the
main circuit.

to close the office circnit
‘when & current
through main ¢ t.

to render receiving
magnet sensitive to
varying force of main
currents.

to transmit the power
to mark the paper.

[ £ ofos oeeuts with

to indent dots and lines
upon paper.

tomovaiho uni-
formly nxll’.dp::' the
point of the pen.

1. To develop the
power by which the
pen marks in the

e of a roller.

18- To produce audible

distinguishable sounds.
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11. A certain pro [which oon-|in con-jthe to record dots and Iines
o | o il Wik o X i
ru a c] w
onm:k::i::: hi will of & distant
msin operator.

12. A system of “ of dots and lines to| “ 1. When applied to the
signs, zpruent the letters| record to render such
the alphabet and record intelligible.

numerals. 2. When applied to the

sounds the office

to render
g:g‘:'oundl intelli-

Mr. Chief Justice TANEY delivered the opinion of the
court.

In proceeding to pronounce judgment in this case, the court
is se:?sible, not onlg of its imgortance, but of the difficulties
in some of the questions which it presents for decision. The
case was argued at.the last term, and continued over by the court
for the purpose. of giving it a more deliberate examination. And
since the continuance, we have received from the counsel on
both sides printed argyhents, in which all of the questions raised
on the frial bave beén.fully and elaborately discussed.

The appellants take three grounds of defence. In the first
place* they deny. #hat. Prafessor Morse, was the first and original
nventor-ef the Electro-Magnetic Telegraphs described in his twa
reissued patents of 1848. Becondly, they insist that if he was
the original inventor, the patents under which he claims have
not been issued conformably to the acts of Congress, and do
not confer on him the right to the exclusive use. And thirdly,
if these two propositions are decided against them, they insist
that the Telegraph of O’Reilly is substantially different from that
of Professot Morse, and the use of it, therefore, no infringement
of his rights.

In determining these questions we shall, in the first instanoe,
confine our attention to the patent which Professor Morse ob-
tained in 1840, and which was reissued in 1848. The main dis-
pute between the parties is upon the validity of this patent;
and the decision upon it will dispose of the chief points in con-
troversy in the other. -

In relation to the first point, (the originality of the invention,)
many witnesses have been examined on both sides.

It is obvious that, for some years before Professor Morse made
his invention, scientific men in different Em of Europe were
earnestly engaged in the same pursnit. Electro-magnetism it-
self was a recent discovery, and opened to them a new and un-
explored field for their labors, and minds of a high order were
engaged in developing its power and the purposes to which it
might be applied.
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Professor Henry, of the Smithsonian Institute, states in his
testimony that, prior to the winter of 1819 -20, an electro-mag-
netic telegraph —that is to say, a telegraph operating by the
combined influence of electricity and magnetism — was not
possible ; that the scientific principles on which it is founded
were until then unknown; and that the first fact of electro-
magnetism was discovered by Oersted, of Copenhagen, in that
winter, and was widely published, and the account everywhere
received with interest.

He also gives an account of the various discoveries, subse-

quently made from time to time, by different persons in different ‘

places, developing its properties and powers, and' among them
his own. He commenced his researches in 1828, and pursued
them with ardor and success, from that time until the telegraph
of Professor Morse was established and in actual operation.
And it is due to him to say that no one has contributed more
to enlarge the knowledge of electro-magnedigm, gnd to 13 the

foundations of the great invention of, ing,
than the professor himself.

It is unnecessary, however, to give i
enumerated by him — either his own g4 Qft
it appears from his testimony that verjf soon afte
made by Oersted, it was believed by
newly-discovered power might be used\
El:.lce to distant places. And before the 32 Aifpere of

is, one of the most successful cultivators oMfhysical science,
glr:posed to the French Academy a plan for that purpose. But
is project was never reduced to practice. And the discovery
made by Batlow, of the Royal Military Academy of Woolwich,
England, in 1825, that the galvanic current greatly diminished
in power as the distance increased, put at rest, for a time, all at-
tempts to construct an electro-magnetic telegraph. Subsequent
discoveries,however,revived the hope; and in the year 1832, when
Professor Morse appears to have devoted himself to the subject,
the conviction was general among men of science everywhere
that the object could, and sooner or later would be, accomplished.

The great difficulty in their way was the fact that the gal.
vanic current, however strong in the beginning, became gradu-
ally weaker as it advanced on the wire; and was not strong
enough to produce a mechanical effect, after a certain distance
had been traversed. But, enco by the discoveries which
were made from time to tiine, and strong in the belief that an
electro-magnetic telegraph was practicable, many eminent and
scientific men in Europe, as well as in this country, became
deeply engaged in endeavoring to surmount what appeared to
be the chief obstacle to its success. And in this state of

.
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In—

things it ought not to be a matter of surprise that foar different
magnetic telegraphs, purporting to have overcome the difficulty,
should be invented and made public so nearly at the same time
that each has claimed a priority; and that a close and careful
scrutiny of the facts in each case is necessary to decide between
them. The inventions were so nearly simultaneous, that neither
inventor can be justly accused of having derived any aid from
the discoveries of the other.

One of these inventors, Doctor Steinhiel, of Munich, in Ger-
many, communicated his discoggray to the Academy of Science
in Paris, on the 19th of July, 1838, and states, in his communi-
cation, that it had been in operation more than a year. )

Another of the European inventors, Professor Wheatstone,
of London, in the month of April, 1837, explained to Professors
Henry and Bache, who were then in London, his plan of an
electro-magnetic telegraph, and exhibited to them his method
of bringing into action a second galvanic circuit, in order to
Erovide a remedy for the diminution of force in a long circuit;

ut it appears, by the testimony of Professor Gale, that the pa-
tent to Wheatstone and Cooke was not sealed until January 21,
1840, and their specification was not filed antil the 21st of July
in the same year; and there is no evidence that any description
of it was published before 1839.

The remaining European patent is that of Edward Davy.
His patent, it appears, was sealed on the 4th of July, 1838, but
his specification was not filed until January 4, 1839; and when
these two English patents are brought into competition with
that of Morse, they must take date from the time of filing their
respective specifications. For it must be borne in ming that,
as the law then stood in England, the inventor was allowed six
months to file the description of his invention after his patent
was sealed ; while, in this country, the filing of the specification
is simultaneous with the application for patents.

The defendants contend that all, or at least some one of these
European telggl:fhs, were invented and made public before the
dxscove_:ri\]' claimed by Morse; and that the process and method
by which he conveys intelligence to a distance is substantially
the same, with the exception only of its capacity for impress
Ing upon paper the marks or signs described in the alphabet he
invented. .

. Waiving, for the present, any remarks upon the identity or
similitude of these inventions, the court is of opinion timt the
first branch of the objection cannot be maintained, and that
Morse was the first and original inventor of the telegraph de-
scribed in his specification, and preceded the three European
inventions relied on by the defendants. :
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The evidence is full and clear that, when he was returning
from a visit to Europe, in 1832, he was deeply engaged upon
this subject during the voyage ; and that the process and means
were so far developed and arranged in his own mind, that he
was confident of ultimate success. It is in proof that he pur-
sued these investigations with unremitting ardor and industry,
interrupted occasionally b‘r pecuniary embarrassments; and we
think that it is established, by the testimony of Professor Gale
and others that, early in the spring of 1837, Morse had invented
his plan for combining two or more electric or Falvanie circuits,
with independent batteries for the purpose of overcoming the
diminished force of electro-magnetism in long circuits, although
it was not disclosed to the witness until afterwards; and that
there is reasonable ground for believing that he had so far com-
pleted his invention, that the whole process, combination, pow-
ers, and machinery, were arranged in his mind, and that the de-
Jay in bringing it out arose from his want of means. For it

_ required the highest order of mechanical skill to execute and
adjust the nice and delicate work necessary to put the telegraph
into operation, and the slightest error or defect would have been
fatal to its success. He had not the means at that time to pro-
cure the services of workmen of that character; and without
their aid no model could be prepared which would do justice to
his invention. And it moreover required a large sum of money
to procure proper materials for the work. ﬁ:, however, filed
his caveat on the 6th of October, 1837, and, on the 7th of April,
1838, applied for his patent, accompanying his application with
& specification of his invention, and describing the process and
means used to produce the effect. It is true that O’'Reilly, in
his answer, alleges that the plan by which he now combines
two or more galvanic or electric currents, with independent
batteries, was not contained in that specification, but discovered
and interpolated afterwards; but there is no evidence what-
ever to support this charge. And we are satisfied, from the
testimony, that the plan, as it now appears in his specification,
had then been invented, and was actually intended to be de-
scribed.

‘With this evidence before us, we think it is evident that the
invention of Morse was prior to that of Steinheil, Wheatstone,
or Davy. The discove?' of Steinheil, taking the time which
he himself gave to the French Academy of gcience, cannot be
understood as carrying it back beyond the months of May or
June, 1837. And that of Wheatstone, as exhibited to Profes-
sors Henry and Bache, goes back only to April in that year.
And there is nothing in the evidence to carry back the invention
of Davy beyond the 4th of January, 1839, when his specifica-

VOL. XV. 10
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tion was filed, except a publication said to have been made in
the London Mechanics’ Magazine, January 20, 1838; and the
invention of Morse is justly entitled to take date from early in
the epring of 1837. And in the description of Davy’s inven-
tion, as given in the publication of January 20, 1838, there is
nothing specified which Morse could have borrowed; and we
have no evidence to show that his invention ever was or could

.

be carried into successful operation.

In relation to Wheatstone, there would seem to be some dis-
crepancy in the testimony. According to Professor Gale’s tes-
timony, as before mentioned, the specification of Wheatstone
and Cook was not filed until July 21, 1840, and his informa-
tion is derived from the London Journal of Arts and Sciences.
But it appears, by the testimony of Edward F. Barnes, that this
telegraph was in actual operation in 1839. And, in the case of
the Electric Telegraph Company v. Brett & Little, 10 Common
Pleas Reports, by Scott, his specification is said to have been
filed December 12, 1837. But if the last-mentioned date is taken
as the true one, it would not make his invention prior to that of
Morse. And even if it would, yet this case must be-decided by
the testimony in the record, and we cannot go out of it, and
take into consideration a fact stated in a book of reports.
Moreover, we have noticed this case merely because it has been
pressed into the argument. The appellants do not mention it
in their answer, nor put their defence on it. And if the evi-
dence of its priority was conclusive, it would not avail them
in this suit. For they cannot be allowed to surprise the pa-
tentee by evidence of a prior invention, of which they gave
him no notice. :

But if the priority of Morse’s invention was more doubtful,
and it was conceded that in fact some one of the European in--
ventors had preceded him a few months or a few weeks, 1t would
not invalidate his patent. The act of Congress provides that,
when the patentee believes himself to be the first inventor, a
previous discovery in a foreign country shall not render his
patent void, unless such discovery, or some substantial part
of it, had been before patented, or described in a printed publi-
cation.

Now, we suppose no one will doubt that Morse believed him-
self to be the original inventor, when he applied for his patent
in April, 1838. Steinheil’s discovery does not appear to have
been- ever patented, nor to have been described in any print-
ed publication until July of that year. And neither of the
English inventions gye shown by the testimony to have been
Kafented until after Morse’s application for a patent, nor to

ave been so described in any previous publication as to em-
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brace any substantial part of his invention. And if his appli-
cation for a patent was made under such circumstances, the
patent is good, even if in point of fact he was not the first in-
ventor.

In this view of the subject, it is unnecessary to compare the
telegraph of Morse with these European inventions, to ascertain
whether they are substantially the same or not. If they were
the same in every particular, it would not impair his rights.
But it is impossible to examine them, and look at the process
and the machinery and results of each, so far as the facts are /
before us, without perceiving at once the substantial and essen-
tial difference between them and the decided superiority of the
one invented by Professor Morse.

Neither can the inquiries he made, or the information or ad-
vice he received, from men of science in the course of his re-
searches, impair his right to the character of an inventor. No
invention can possibly be made, consisting of a combination of
different elements of power, without a thorough knowledge of
the properties of each of them, and the mode in which they
operate on each other. And it can make no difference, in this
respect, whether he derives his information from books, or from
conversation with men skilled in the science. If it were other-
wise, no patent, in which a combination of different elements
is used, could ever be obtained. For no man ever made such
an invention without having first obtained this information,
unless it was discovered by some fortunate accident. And it is
evident that such an invention as the Electro-Magnetic Tele.
g’aph could never have been brought into action without it.

or a very high degree of scientific knowledge and the nicest
skill in the mechanic arts are combined in it, and were both
necessary to bring it into successful operation. And the fact
that Morse sought and obtained the necessary information and
counsel from the best sources, and acted upon it, neither im-
pairs his rights as an inventor, nor detracts from his merits.

Regarding Professor Morse as the first and original inventor
of the Telegraa;l)h, we come to the objections which have been
made to the validity of his patent.

‘We do not think it necessary to dwell upon the objections .
taken to the proceedings upon which the first patent was issued,
or to the additional specifications of the reissued patent of
1848. In relation to the first, if there was any alteration at
the suggestion of the commissioner, it appears to have been a
matter of form, rather than of substance; and, as regards the
second, there is nothing in the proof or on the face of the reis-
sued patent to show that the invention therein described is not
the same with the one intended to be secured by the original
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patent. It was reissued by the proper lawful authority; and it
was the duty of the commissioner of patents to see that it did
not cover more than the original invention. It must be pre-
sumed, therefore, that it does not, until the contrary appears.
Variations from the description given in the former specifica-
tion do not necessarily imply that it is for a different discovery.
The right to surrender the old patent, and receive another in its
place, was given for the purpose of enabling the patentee to
give a more perfect description of his invention, when any
mistake or oversight was committed in his first. It necessarily,
therefore, varies from it. And we see nothing in the reissued
patent that may not, without proof to the contrary, be regarded
as a more careful description than the former one, explaining
more fully the nice and delicate manner in which the different
elements of power are arranged and combined together and act
upon one another, in order to produce the effect described in
the specification. Nor is it void because it does not bear the
same date with his French patent. It is not necessary to in-
Sxire whether the application of Professor Morse to the Patent

flice, in 1838, before he went to France, does or does not ex-
empt his patent from the operation of the act of Co s‘upon
thisp eubjegt. For, if it ahm be decided that it gg notp:x-
empt it, the only effect of that decision would be to limit the
monopoly to fourteen years from the date of the foreign patent.
And, 1n either case, the patent was in full force at the time the
injunction was granted by the Circuit Court, and when the pre-
sent appeal stood regularly for hearing in this court.

And this brings us to the exceptions taken to the specifica.
tion and claims of the patentee in the reissued patent of 1848.

We perceive no well-founded objection to the description
which is given of the whole invention and its separate parts, nor
to his right to a patent for the first seven inventions set forth in
the specification of his claims. The difficulty arises on the eighth.

It is in the following words :

% Eighth. Ido not propose to limit myself to the specific
machinery or parts of machinery described in the foregoing spe-
cification and claims; the essence of my invention being the
use of the motive power of the electric or galvanic current, which
I call electro-magnetism, however developed for marking or
printing intelligible characters, signs, or letters, at any distances,
being a new application of that power of which I claim to be
the first inventor or discoverer.”

It is impossible to misunderstand the extent of this claim.
He claims the exclusive right to every improvement where the
motive power is the electric or galvanic current, and the result
is the marking or printing intelligible characters, signs, or letters
at a distance. "
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. If this claim can be maintained, it matters not by what pro-
cess or machinery the result is accomplished. For aught that
we now know some future inventor, in the onward march of
science, may discover a mode of writing or printing at a distance
by means of the electric or galvanic current, without using any
part of the process or combination set forth in the plaintiff’s spe-
cification. His invention may be less complicated — less liable
to get out of order — less expensive in construction, and in its
operation. But yet if it is covered by this patent the inventor
could not use it, nor the public have the benefit of it without
the permission of this patentee.

Ni::' is this all, while he shuts the door against inventions of
other persons, the patentee would be able to avail himself of
new discoveries in the properties and powers of electro-mag-
netism which scientific men might bring to light. For he says
he does not confine his claim to the machinery or parts of ma-
chinery, which he specifies; but claims for himself a monopoly
in its use, however developed, for the purpose of prinﬁnq at a
distance. New discoveries in physical science may enable him
to combine it with new agents and new elements, and by that
means attain the object in a manner saperior to the present pro-
cess and altogether different from it. And if he can secure the
exclusive use bg his present patent he may varg it with every new
discovery and development of the science, and need place no de-
ecnr;rtion of the new manner, process, or machinery, upon the re-
cords of the patent office. And when his patent expires, the public
must appl‘yl' to him to learn what it is. In fine he claims an ex-
clusive right to use a manner and process which he has not de-
scribed and indeed had not invented, and therefore could not
describe when he obtained his patent. The court is of opinion
that the claim is too broad, annot warranted by law.

No one, we suppose will maintain that Fulton could have
taken out a patent for his invention of propelling vessels by
steam, describing the process and machinery he used, and claim-
ed under it the exclusive right to use the motive power of
steam, however developed, for the purpose of propelling vessels.
It can hardly be supposed that under such a patent he could
have prevented the use of the improved machinery which science
has since introduced ; although the motive power is steam, and
the result is the propulsion of vessels. Neither could the man
who first discovered that steam might, by a proper arrangement
of machinery, be used as a motive power to grind corn or spin
cotton, claim the right to the exclusive use of steam as a motive
power for the purpose of producing such effects.

Again, the use of steam as a motive power in printing-presses
is comparatively a moderg'discovery. Was the first inventor

1 .
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of & machine or process of this kind entitled to a patent, giving
him the exclusive right to use steam as a motive power, how
ever developed, for the purpose of marking or printing intelligible
characters? Could he have prevented the use of any other
s subsequently invented where steam was used? Yet so
far as patentable rights are concerned both improvements must
stand on the same principles. Both use a:known motive power
to print intelligible marks or letters; and it can make no dif-
ference in their legal rights under the patent laws, whether the
inting is done near at hand or at a distance. Both depend
or success not merely upon the motive power, but upon the
machinery with which it is combined. And it has never, we be-
lieve, been supposed by any one, that the first inventor of a
steam printing-press, was entitled to the exclusive use of steam,
as a motive power, however developed, for marking or printing
intelligible characters.

Indeed, the acts of the patentee himself are inconsistent with
the claim made in his behalf. For in 1846 he took out a patent
for his new improvement of local circuits, by means of which
intelligence could be printed at intermediate places along the
main line of the telegraph; and he obtained a reissued patent

“for this invention in 84‘8’ Yet in this new invention the eleco-
tric or galvanic current was the motive power, and writing at &
distance the effect. The power was undoubtedly develczEed, by
new machinery and new combinations. But if his eighth claim
could be sustained, this improvement would be embraced by
his first patent. And if it was so embraced, his pateat for the
local circuits would be illegal and void. For he could not take
out a subsequent patent for a portion of his first invention, and
thereby extend his monopoly beyond the period limited by law.

Many cases have been referred to in the argument, which
have been decided upon this subject, in the Enﬁish and Ameri-
can courts. We shall speak of those only which seem to be
cohsidered as leading ones. And those most relied on, and
pressed upon the court, in behalf of the patentee, are the cases
which arose in England upon Neilson’s patent for the introduo-
tion of heated air between the blowing apparatus and the far-
nace in the manufacture of iron.

The leading case upon this patent, is that of Neilson and
others v. ord and others in the English Court of Exchequer.
It was elaborately argued and appears to have been carefully
considered by the court. The case was this : .

Neilson, in his specification, described his invention as one for
the improved apg ication of air to produce heat in fires, forges,
and furnaces, where a blowing apparatus is required. And it
was to be applied as follows: Tha blast or ourrent of air pro-
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duced by the blowing apparatus was to be passed from it into
an air-vessel or receptacle made sufficiently strong to endure the
blast; and through or from that vessel or receptacle by means
of a tube, pipe, or aperture into the fire, the receptacle be kept
artificially heated to a considerabie temperature by heat exter-
nally applied. He then described in rather general terms the
manner in which the receptacle might be constructed and heat-
ed, and the air conducted through it to the fire: stating that the
form of the receptacle was not material, nor the manner of ap-
plying heatto it. Inthe action above-mentioned for the infringe-
ment of this patent, the defendant among other defences insist-
ed — that the machinery for heating the air and throwing it hot
into the furnace was not sufficiently described in the specifica-
tion, and the patent void on that account—and also, that a
patent for throwing hot air into the furnace, instead of cold, and
thereby increasing the intensity of the heat, was a patent for a
principle, and that a principle was not patentable. .

Upon the first of these defences, the jury found that a man of
ordinary ekill and knowledge of the subject, looking at the spe-
cification alone, could construct such an apparatus as would be
productive of a beneficial result, sufficient to make it worth while
to adapt it to the machinery in all cases of forges, cupolas, and
farnaces, where the blast is used. ‘

And upon the second ground of defence, Baron Parke, who
delivered the opinion of the court, said :

“ It is very J;ﬂicult to distinguish it from the specification of
a patent for a principle, and this at first created in the minds of
the court much difficulty; but after full consideration we think
that the plaintiff does not merely claim a principle, but 2 ma-
chine, embodying a principle, and a very valnable one. We
think the case must be considered as if the principle being well
known, the plaintiff bad first invented a mode of applying it by
& mechanical apparatus to furnaces, and his invention then con-
sists in this: by interposing a receptacle for heated air between
the blowing apparatus and the furnace. In this receptacle he
directs the air to be heated by the application of heat externally
to the receptacle, and thus he accomplishes the object of apply-
ing the blast, which was before cold air, in a heated state to the
furnace.” ‘ .

‘We see nothing in this opinion diflfering in any degree
from the familiar principles of law applicable to patent cases.
Neilson claimed no particular mode of constructing the recepta-
cle, or of heating it. He pointed out the manner in which
it might be done; but admitted that it might also be done in &
variety of ways; and at a higher or lower temperature; and
that all of them would produce the effect in a greater or less
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degree, provided the dir was heated by passing through a heated
receptacle. And hence it seems that the court at first doubted,
whether it was a patent for any thing more than the discovelz
that hot air would promote the ignition of fuel better than col
And if this had been the construction, the court, it appears,
would have held his patent to be void; because the discovery
of a principle in natural philosophy or physical science, is not
patentable.

But after much consideration, it was finally decided that this

rinciple must be regarded as well known, and that the plaintiff
Ead invented a mechanical mode of applying it to furnaces;
and that his invention consisted in interposing a heated recepta-
cle, between the blower and ‘the furnace, and by this means
heating the air after it left the blower, and before it was thrown
into the fire. Whoever, therefore, used this method of throwing
hot air into the furnace, used the process he had invented, and
thereby infringed his patent, although the form of the receptacle
or the mechanical arrangements for heating it, might be different
from those described by the patentee. For whatever form was
adopted for the receptacle, or whatever mechanical arrangements
were made for heating it, the effect would be produced in a
greater or less degree, if the heated receptacle was placed
between the blower and the furnace, and the current of air
passed through it. .

Undoubtedly, the principle that hot air will promote the
ignition of fuel better than cold, was embodied in this machine.
But the ([Jatent was not supported because this principle was
embodied in it. He would have been equally entitled to a
patent, if he had invented an improvement in the mechanical
arrangements of the blowing apparatus, or in the furnace, while
a cold carrent of air was still used. But his patent was sup-
ported, because he had invented a mechanical apparatus, by
which a current of hot air, instead of cold, could be thrown in.
And this new method was protected by his patent. The inter-
position of a heated receptacle, in any form, was the novelty he
invented.

‘We do not perceive how the claim in the case before us, can
derive any countenance from this decision. If the Court of
Exchequer had said that Neilson’s patent was for the discovery,
that hot air would promote ignition better than cold, and that
he had an exclusive right to use it for that purpose, there might,
perhaps, have been some reason to rely upon it. But the court
emphatically denied his right to such a patent. And his claim,
as the patent was construed and supported by the court, is alto-
gether unlike that of the patentee before us. .

For Neilson discovered, that by interposing a heated recepta-
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cle between the blower and the furnace, and conducting the
current of air through it, the heat in the furnace was increased.
And this effect was always produced, whatever might be the
form of the receptacle, or the mechanical contrivances for heat-
ing it, or for passing the current of air through it, and into the
farnace. :

But Professor Morse has not discovered, that the electric or
galvanic current will always print at a distance, no matter what
may be the form of the machinery or mechanical contrivances
through which it passes. You may use electro-magnetism as a
motive power, and yet not produce the described effect, that is,
print at a distance intelligible marks or signs. To produce that
eflect, it must be combined with, and Eaased through, and
operate upon, certain complicated and delicate machinery, ad-
justed and arranged upon philosophical principles, and prepared
by the highest mechanical skill. And it is the high praise of
Professor Morse, that he has been able, by a new combination
of known powers, of which electro-magnetism is one, to dis-
cover a method by which intelligible marks or signs may be
printed at a distance. And for the method or process thus
discovered, he is entitled to a patent. But he has not discovered
that the electro-magnetic current, used as motive power, in an
other method, and with any other combination, will do as well.

‘We have commented on the case in the Court of Exchequer
more fully, because it has attracted much attention in the courts
of this country, as well as in the English courts, and has been
differently understood. And perhaps a mistaken construction
of that decision has led to the broad claim in the patent now
under consideration.

We do not deem it necessary to remark upon the other
decisions, in relation to Nielson’s patent, nor upon the other
cases referred to, which stand upon similar principles. The
observations we have made on the case in the Court of Exche-
quer, will equally apply to all of them.

‘We proceed to the American decisions.. And the principles
herein stated, were fully recognized by this court in the case of
Leroy et al. v. Tatham and others, decided at the last term, 14
Howard, 156.

It appeared that, in that case, the patentee had discovered that
lead, recently set, would, under heat and pressure in a close
vessel, reunite perfectly, after a separation of its parts, so as to
make wrought, instead of cast pipe. And the court held that
be was not entitled to a patent for this newly-discovered princi-
ple or quality in lead; and that such a discovery was not
patentable. %ut that he was entitled to a patent for the new
procees or method in the art of making 'lead pipe, which this
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discovery enabled him to invent and emploz; and was bound
to describe such process or method, fully, in his specification.

Many cases have also been referred to, which were decided in
the circuit courts. It will be found, we think, upon careful
examination, that all of them, previous to the decision on
Nielson’s patent, maintain the principles on which this decision
is made. Since that case was reported, it is admitted, that
decisions have been made, which would seem to extend patent-
able rights beyond the limits here marked out. As we have
already said we see nothing in that opinion, which would sanc-
tion the introduction of any new principle in the law of patents.
But if it were otherwise, it would not justify this court in
departing from what we consider as established principles in
the American courts. And to show what was heretofore the
doctrine upon this subject, we refer to the annexed cases. We
do not stop to comment on them, because such an examination
would extend this opinion beyond all reasonable bounds. Wyeth
v. Stone, 1 Story, l{: 270, 285 ; Blanchard v. Sprague, 3 Sumn.
540. The first mentioned case is directly in point.

Indeed, independently of judicial authority, we do not think
that the language used in the act of Congress, can justly be
expounded otherwise.

The 5th section of the act of 1836, declares that a patent
shall convey to the inventor for a term not exceeding fourteen
years, the exclasive right of making, using, and vending to
others to be used, his invention or discovery; referring to the
specification for the particulars thereof.

The 6th section directs who shall be entitled to a patent, and
the terms and conditions on which it may be obtained. It pro-
vides that any person shall be entitled to a patent who has dis-
covered or invented a new and useful art, machine, manufacture,
or composition of matter; or a new and useful improvement on
any previous discovery in either of them. But before he receives
a patent, he shall deliver a written description of his invention
or discovery, “ and of the manner and process of making, con-
structing, using, and compoundi:xl% the same,” in such exact
terms as to enable any person skilled in the art or science to
which it appertains, or with which it is most nearly connected,
to make, construct, compound, and use the same.

This court has decided, that the specification required by this
law is a part of the patent; and that the patent issues for the
invention described in the specification.

. Now whether the Telegraph is regarded as an art or machine,
the manner and process of making or using it must be set forth
in exact terms. The act of Congress makes no difference in
this respect between an art and a machine. An improvement
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in the art of making bar iron or spinning cotton must be so de-
scribed ; and so must the art of printing by the motive power
of steam. And in all of these cases it has always been held,
that the patent embraces nothing more than the improvement
described and claimed as new, and that any one who afterwards
discovered a method of accompljshing the same object, substan-
tially and essentially differing from the one described, had a
right to use it. Can there be any good reason why the art of
printing at a distance, by means of the motive power of -the
electric or galvanic curtent, should stand on different principles?
Is there any reason why the inventor's patent should cover
broader ground? It would be difficult to discover any thing in
the act of Congress which would justify this distinction. The
specification of this patentee describes his invention or discovery,
and the manner and process of constructing and using it; and
his patent, like inventions in the other arts above mentioned,
covers nothing more.

The provisions of the acts of Congress in relation to patents
may be summed up in a few words.

‘Whoever discovers that a certain useful result will be pro-
duced, in any art, machine, manufacture, or composition of mat-
ter, by the use of certain means, is entitled to a patent for it;
provided he specifies the means he uses in a manner so full and
exact, that any one skilled in the science to which it appertains,
can, by using the means he specifies, without any addition to, or
subtraction from them, produce precisely the result he describes.
And if this cannot be done by the means he describes, the pa-
tent is void. And if it can be done, then the patent confers on
him the exclusive right to use the means he specifies to produce
the result or effect he describes, and nothing more. And it makes
no difference, in this respect, whether the effect is produced by
chemical agency or combination; or by the application of dis-
coveries or principles in natural philosophy known or unknown
before his invention ; or by machinery acting altogether upon
mechanical principles. In either case he must describe the
manner and process as above mentioned, and the end it accom-
plishes. And any one may lawfully accomplish the same end
without infringing the patent, if he uses means substantially
different from those described.

Indeed, if the eighth claim of the patentee can be maintained,
there was no necessity for any specification, further than to say
that he had discovered that, by using the motive power of elec-
tro-magnetism, he could print intelligible characters at any dis-
tance. 'We presume it will be admitted on all hands, that no
patent could have issued on such.a specification. Yet this
claim can derive no aid from the specification filed. It is out-
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side of it, and the patentee claims beyond it. And if it stands,
it must stand simply on the ground that the broad terms above-
mentioned were a sufficient description, and entitled him to a
patent in terms equally broad. In our judgment the act of Con-
gress cannot be so construed.

The patent then being illegal and void, so far as respects the
eighth claim, the question arises whether the whole patent is void,
mﬁess this portion of it is disclaimed in a rmonagle time, after
the patent issued.

It bas been urged, on the part of the complainants, that there
is no necessity for a disclaimer in a case of this kind. That it
is required in those cases only in which the party commits an
error in fact, in claiming something which was known before,
and of which he was not the first discoverer; that in this case
he was the first to discover that the motive power of electro-
magnetism might be used to write at a distance ; and that his
error, if any, was a mistake in law, in supposing his invention,
as described in his specification, authorized this broad claim of
exclusive privilege; and that the claim therefore may be regard-
ed as a nullity, and allowed to stand in the patent without a
disclaimer, and without affecting the validity of the patent.

This distinction can hardly be maintain The act of Con-
gress above recited, requires that the invention shall be so de-
scribed, that a person skilled in the science to which it afeperta.ins,
or with which it is most nearly connected, shall be able to con-
struct the improvement from the description given by the in-
ventor.

Now, in this case, there is no description but one, of a process
by which signs or letters may be printed at a distance. And
yet he claims the exclusive right to any other mode and any
other process, although not described by him, by which the end
can be accomplished, if electro-magnetism is used as the motive
power. That is to say — he claims a patent, for an effect pro-
duced by the use of electro-magnetism Xi:tinct from the process
or machinery necessary to produce it. The words of the acts
of Congress above quoted show that no patent can lawfully
issue upon such a claim. For he claims what he has not de-
scribed in the manner required by law. And a patent for such
a claim is as strongly forbidden by the act of g:nyesa, as if
some other person had iuvented it before him.

‘Why, therefore, should he be required and permitted to dis-
claim in the one case and not in the other? The evil is the
same if he claims more than he has invented, although no other
person has invented it before him. He prevents others from at~
tempting to improve upon the manner and process which he
bas described in his specification — and may deter the public
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from using it, even if discovered. He can lawfully claim only
what he has invented and described, and if he claims more his
patent is void. And the judgment in this case must be against
the patentee, unless he is within the act of Congress which gives
the right to disclaim.

The law which requires and permits him to disclaim, is not
penal but remedial. It is intended for the protection of the pa-
tentee as well as the public, and ought not, therefore, to receive
a construction that would restrict its operation within narrower
limits than its words fairly import. It provides % that when any
patentee shall have in his specification claimed to be the first
and original inventor or discoverer of any material or substan-
tial part of the thing patented, of which he was not the first
and original inventor, and shall have no legal or just claim to
the same,” — he must disclaim in order to protect so much of
the ciaim as is legally patented.

‘Whether, therefore, the patent is illegal in part because he
claims more than he has sufficiently described, or more than he
invented, he must in either case disclaim, in order to save the
portion to which he is entitled ; and be is allowed to do so when
the error was committed by mistake.

A different construction would be unjust to the public, as well
as to the patentee, and defeat the manifest object of the law,
and produce the very evil against which it intended to guard.

It appears that no disclaimer has yet been entered at the patent
office. But the delay in entering it is not unreasonable. For
the objectionable claim was sanctioned by the head of the office;
it has been held to be valid by a circuit court, and differences
of opinion in relation to it are found to exist among the justices
of this court. Under such circumstances the patentee had a
right to insist upon it, and not disclaim it until the highest court
to which it counld be carried had pronounced its judgment. The
omission to disclaim, therefore, does not render the patent alto-

ther void ; and he is entitled to proceed in this suit, for an
infringement of that part of his invention which is legally
claimed and described. But as no disclaimer was entered in the
patent office before this suit was instituted, he cannot, under the
act of Con , be allowed costs against the wrongdoer, al-
though the infringement should be proved. And we think it is
proved by the testimony. But as the question of infringement
embraces both of the reissued patents, it is proper, before we
proceed to that part of the case, to notice the objections made
to the second patent for the local circunits, which was originally
obtained-in 1846 and reissued in 1848,

1t is certainly no objection to this patent, that the improve.
ment is embraced by the eighth claim in the former one. We

VOL. XV. 1
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have already said that this claim is void, and that the former
patent covers nothing but the first seven inventions specifically
mentioned.

Nor can its validity be impeached upon the ground that it is
an improvement upon a former invention, for which the patentee
had himself already obtained a patent. It is true that under the
act of 1836, s. 13, it was in the power of Professor Morse, if he
desired it, to annex this improvement to his former specification,
80 as to make it from that time a part of the original patent.
But there is nothing in the act that forbids him to take out a
new patent for the improvement, if he prefers it. Any other
inventor might do so: and there can be no reason in justice or
in policy, for refusing the like privilege to the original inventor.
And when there is no positive law to the contrary, he must
stand on the same footing with any other inventor of an improve-
ment upon a previous discovery. Nor is he bound in his new
patent to refer specially to his former one. All that the law re-
quires of him is that he shall not claim as new, what is covered
by a former invention, whether made by himself or any other

erson.

It is said, however, that this alleged improvement is not new,
and is embraced in his former specification; and that if some
portion of it is new, it is not so described as to distinguish the
new from the old. :

It is difficult, perhaps impossible, to discuss this part of the
case, so as to be understood by any one who has not a model
before him, or perfectly familiar with the machinery and opera-
tions of the Telegraph. We shall not, therefore, attempt to de-
scribe minutely the machinery or its mode of operation. So
far as this can be done intelligibly, without the aid of a model
to point to, it has been fully and well done in the opinion de-
livered by the learned judge who decided this case in the Cir
cuit Court. All that we think’ is useful or necessary to say is,
that, after a careful examination of the patents, we think the
objection on this ground is not tenable. The force of the ob-

" jection is mainly directed upon the receiving magnet, which it
is said is a part of the machinery of the first patent, and per-
forms the same office. But the receiving magnet is not of
itself claimed as a new invention. It is claimed as a part of
a4 new combination or arrangement to produce a new result.
And this combination does produce a new and usefal result.
For, by this new combination, and the arrangement and posi-
tion of the receiving magnet, the local and independent circuit
is opened by the electric or galvanic current, as it passes on the
main line, without interrupting it in its course ; and the intelli-
gence it conveys is recorded almost at the same moment at the
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end of the line of the Telegraph, and at the different local
offices on its way. And it bardly needs a model or a minute
examination of the machinery to be satisfied that a telegraph
which prints the intelligence it conveys at different ‘placee, y
means of the current, as it passes along on the main line, must
necessarily require a different combination and arrangement of
powers from the one that prints only at the end. The elements
which compose it may all have been used in the former inven-
tion ; but it is evident that their arrangement and combination
must be different to produce this new effect. The new patent
for the local circuits was therefore properly granted; and we
perceive no well-founded objection to the specification or claim
contained in the reissued patent of 1848,

The two reissued patents of 1848, being both valid, with the
exception of the eighth claim in the first, the only remaining ques-
tion is, whether they or either of them have been infringed by
the defendants.

The same difficulty arises in this part of the case which we
have already stated, in speaking of the specification and claims
in the patent for the local circuits. It is difficult to convey a
elear idea of the similitude or differences in the two Tele-

phs to any one not familiarly acquainted with the machinery
of both. The court must content itself, therefore, with general
terms, referring to the patents themselves for a more special de-
saription of the matters in controversy. .

It is a well-settled principle of law, that the mere change in
the form of the machinery (unless a particular form is specified
as the means by which the effect described is produced) or an
alteration in some of its unessential parts; or in the use of
known equivalent powers, not varying essentially the machine,
or its mode of operation or organization, will not make the new
machine a new invention. It may be an improvement upon
the former; but that will not justify its use without the consent
of the first patentee, '

The Columbian (O’Reilly’s) Telegraph does not profess to
uccomﬂplish a new purpose, or produce a new result. Its object
and effect is to communicate intelligence at a distance, at the
end of the main line, and at the locﬁ circuits on its way. And
this is done by means of signs or letters impressed on paper or
other material. The object and purpose of the Telegraph is the
same with that of Professor Morse.

Does he use the same means? Substantially, we think he
does, both upon the main line and in the local circuits. He
uses upon the main line the combination of two or more gal-
vanic or electric circuits, with independent batteries for the pur-
pose of obviating the diminished gmxe of the galvanic current,
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and in a manner varying very little in form from the invention
of Professor Morse. And, indeed, the same may be said of the
entire combination set forth in the patentee’s third claim. For
O’Reilly’s can hardly be said to differ substantially and essen-
tially from it. He uses the combination which composes the
register with no material change in the arrangement, or in the
elements of which it consists; and with the aid of these means
he conveys intelligence by impressing marks or signs upon
paper — these marks or signs being capable of being read and
understood by means of an alphabet or signs adapted to the
purpose. And as regards the second patent of Professor Morse
for the local circuits, the mutator of the defendant does not
vary from it in any essential particular. All of the efficient
elements of the combination are retained, or their places su
plied by well-known equivalents. Its organization is essentialfy.
the same. :

Neither is the substitution of marks and signs, differing from
those invented by Professor Morse, any defence to this action.
His patent is not for the invention of a new alphabet; but for
a combination of powers composed of tangible and intangible
elements, described in his specification, by means of which
marks or signs may be impressed upon paper at a distance,
which can there be read and understood. And if any marks or
signs or letters are impressed in that manner by means of a
process substantially the same with his invention, or with any
particular part of it covered by his patent, and those marks or
signs can be read, and thus communicate intelligence, it is an
infringement of his patent. The variation in the character of
the marks would not protect it, if the marks could be read and
understood.

We deem it unnecessary to pursue farther the comparison
between the machinery of the patents. The invasion of the
plaintiff’s rights, already stated, authorized the injunction
granted by the Circuit Court, and so much of its decree must
be affirmed. But, for the reasons hereinbefore assigned, the
complainants are not entitled to costs, and that portion of the
decree must be reversed, and a decree passed by this court,
directing each party to pay his own costs, in this and in the
Circuit Court.

Mr. Justice WAYNE, Mr. Justice NELSON, and Mr. Jus-
tice GRIER, dissent from the judgment of the court on the
question of costs.

Mr. Justice GRIER. )
I entirely concur with the majority of the court, that the ap-
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pellee and complainant below, Samuel F. B. Morse, is the true
and first inventor of the Recording Telegraph, and the first who
has successfully applied the agent or element of nature, called
electro-magnetism, to printing and recording intelligible cha-
racters at a distance; and that his patent of 1840, finally reis.
sued in 1848, and his patent for his improvements as reissued
in the same year, are good and valid; and that the appellants
have infringed the rights secured to the patentee by both his
patents. But, as I do not concur in the views of the majorit;
of the court, in regard to two great points of the case, I sh
proceed to express my own.

L Does the complainant’s first patent come within the pro.
viso of the 6th section of the act of 18397 and should the term
of fourteen years granted by it commence from the date of his
patent here, or from the date of his French patent in 1838 %

If the complainant’s patent is within the provisions of this
eection, I cannot see how we can escape from declaring it void.
The proviso declares that, “in all cases, every such patent (is»
sued under the provisions of that section) shall be limited to
the term of fourteen years from the date or publication of such
foreign letters-patent.” It is true it does not say that the pa-
tent shall be void if not limited to such term on its face; but
it gives no Eower to the officer to issue a patent for a greater
term. If the patent does not show the true commencement of
the term granted by it, the patentee bas it in his power to de-
ceive the public, by claiming a term of fourteen years, while in
reality it may be not more than one.

But Iam of opinion that the patent in question does not
come within this proviso.

The facts of the case, as connected with this point, are these :
On the 6th of October, 1837, Morse filed in tK: office of the
commissioner of patents, a caveat accompanied by a specifica-
tion, setting forth his invention, and praying that it may be pro-
tected, till he could finish some experiments necessary to per-
fect its details. On the 9th of April, 1838, he filed a formal appli-
cation for a patent, accompanied by a specification and drawings.
On the first of May, 1838, the commissioner informs him, that
his application has been granted. Morse answers on the 15th
of May, that he is just about to sail to Europe, and asks the
commissioner to delay the issne of his patent for the present,
fearing its effect upon his plans abroad.

On the 30th of October, 1838, he obtained his useless French
patent. On his return to this country in 1840, he requests his
-patent to be ected and issued. In this application, filed
on the 9th of April, 1838, there was an oversiggt in filling up
the day and month. This clerical omission was wholly imma-

11*
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terial, but ex majori cautela a second affidavit was filed, and the
patent issued on the 20th of June, 1840, for the term of fourteen
years from its date. .

The application of 1838 had a set of drawings annexed to
the specification. The second set of drawings, required by the .
6th section of the act of 1837, being for the purpose of annexa-
tion to the patent, they were entirely unnecessary till the patent
issued, anf.r are not required by law to accompany the applica-
tion when first made, and the want of them cannot affect the
validity of the application.

In many instances, owing to various causes, the patent is not
issued till many months, and sometimes a year or more after the
application. he commissioner requires time to examine the
specification ; he may suggest difficulties and amendments; and
disputes often arise, which delay the issuing of the patent. But
the application does not require to be renewed, and is never
considered abandoned in consequence of such delay. It still re-
mains as of the date of its filing for every purpose beneficial to
the applicant. The law does not require that the specification and
its accompaniments should be in the precise form which they
afterwards assume in the patent. It requires only thai the ap-
plication be “in writing,” and that the applicant should “ make
oath that he‘is the original inventor,” &c. The other require-
ments of the act must precede the issuing of the patent, but
make no part of the application, and are not conditions prece~
dent to its validity.

In the present case, we have, therefore, a regular application
in due form, accompanied by a specification and drawings, filed
on the 9th of April, 1838. ¥t has not been withdrawn, discon-
tinued, or abandoned. There is nothing in the act of Congress
which requires that the patent should be issued within any
given time after the application is filed, or which forbids the
postponement of it for a time, at the suggestion either of the
apﬁlicant or the officer. Nor is there any thing in the general

icy of the patent laws which forbids it. On the contrary, it

as always been the practice, when a foreign patent is desired,

to delay the issuing of the patent here, after application filed,

for fear of injuring such foreign application. It z)rma no part

of the policy of any of our patent acts to prevent our citizens
from obtaining patents abroad.

By the Patent Act of 1793, the applicant must swear « that
his invention, was not known or used before the application.”
The filing of the application was the time fixed for tfetermini
the applicant’s right to a patent. If a patent had issued abroad,
or the invention had been in use or described in some public
work, before that time, it was a good defence to it. The time
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of filing the application was, therefore, made by law the crite-
rion of his right to claim as first inventor. A foreign patent
subsequent to the date of his application, could not be set up as
a defence against the domestic patentee. The American inventor
who had ﬁf:i his application and specification at home, was
thus enabled to obtain his patent abroad, without endangering
his patent at home. This was a valuable privilege to American
citizens, and one of which he has never been deprived by sub-
sequent legislation. And thus the law stood till the act of 4th
July, 1836.

lgefore this time the right to obtain a patent was confined to
American citizens, or those who had filed their intentions to be-
come such. The policy of this act was to encourage foreign in-
ventors to introduce their inventions to this country, but in do-
ing so it evinces no intention of limiting our own citizens :X
taking away from them rights which they had hitherto enjoyed.

Accordingly it gave an inventor, who had obtained a patent
abroad, and who was generally a foreigner, a right to have one
here, provided he made his application here within six months
after the date of his foreign patent. Neither the letter nor the
spirit of this act interferes with the right of an inventor who
has filed his application here, from obtaining a patent abroad,
or his right to a term of fourteen years, from the date of his
patent.

In 1838, therefore, when complainant filed his application, he
was entitled to such a patent. But in March, 1839, an act was
passed, by the 6th section of which it is alleged the complain-
ant’s rights have been affected. That section is as follows:

“ That no person shall be debarred from receiving a patent
for any invention, &c., as provided in the act of 4th July, 1836,
to which this is additional, by reason of the same having been
patented in a foreign country, more than six months prior to his
application. Provided, that the same shall not have been intro-
duced into public and common use in the United States prior
to the application for such patent. And provided, also, that in
all cases, every such patent shall be limited to the term of four-
teen years from the date of publication of such foreign letters-
patent.”

Now the act of 1836, as we have shown, had given a privilege
to foreign patentees to have a patent within six months after
date of such foreign patent. It had not affected, in any manner,
the right previously enjoyed by American citizens, to take out a
foreign patent after filing their applications here. This section
gives additional rights to those who had first taken out patents
abroad, and holding out an additional encouragement to foreign
inventors to introduce their inventions here, subject to certain
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conditions contained in the proviso. Neither the letter, spirit,
nor policy of this act, have any reference to, or bearing upon,
the case of persons who had just made their applications here.
To construe a proviso, as applicable to a class of cases not
within its enacting clause, would violate all settled rules of
construction. The office of a proviso, is either to except some-
thing from the enacting clause, or to exclude some possible
ground of misinterpretation, or to state a condition to which the
privilege granted by the section shall be subjected. ,

Here the proviso is inserted, to restrain the general words of

the section and impose a condition on those who accept the

rivileges granted by the section. It enlarged the privileges of
oreign patentees, which had before been confined to six months,
on two conditions. 1st. Provided the invention patented abroad
had not been introduced into public use here; and 2d, on con.
dition that every such patent should be limited in its terms.
The general words, ¢ in all cases,” especially when restrained to
every such patent, cannot extend the conditions of the proviso
beyond such cases as are the subject-matter of legislation in
the section. The policy and spirit of the act are to grant privi.
leges to a certain class of persons which they did not enjoy
before; to encourage the introduction of foreign inventions and
discoveries, and not to deprive our own citizens of a right here.
tofore enjoyed, or to affect an entirely different class of cases,
when the applications had been filed here before a patent
obtained abroad.

It is supposed, that certain evils might arise by allowing an
applicant for a patent here to delay its issue till he can obtain
a foreign patent. To which, it is a sufficient answer to say,
that if such evil consequences should be found to exist, it is for
Congress to remedy them by legislation.

It is no part of the duty of this court, by a forced construc.
tion of existing statutes, to attempt the remedy of possible
evils by anticipation.

I am, therefore, of opinion that the complainant’s patent, as
rencwed, contained a valid grant of the full term of fourteen
years from its original date.

IL The other point, in which I cannot concur with the opinion
of the majority, arises in the constraction of the eighth claim
of complainant’s first patent, as finally amended. The first
claim, as explanatory of all that follow, should be read in
connection with the eighth. They are as follows :

% 1st. Having thus fully described my invention, I wish it to
be understood, that I do not claim the use of the galvanic cur-
rent or currents of electricity, for the purpose of telegraphic
communications generally; but what I specially claim as my
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invention and improvement, is making use of the motive power
of magnetism, when developed by the action of such current
or currents substantially as set forth in the foregoing description
of the first principal part of my invention, as means of operating
or giving motion to machinery which may be used to imprint sig-
nals upon paper or other suitable material, or to produce soun
in any desired manner for the purpose of telegraphic communica-
tion at any distances. The only ways in which-the galvanic
current had been proposed to be used prior to my invention and
improvement, were by bubbles resulting from decomposition,
and the action or exercise of electrical power upon & magnetized
bar or needle ; and the bubbles and the deflections of the needles
thus produced, were the subjects of inspection, and had no
power or were not applied to record the communication. I
therefore characterize my invention as the first recording or
printing telegraph by means of electro-magnetism.

“ There are various known modes of producing motions by
electro-magnetism, but none of these had been applied prior to
my invention and improvement to actuate or give motion to
printing or recording machinery, which is the chief point of my
Invention and improvement.”

¢ 8th. I do not propose to limit myself to the specific machinery
or parts of machinery described in the foregoing specification
and claims, the essence of my invention being the use of the
motive power of the electric or galvanic current, which I call
electro-magnetism, however developed, for marking or printing
intelligible characters, signs, or letters, at any distances, being a
new application of that power, of which I claim to be the first
inventor or discoverer.”

The objection to this claim is, that it is too broad, because
the inventor does not confine himself to specific machinery or
parts of machinery, as described in his patent, but claims that
the essence of his invention consists in ‘the application of
electro-magnetism as a motive power, however developed, for

rinting characters at a distance. This being a new applica-
tion of that element or power, of which the patentee claims to
be the first inventor or discoverer. )

In order to test the value of this objection, as applied to the

resent case, and escape any confusion of ideas too often aris-
ing from the use of ill-defined terms and propositions, let us
examine, 1st. What may be patented; or what forms a proper
subject of protection, under the Constitution and acts of Con-
gress, relative to this subject.

2d. What is the nature of the invention now under con-
sideration? Is it a mere machine, and sabject.to the rules
which affect a combination of mechanical devices to effect a
particular purpose.



130 SUPREME COURT.

O’Reilly et al. v. Morse et al,

3d. Is the claim true, in fact? And if true, how can it be
too broad, in any legal sense of the term, as heretofore used,
either in the acts of Congress, or in judicial decisions ?

4th. Assuming the hypothesis that it is too broad, how should
that affect the jodgment for costs in this case?

1st. The Constitution of the United States declares that
% Congress shall have the power to promote the progress of
science and useful arts, by securing for limited times, to authors
and inventors, the exclusive right to their respective writings
and discoveries.” :

The act of Congress of 1836, confers this exclusive right for
& limited time, on “any person who has discovered or invented
any new and useful art, machine, manulacture, or composition
of matter, or any new and useful improvements on any art,
machine, manufacture, or composition of matter, not known or
used by others, before his or their discovery or invention thereof,
and not, at the time of his application for a patent, in public
use,” &ec.

A new and useful art or a new and useful improvement on
any known art is as much entitled to the protection of the law
as a machine or manufacture. The English patent acts are
confined to “ manufactures ” in terms; but the courts have con-
strued them to cover and protect arts as well as machines; yet
without using the term art. Here we are not required to make
any latitudinous counstruction of our statute for the sake of
equity or policy; and surely we have no right, even if we had
the disposition, to curtail or narrow its liberal policy by astute
or fancifal construction.

It is not easy to give a precise definition of what is meant by
the term ¢ art,” as used in the acts of Congress — some, if not
all, the traits which distinguish an art from the other legitimate
subjects of a patent, are stated with clearness and accuracy by
Mr. Curtis, in his Treatise on Patents. “ The term art, applies,”
says he, “ to all those cases where the application of a principle
is the most important part of the invention, and where the ma-
chinery, apparatus, or other means, by which the principle ia
applied, are incidental only and not of the essence of his inven-
tion. It applies also to all those cases where the result, effect,
or manufactured article is old, but the invention consists in a
new process or method of producing such result, effect, or manu-
facture.” Curt. on Pat. 80.

A machine, though it may be composed of many parts, instru-
ments, or devices combined together, still conveys the idea of
unity. It may be said to be invented, but the term “ discovery ”
could not well be predicated of it. An art may employ many
different machines, devices, processes, and manipulations, to
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produce some useful result. In a previously known art a man
may discover some new process, or new application of a known
principle, element, or power of nature, to the advancement of
the art, and will be entitled to a patent for the same, as “an im-
provement in the art,” or he mal{ invent a machine to perform
a given function, and then he will be entitled to a patent only
for his machine.

That improvements in the arts, which consist in the new ap-
plication of some known element, power, or pbysical law, and
not in any particular machine or combination of machinery,
have been frequently the subject of patents both in England
and in this country, the cases in our books most amply demon-
strate. I have not time to examine them at length ; but would
refer to James Watt’s patent for a method of saving fuel in
steam-engines by condensing the steam in separate vessels, and
- applying non-conducting substances to his steam-%i&ves ; Cle% 8
patent for measuring’gas in water; Juhr v. Pratt, Webster's Pat.

Cas. 103 ; and the celebrated case of Neilson’s patent for the
application of hot blast, being an important improveinent in the
art of smelting iron.

In England, where their statute does not protect an art in di-
rect terms, they have made no clear distinction between an art
or an improvement in an art, and a process, machine, or manu-
facture. They were hampered and confined by the narrowness
of the phraseology of their patent acts. In this country, the
statute is as broag as language can make it. And yet, if we
look at the titles of patents, as given at the patent office, and
the langunage of our courts, we might suppose that our statute
was confined entirely to machines. Notwithstanding, in Kneiss
v. The Bank, (4 Washington C. C. Rep. 19,) Mr. Justice Wash-
ington supported a patent which consisted in nothing'else but
a new application of copperplates to both sides of a bank-bill
as a security against counterfeiting. The new application was
held to be an art, and, therefore, patentable. 8o the patent in

. McClurg v. Kingsland (1 Howﬂrs, 204) was in fact for an im-
provement in the art of casting chilled rollers by conveying the
metal to the mould in a direction approaching to the tangent of
the cylinder; yet the patentee was protected in the principle of
his discovery, (which was but the application of a known law of
nature to a new purpose,) against all forms of machinery em-
bodying the same principle.

he great art of printing, which has changed the face of hu-
man society and civilization, consisted in nothing but a new
application of principles known to the world for thousands of.
years. No one could say it consisted in the type or the press,
or in any other machine or device used in performing some par-
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ticular function, more than in the hands which picked the types
or worked the press. Yet if the inventor of printing bad, under
this narrow construction of our patent law, claimed his art as
something distinct from his machinery, the doctrine now ad-
vanced, would have declared it unpatentable to its full extent
as an art,and that the inventor could be protected in nothing but
his first rough types and ill-contrived press. ’

I do not intend to review the English cases which adopt the
principle for which I now contend, notwithstanding their nar-
row statute; but would refer to the opinion of my brother
Nelson, in 14 Howard, 177; and will add, that Mr. Justice
McLean, in delivering the opinion of the court in that case,
quotes with approbation the ?anguage of Lord Justice Clerke,
in the Neilson case, which is precisely applicable to the question
before us. He says: « The specification does not claim any
thing as to form, nature, shape, materials, numbers, or mathe-
matical character of the ve or vessels in which the air is to
be heated, or as to the mode of heating such vessels.” Yet this
patent was sustained as for a new application of a known ele-
ment; or, to use correct language, as an improvement in the art
of smelting iron, without any regard to the machinery or parts
of machinery used in the application. Such I believe to be the
established doctrine of the English courts.

He who first discovers that an element or law of nature can
be made operative for the production of some valuable result,
some new art, or the improvement of some known art; who
has devised the machinery or process to make it operative, and
introduced it in a practical form to the knowledge of mankind,
is a discoverer and inventor of the highest class. The disco-
very of a new application of a known element or agent may
require more labor, expense, persevering industry, and logenuity
than the inventor of any machine. gometimes, it is true, 1t
may be the result of a happy thought or conception, without the
labor of an experiment, as in the case of the improvement in the
art of casting chilled rollers, already alluded to. In many cases,
it is the result of numerous experiments ; not the consequence of
any reasoning a priori, but wholly empirical ; as the discovery
that a certain degree of heat, when applied to the usual pro-
cesses for curing India rubber, ptoducedp a substance with new
and valuable qualities.

The mere discovery of a new element, or law, or principle of
nature, without any valuable application of it to the arts, is not
the subject of a patent. But he who takes this new element
or power, as yet useless, from the laboratory of the philosopher,
and makes it the servant of man; who applies it to the perfect-
ing of a new and useful art, or to the improvement of one already
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known, is the benefactor to whom the patent law tenders its
protection. The devices and machines used in the exercise of it
may or may not be new; yet, by the doctrine against which I
contend, he cannot patent them, because they were known and
used before. Or, if he can, it is only in their new application
and combination in perfecting the new art. In other words, he
may patent the new application of the mechanical devices, but
not the new application of the operative element which is the
essential agent in the invention. He may patent his combina-
tion of the machinery, but not his art.

When a new and hitherto unknown product or result, bene-
ficial to mankind, is effected by a new application of any ele-
ment of nature, and by means of machines and devices, whe-
ther new or old, it cannot be denied that such invention or
discovery is entitled to the denomination of a “new and useful
art.” ’I;{:e statute gives the inventor of an art a monopoly in
the exercise of it as fully as it does to the inventor of a mere ma-
chine. Aund any person who exercises such new art without the
license of the inventor is an infringer of his patent, and of the
franchise granted to him by the law as a reward for his labor
and ingenuity in perfecting it. A construction of the law which
protects such an inventor, in nothing but the new invented ma-
chines or parts of machinery used in the exercise of his art,
and refuses it to the exercise of the art itself, annuls the patent
law. If the law gives a franchise or monopoly to the inventor
of an art as fully as to the inventor of a machine, why shall its
protection not be coextensive with the invention in one case as
well as in the other? To look at an art as nothing but a com-
bination of machinery, and give it protection only as such,
against the use of the same or similar devices or mechanical
equivalents, is to refuse it protection as an art. It ignores the
distinction between an art and a machine ; it overlooks the clear
letter and spirit of the statute ; and leads to inextricable difficul-
ties. It is viewing a statue or a monument through a microscope.

The reason given for thus confining the franchise of the in-
ventor of an art to his machines and parts of machinery is, that
it would retard the progress of improvement, if those who can
devise better machines or devices, Xiﬂ'ering in mechanical prin-
ciple from those of the first inventor of the art, or, in other
words, who can devise an improvement in it, should not be al-
lowed to pirate it.

To say that a patentee, who claims the art of writing at a
distance by means of electro-magnetism, necessarily claims all
future improvements in the art, is to misconstrue it, or draws a
consequence from it not fairly to be inferred from its languna
An improvement in a known art is as much the subject of a

VOL. XV. 12
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patent as the art itself; so, also, is an improvement on a known
machine. Yet, if the original machine be patented, the patentee
of an improvement will not have a right to use the original. This
doctrine has not been found to retard the progress of invention
in the case of machines; and I can see no reason why a con-
trary one should be applied to an art.

The claim of the patentee is, that he may be protected in the
exercise of his art as against persons who may improve or
change some of the processes or machines necessary in its exer-
cise. The court, by deciding that this claim is too broad, vir-
tually decides that such an inventor of an improvement may
pirate the art he improves, because it is contrary to public
policy to restrain the progress of invention. Or, in other words,
it may be said that it is the policy of the courts to refuse that

rotection to an art which it affords to a machine, which it
18 the policy of the Constitution and the laws to grant.

2d. Let us now consider what is the nature of the invention
now under consideration.

It is not a composition of matter, or a manufacture, or a ma.
chine. It is the application of a known element or power of
nature, to a new amf useful purpose by means of various
cesses, instruments and devices, and if patentable at all, it must
come within the category of “a new and useful art.” It is as
much entitled to this denomination as the original art of print-
ing itself. The name given to it in the patent is generally the
act of the commissioner, and in this, as in many other cases, a
wrong one. The true nature of the invention must be sought
in the specification.

The word telegraph is derived from the Greek, and signifies
“to write afar off or at a distance.” It has heretofore been a
plied to various contrivances or devices, to communicate intelE:
gence by means of signals or semaphores, which speak to the eye

ora moment. Butin its primary and literal signification of writ-
ing, printing, or recording at a distance, it never was invented, per-
fected, or put into practical operation till it was done by Morse.
He preceded Steinheil, Cook, Wheatstone, and Davy in the sac-
cessful application of this mysterions power or element of elec-
tro-magnetism to this purpose; and his invention has entirely
superseded their inefficient contrivances. 1t is not only “a new
and useful art,” if that term means any thing, but a most won-
derful and astonishing invention, requiring tenfold more inge<
nuity and patient experiment to perfect it, than the art of print-
ing with types and press, as originally invented.

3d. Is it not true, as set forth in this eighth claim of the speci-
fication, that the patentee was the first inventor or discoverer of -
the use or application of electro-magnetism to print and record
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intelligible characters or letters ? It is the very ground on Which
the court agree in confirming his patent. Now the patent law
requires an inventor, as a condition precedent to obtaining a
patent, to deliver a written description of his invention or dis-
covery, and to particularly specify what he claims to be his own
invention or discovery. he has truly stated the principle, na-
ture and extent of his art or invention, how can the court say it
is too broad, and impugn the validity of his patent for doit:?
what the law requires as a condition for obtaining it? And i
it is only in case of a machine that the law requires the in-
ventor to specify what he claims as his own invention and dis-
covery, and to distinguish what is new from what is old, then
this eighth claim is superfluous and cannot affect the validity
of his patent, provided his art is new and useful, and the ma-
chines and devices claimed separately, are of his own invention.
If it be in the use of the words “ however developed ” that the
claim is to be adjudged too broad, then it follows that a person
using any other process for the purpose of developing the agent
or element of electro-magnetism, than the common one now in
use%:&nd described in the patent, may pirate the whole art pa-
tented.

But if it be adjudged that the claim is too broad, because the
inventor claims the application of this element to his new art,
then his patent is to be invalidated for claiming his whole in-
vention, and nothing more. If the result of this application be
a new and useful art,and if the essence of his invention consists
in compelling this hitherto useless element to record letters and
words, at any distance and in many places at the same mo-
ment, how can it be said that the claim is for a principle or an
abstraction? What is meant by a claim being to broad ? The
patent law and judicial decisions may be searched in vain for
a provision or decision that a patent may be impugned for
claiminF no more than the patentee invented or discovered.
It is only when he claims something before known and used,
something as new which is not new, either by mistake or in-
tentionally, that his patent is affected.

The act of Congress requires the applicant for a patent to
swear that ¢ he is the original and first inventor of the art, ma-
chine, &c.” It requires the commissioner to make an examina-
tion of the alleged invention, “ and if it shall appear that the
same has not been invented prior to the alleged invention, he
shall grant a patent, &c. But if it shall appear that the appli-
cant is not the original and first inventor or discoverer thereof,
or that any part o? that which is claimed as new, had before
been invented,” then the applicant to have leave to withdraw
bis application.
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The 13th section treats of defective specifications and their
remedy where the applicant, through mistake or inadvertency,
had claimed “ more than he had a right to claim as new.”

The 15th section, in enumerating the defences which a defend-
ant may be allowed to make to a patent, states that inter alia .
he may show, ¢ that the patentee was not the original and first
inventor or discoverer of the thing patented, or of a substantial
and material part thereof claimed as new.” And the proviso
to the same section allows the court to refuse costs, “ when the

laintiff shall fail to sustain his action on the ground that, in
gis specification or claim, is embraced more than that of which
he was the first inventor.”

The 7th section of the act of March 3, 1837, specially defines
the meaning of the phrase “too broad,” to be ¢ when the patent
claims more than that of which the patentee was the original
and first inventor.” And the 9th section of the same act,
again providing for cases, where by accident or mistake, the

atentee claims more than he is justly entitled to, describes it to
ge % where the patentee shall have in his specification claimed
to be the original inventor or discoverer of any material or sub-
stantial part, of which he is not the first and original inventor,
and shall have no legal and just right to the same.”

Thus we see that it is only where, through inadvertence or
mistake, the patentee has claimed something of which he was
not the first inventor, that the court are directed to’ refuse costs.

The books of reports may be searched in vain for a case
where a patent has been declared void, for being too broad, in
any other sense.

Assuming it to be true, then, for the purpose of the argument,
that the new application of the power of electro-magnetism to
the art of telegraphing or printing characters at a distance, is
not the subject of a patent, because it is patenting a principle ;
yet as it is also true, that Morse was the first who made this
application successfully, as set forth in this eighth claim, I am
unable to comprehend how, in the words of the statute, we can
adjudge ¢ that he has failed to sustain his action, on the ground
that his specification or claim embraces more than that of
which he was the first inventor.” It is for this alone that the
statute authorizes us to refuse costs.

4th. Assuming this eighth claim to be too broad, it may well
be said, that the patentee has not unreasonably delayed a dis-
claimer, when we consider that it is not till this moment he
had reason to believe it was too broad. But the bill claims,
and it is sustained by proof, that the defendant has infringed
the complainant’s second patent for his improvement.

The court sustains the validity of this patent. Why, then,
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is the complainant not entitled to his costs? Atlaw, a recovery
on one good count is sufficient to entitle the plaintiff to recover
costs; and I can see no Jm.nicular equity which the defendants
can claim, who are adjudged to have pirated two inventions at
once.

I am of opinion, therefore, that the decree of the Circuit
Court should be affirned, with costs.

Order.

This cause came on to be heard on the transcript of the
record, from the Circuit Court of the United States for the Dis-
trict of Kentucky, and was argued by counsel. On considera-
tion, whereof, it is now here ordered, adjudged, and decreed, by
this court, that the decree of the said Circuit Court, in this
cause, be, and the same is hereby, affirmed, except so much
thereof as decrees that the complainants shall recover their
costs, in the prosecution of this suit, of and from the defend-
ants, and that that part of the said decree giving costs to the
complainants, be, and the same is hereby, reversed, and annulled.

And it is further ordered, and decreeg, by this court, that the
parties, respectively, pay their own costs in this court, and in
the said Circuit Court.

Francis O.J. Smirn, Pratntier, v. Heman B. Evny, Henry
O’Renry, Roserr W. McCov, Tromas Moopig, MicrARL
B. Batenax, LincoLn Goopare, Wray Tromas, ALBERT B.
BurrLes aND Roserr Nein.

The preceding case of O'Reilly and Morse having settled the principles involved in
the eonmver? between them, this court docliuegl to hear an?riummt upon tech-
nical points of pleading in a branch of the case coming from another State.

The oase is remanded to the Circuit Court.

THis cause came up from the Circuit Court of the United
States for the District of Ohio, upon a certificate of division in
opinion between the judges thereof.

An action was brought by Smith, as the assignee of Morse
and Vail, against Ely, O’Reilly, and others, for an infringement
of Morse’s patent rights to the telegraph, which are particularly
set forth in the report of the case,

- The first count of the declaration was upon the patent of
1840, ounender;i and reissued in 1846. :
1
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The second count was upon the patent for improvements in
transmitting and recording intelligence, by the use of the motive
power of e ectncgzé Both of these patents were surrendered,
and reissued in 1848,

The defendants filed eighteen pleas. On the 2d, 3d, 4th, 5th,
and 10th, the plaintiff took issue. He demurred to the remain-
ing pleas, and upon some of these demurrers the court were
divided.

All that need to be stated in explanation of the case, will be
to state the difference of opinion, and refer to the pleas.

And afterwards, to wit, on the twenty-third day of October,
being in the year and at the time of said court last mentioned,
% this cause came on to be heard at the present term upon the
demurrers filed by the plaintiff to the sixth, seventh, eighth,
ninth, eleventh, twelfth, thirteenth, fourteenth, fifteenth, six-
teenth, seventeenth, and eighteenth special pleas of the defend-
ants. And thereupon, the arguments of counsel being heard,
and due deliberation being had, the opinion of the judges of
said court were divided as to the following questions, to wit:

L Upon the demurrer to the sixth and seventh l&)leas, respect-
ively, whether the said letters-patent to the said Morse are void,
for the reason that the same do not on their face respectively
express that they are to run for fourteen years from the date of
the fafent issued to said Morse in the kingdom of France.

IL Whether, upon the demurrer to the eighth, ninth, and
eighteenth pleas, said letters-iatent to said Morse assume, as to
the matter alleged in said eighteenth plea, to patent a principle,
or a thing which is not an art, machine, manufacture, or com-
position of matter, or any improvement on any art, machine,
manufacture, or composition o}n matter; and if so, whether, and
to what extent, said letters-patent, or any part thereof, are void
in consequence thereof; and also whether said pleas are bad,
respectively, for the reason that they assume to answer certain
material and substantial parts of the plaintiff’s claim, without
averring that there are no other material and substantial parts
embraced in his claim, which can be distingunished from the
other parts averred to be 8o claimed without right, and on which
he would be entitled to recover.

IIL Whether, upon the demurrers to the fourteenth and fif-
teenth pleas, said patent, issued April 11th, 1846, and reissued
June 13, 1848, is void ; and if so, to what extent; for the reason
that it embraces as a material and substantial part thereof, a
material and substantial part of a former patent issned to said

IV. Whether, upon the demurrers to the eighth, ninth, four-
teenth, and fifteenth pleas, said letters-patent issaed to said
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Morse are void, for the reason, as averred in said pleas, that he

was not the original and first inventor of the several matters

in said pleas respectively set forth; but the same had been,
rior to said invention by said Morse, known and used in a
oreign country. )

The substance of these pleas was as follows: .

6th. This plea alleges, that on the 18th of August, 1838,
Morse took out a patent in France for the same invention pa-
tented to him in his letters of June 20, 1840; but that the latter
were made to run fourteen years from date, instead of fourteen
years from the date of the French letters.

7th. This plea states the same as the sixth, and that Morse’s
French patent was issued more than six months next before he
filed his specification and drawings, annexed to the letters-patent
of June 20, 1840.

Upon the demurrers to these two pleas the court were divided,
as mentioned in the first question of division.

8th. This plea sets out with the patents of 1840, as reissued,
and then alleges that « the use of the motive power of the elec-
tric or galvanic current, however developed, for marking or
printing intetllh;fible characters, signs, or letters, at any distances,”
1s a substantial and material part of the thing patented; and it
states that Morse was not the original and first inventor or dis-
coverer of the thing patented, but that the same was known
before to one Dr. Steinheil, of Munich, and used on = line from
Munich to Bogenhausen.

The principles claimed and patented in the letters of 1840,
referred to in the 8th and 9th pleas, are as follows, to wit:

* What I specially claim as my invention and improvement
is, making use of the motive power of magnetism, when deve-
loped by the action of such current or currents substantially as
set forth in the foregoing description of the first principal part
of my invention, as means of operating, or giving motion to,
machinery which may be used to imprint signals upon paper,
or other suitable materials, or to produce sounds in any desired
manner for the purpose of telegraphic communication of any
distances.”

Eighth. 1 do not propose to limit myself to the specific ma-
chinery, or Jxarts of machinery, described in the foregoing speci-
fication and claims, the essence of my invention being the use of
the motive power of the electric or galvanic current, which I call
electro-magnetism, however developed, for marking or printing
intelligible characters, signs, or letters, at any distances — being
a new application of that power, of which I claim to be the
first inventor or discoverer.”

9th. In this plea the defendants ellege that the mode and
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process of propelling and connecting currents of electricity, or
galvanism, through two-or more metallic conductors, is a sub-
stantial and material part of the thing patented in the letters of
1840; and they aver that Morse was not the original and first
inventor or discoverer thereof, but the same was known to one
Edward Davy, in England.”
~ 18th. In this plea the defendants allege that ¢ the use of mo-
tive power of the electro-galvanic current, however developed,
for marking and printing intelligible characters, signs, or letters,
at any distances,” is a substantial and material part of the thin
atented, and is distinctly claimed by the patentee in the speci-

geation; and he avers that the thing, so patented and claimed,
is not any art, machine, manufacture, or composition of matter,
or any improvement on them. _

The demurrers to these three pleas raise the questions secondly
certified to this court.

14th. In this plea the defendant sets out the patent of 1848,
as reissued to, and states that % the combination of a pen-lever,
pen-point or points, and roller,” mentioned in the patent, is
a substantial and material part of the thing patented ; and they
aver that it was before known, and formed a part of an electro-
malgen“e(;ic telegraph for which Morse had taken out letters-patent
in X

15th. In this plep the defendants allege that, ¢ the mode of
combining two or more circuits of electricity or galvanism,
mentioned and described in the specification annexed to the
said letters-patent as an improvement, is 2 substantial and mate-
rial part of the thing patented;” and they aver that in electro-
magnetic telegraphs, before known, modes of combining, on the
same principle described in the specification, two or more cir
cuits of electricity or galvanism, existed, and formed a
thereof, to wit, in one patented to Morse, June 20, 1840; to
Edward Davy, of London, July 4, 1838, by the Queen of Great
Britain. This plea also states that Morse, in patent of 1846,
does not specify and point out the improvement in the said
mode of combining two or more circuits made by him, so as to
distinguish the same from the said modes before known and
patented by him and by Davy. '

The third question certified to this court is raised by demurrers
to these two pleas.

The fourth question is raised by demurrers to pleas B, 9, 14,
15, above set forth,

Mr. Chief Justice TANEY delivered the opinion of the court.
. The plaintiff in error is the assignee, within a certain tract of
country, of the two patents granted to Morse for his Electro-
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Magnetic Telegraph, one in 1840, and the other in 1846, and
both reissued in 1848. And this action was brought in the
Circuit Court for the District of Ohio, for infringements of both
of these patents, within the limits assigned to the plaintiff.

The defendants did not proceed in their defence in the man-
ner authorized by the act of Congress, but pleaded the general
issue, and seventeen special pleas. Upon some of these pleas
issue was joined, and others were demurred to; and, upon the
argument of the demurrers, the judges of the court were divided
in opinion on the following questions, which they have certi-
fied for decision to this court.

« L. Upon the demurrer to the sixth and seventh pleas respect-
ively whether the said letters-patent to the said Morse are void,
for the reason that the same do not on their face respectively
express that they are to run for fourteen years from the date of
the patent issued to said Morse in the kingdom of France.

‘Whether, upon the demurrer to the eighth, ninth, and
- eighteenth pleas, said letters-patent to said Morse assume, as to
the matter alleged in said eighteenth plea, to patent a principle,
or a thing which is not an art, machine, manufacture, or com-
position of matter, or any improvement on any art, machine,
manufacture, or composition of matter; and if so, whether, and
to what extent, said letters-patent, or any part thereof, are void
in consequence thereof, and also whether said pleas are bad,
respectively, for the reason that they assume to answer certain
material and substantial parts of the plaintiff’s claim, without
averring that there are no other material and substantial parts
embraced in his claim, which can be distinguished from the
other parts averred to be so claimed without right, and on which
he would be entitled to recover. -

III. Whether, upon the demurrers to the fourteenth and fif-
teenth pleas, said patent, issued April 11th, 1846, and reissued
June lgth, 1848, is void; and if so, to what extent; for the
reason that it embraces as a material and substantial part
thereof, a material and substantial part of a former patent issned
to said Morse.

IV. Whether, upon the demurrers to the eighth, ninth, four-
teenth, and fifteenth pleas, said letters-patent issued to said
Morse are void, for the reason, as ave; in said pleas, that he
was not the original and first inventor of the several matters in
said pleas respectively set forth; but the same had been, prior
to said invention by said Morse, known and used in a foreign
country.”

The questions certified, so far as they affect the merits of the
case, have all been substantially decided in the case of Morse
and others v. O’Reilly and others, at the present term. But
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several questions are presented by the certificate upon the con-
struction of the pleas and the extent of the admissions made by
the demurrers, and the legal effect of such admissions upon the
plaintiff’s right of action.

In relation to the questions which go to the merits, as they
have been already fully heard and decided in the case above-
mentioned, they are not open for argument in this case; and it
would be a useless and fruitless consumption of time to hear an
axﬁument upon the technical questions alone. For, however the
points of special pleading might be ruled by this court, they
could have no material influence on the ultimate decision of the
case : because, if it is found that errors in'pl}eading have been
committed by either y injurious to his rights, an opportunity
ought and w}:mld cem b{: afforded him to correct them in
some subsequent p ing, so as to bring the real points in
controversy fairly before the court.

For these reasons, the motion of the counsel for the defend-
ants for leave to argue the points certified, is overruled, and the
case, remanded to the Circuit Court.

Under such circumstances, we deem it proper to remand the
case, without argument, to the Circuit Court for the District of
Ohio, where either party may amend his pleadings, and wheze
the defendants, if they can distinguish their case from that above
mentioned, will have an opportunity of being heard. '

Order.

This cause came on to be heard on the transcript of the record
from the Circuit Court of the United States for the District of
Ohio, and on the points or questions on which the ju of the
said Cirenit Court were opposed in opinion, and which were
certified to this court for its opinion, bl({ to the acts of
Congress in such case made and provi and it appearing to
this court that the said questions, so far as they affect the merits
of the case, have been substantially decided by this court at this
term, in the case of O’B.eilldy et al. v. Morse et al, it is there-
upon now here ordered and adjudged by this court, that this
cause, without argument, be, and the same is hereby, remanded
to the said Circuit Court, with directions to permit either party
to amend his pleadings, and also to allow the defendants an
opfport‘llmity to distinguish their case, if they can, from that above
referred to.
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James E. BROOME, ADMINISTRATOR DE BONIS NON OF ARTHUR
MacoN, DECEASED, PLAINTIFF IN ERROR, v. THE Unitep
STATES.

The act of Congress, on 34 March, 1799, (1 Stat. at Large, 705,) requires tho

'bi‘ond given by a co r of the customs to be approved by the,Compu'o er of the
reasury.

But the d:yte of such q:lpronl is not conclusive evidence of the commencement of the
period when the bon to run. On the contrary, it begins to be effective from
the moment when the collector and his sureties part with it in the course of trans-
mission.

Hence, where the surety upon the bond of a collector in Florida, died upon the 24th
of July, and the qppm:gloof the comptroller was not written "upon the bond until
the S1st of July, it was properly left to the jury to ascertain time when the
collector and his sureties parted with the bond to be sent to Washington ; and they
were instructed that before they could find a verdict for the surety, they must be
satisfied from the evidence that the bond remained in the hands of the collector, or
the sureties, until after the 24th of July.

Collecturs are often disbursing officers ; and they and their sureties are responsible for
the money which a collector receives from his predecessor in office ; and also for
woney transmitted to him by another collector, upon his representation and requisi-

’ ﬁont‘m it was necessary to defray the current expenses of his office, and ad-

vanced for that purpose.

Tris case was brought ap, by writ of emor, from the Circuit
Court of the United States ?or &e Northern District of Florida.
The facts are stated in the opinion of the Court.

It was submitted on a printed brief, by Mr. CRarlton, for the
plaintiff in error, and argued for the United States by Mr. Cush-
tng, (Attorney-General.)

My, Charlton, for the plaintiff in error.

1. The first point we make is, that this bond never had a legal
existence, so far as Macon was concerned. That he died before
it was approved by the Comptroller of the Treasury; and having
died before the time had arrived, when vitality was given to it
by such approval, he was not a party to the contract; and his
administrator is in no manner responsible for any default of
Crane, in the discharge of his duties.

This writing obliiatory belongs to that class of sealed instru-
ments which, though not strictly escrows, yet are delivered, sub-
ject to a condition prescribed either by the parties, or the law.

By the act of Con of 2d , 1799, (1st vol. Little &
Brown’s edition, 705,) the bond of a collector of customs must
be approved by the comptroller. If not so approved, it never
becomes an official bond ; the day of the date, we all know,
is immaterial ; and the manual delivery, even in such a case,
coupled with the condition which the law itself annexes, does
not give legal existence or vitality to the instrament. It is the
approval by the Comptroller of the Treasury which breathes
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into it its legal life. It is that which shows the aggregatio
mentium ; it is that which makes it a contract. Commonwealth
v. Kendry, 2 Barr’s Rep. 448. Suppose that the comptroller had
refused to apg;ove this instrument, would it then have had any
efficiency ? ould it have held the persons signing as sureties,
liable for any default of Crane? Certainly not; for, as to them,
there had been no contract with the government; they had
offered to contract, but the offer had been declined. Does not
this show, conclusively, that the approval of the comptroller is -
the act which, for the first time, gives any life to this paper?
But when that life was given to it, Macon was dead; the offer
he had made to become a s for Crane, had never been
accepted in his lifetime ; his death withdrew the offer, and his
administrator is not bound. Chitty on Contracts, 6th Amer.
Ed. p. 9, and note 2, p. 12, citing Pothier; that it may be re-
tracted at any time before acceptance, p. 13; and that death
retracts it, p. 14, citing Pothier. See, also, p. 15; Macher ».
Frith, 5 Wendell, 112, 113. If a contract was made at all, it
was with Macon, not with his administrator. But can a dead
man make a contract? The authorities cited, refer, it is true,
to unsealed instruments, but there is the same principle here.
If the paper was actually delivered, it was upon the condition
that it should be approved by the obligee; it was a con-
dition that the law attached to it, and there was no aggregatio
mentium until such approval ; and, in the mean time, death had
retracted the offer.

‘We think, therefore, that his honor, in the court below, com-
mitted error in ruling that the approval of the comptroller was
not the act that gave this instrument its legal vitality.

And we think, that even if we are not correct in that view,
still, that he was in error in refusing the instruction asked for
by the counsel for the defendant below ; that it was the duty
of the plaintiff below to prove that the said bond was delivered
before the death of Macon.

I will not stop to e that if this paper was signed by
Macon in the presence of witnesses, but not actunally delivered
by him, that it never bound him. I think we will all agree that
if he signed it in the nce of a thousand witnesses, who
attested it as sealed and delivered, yet, that if he purposely kept

ion of it himself, it did not bind him. It was, therefore,
the duty of the plaintiff below to prove a delivery in the lifetime
of Macon. If the fact existed, he could and ought to have
proved it, as he held the affirmative of the issne. But he did
not offer even primd facie evidence. The possession of it b
the comptroller would be evidence of its delivery; but when
Would it show a delivery in the lifetime of Macon? Would it
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not rather show that the compiroller did not receive it until the
8lst July, 1837, the day on which he approved it; the presump-
‘tions of law being that an officer of the fovemment discharges
his duty with promptitude. 7 Howard, 132.

Though there may be evidence, then, that this instrument
was delivered to bind Crane and Swain, there is none, not even
primd facie, that it was ever delivered to bind Macon. Its date
does not afford that proof, for the date of a deed is not any vital
. of it at all. It is equally good without a date, or with an

impossible dgte, and this shows that a date is no legal part of
it. If we were to hold otherwise, we would fall into the absurd-
ity of being bound by the assertion of a sealed instrument that
it had been made on the 30th of February. Whilst the law
forbids you to contradict, add to, or vary any part of a sealed
instrament by parol evidence, it allows you and requires you
every day to prove the time of delivery, even though a date be
stated, and even though the date of such delivery should directly
contradict the alleged date of the instrument, thus clearly show-
ing that it does not consider the date inserted as any part of the
instrament.

There is not a tittle of proof that any officer of the govern-
ment ever had the possession of this paper until the 31st July,
and then, for the first time, arises the presumption of its delivery;
there is no proof that any of these parties ever parted with :Ke
possession of this paper before the 3lst July, 1837, when it
reached the comptroller, possibly from the hands of an agent
of Macon, whose power to deliver would end with the death of
his tgrincipa.l; and it is worthy of remark that, even according
to the very vague and unsatisfactory testimony offered by the
United States in the court below, as to the time it would take
to transmit by mail, or messenger, from Tallahassee to Wash-
ington, that this paper could have been forwarded after the
death of Macon, and reached Washington by the 31st. The
language of the witness being about eight or ten days for trans-
mission by mail, and by individuals, seven or eight days. A
bond mag be delivered by the surety to his principal as an es-
crow. 4 ch, 221.

His honor, below, refused to give the instructions, as asked
for, and ruled that the jury must be satisfied that the bond re-
mained in the hands of Crane or the s until after the death
of Maocon, thus virtually throwing the burden of proof upon us
who held the negative, instead of requiring the p?aintiﬁ' below
to prove the act i» pais, viz. the delivery necessary to give vital-
ity to the instrument. 4 Wheaton’s 77.

2. But if this bond ever was legally delivered in the lifetime
of Macon, the question remains, did his principal, Crane, ever
VOL. XV. 18
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make such default in the discharge of the duties of his office,

88 would bind his sureties ?

The condition of the bond is, that Crane &shall continue
truly and faithfully to execute and discharge all the duties of
the said office according to law.”

‘What were the duties of his office aocording to law? The
statute of Congress of 2d March, 1799, prescribes them. 1st vol.
Little & Brown’s edition, p. 642. See, also, 2d act of same date,
708, top part of page.

Is there here any authority on the part of government to
authorize Crane to become their financial agent, and to author-
ize him to collect moneys for the government outside of his
official duties; and if not, could his sureties be bound by such
acts ?

‘Where, then, was the authority to authorize him to draw
upon, or receive money from Breedlove, the collector at New
Orleans ?

Be that as it may, by what authority or law can the United
States make the sureties responsible for the money collected by
Crane from Willis? Is it part of the official duty of a collector
of customs to collect from his predecessor the amount due by
him to government? If there be such law, let it be shown.
'His honor, in the court below, virtually concedes this point, but
then he destroys the effect of such concession, by insh’ncﬁzﬁ
the jury that, although the money might have been receiv.
outside of his official duty, yet, as the government adopted the
act and charged the amount to him, it was of course conclusive
upon him, and that his sureties could not, with any propriety,
complain, because it appeared from his accounts that, at the
time Crane received the $1,279.92 from Willis, the United
Btates were indebted to him (Crane) in a much larger amount,
and that for some time thereafter, and after debiting his accounts
with that sum, the balance was still against the United States,
and in favor of Crane, and that the defaleation of Crane, for
which his sureties were sought to be held liable, accrued long
after that period, and that it was therefore immaterial to the
sureties, &c.

‘We respectfully say that there is a mingling up, in this
caldron, of very discordant materials, and thag thg, reasoningg?:
neither logical nor conclusive. :

‘We are not going to deny that if 2 man, without any au-
thority, collects the money belonging to another, that other
may, if he pleases, confirm the act and sue the party who has
assumed to act as his agent, for the amount he has thus collected.
And we do not, therefore, dispute the reasoning of his honor
in the court below, when he held, that after the government
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adopted the act of the collection from Willis, and charged it to
Crane, that it was, of course, conclusive upon Crane. &hat we
object to is, the application of this principle, and the subsequent
reasoning as to the sureties.

The government may, by an artificial and artistical way,
make out the accounts between these parties, so as to obscure
the true issue, but that cannot préclude us. It may make what
rests it pleases in such accounts for such purposes, and it may,
by inserting in the quarter ending the 30th September, an
amount which their own evidence (that is, if there was any evi-
dence at all of that receipt of money) shows was received on
the 1st October. But the only true way of ascertaining whe-
ther the sureties are liable in this case, is to make out a general
account of all sums received by Crane in his official capacity,
and which it was his duty so to receive, and then to it him
with all ib‘l;l)aymem;ﬂ which he properly made; and if the debits
exceed the credits of such legitimate transactions, to that extent
the sureties are responsible. 'When the judge below tells us,
then, that although Crane had no right to receive this $1,279.92
from Willis, in his capacity as collector, (in other words, though
it was not an act for which his sureties were responsible,) yet,
that as the government owed him at that time, (a fact which,
by the way, is inconsistent with their proof,) and for some time
after, and as all his defalcations actually occurred
that, therefore, his sureties had no right to complain of this
charge being made in the account, and that it was immaterial
to them whether he had or had not received the sum in his offi-
cial capacity, is, we repeat, not logical reasoninf. If the sure-
ties are charged in the general account with $1,279.92, which
ought not to be ch to them, are they not so much the
losers? Does it not deduct from the credits to which they are
entitled, in the general account, running through all the time
for which they were so responsible, just so much, and produce
a corresponding effect upon the balance at the foot of the
account ? If this sum had not been charged ?uns t them, would
there not have been exactly so much more due by the govern-
ment to Crane as collector, for the payments legitimately made
by him, as collector, and to the benefit of which indebtedness
the sureties would be entitled ? '

It seems difficult to answer these questions nffgatively. ‘What
possible difference can it make, then, (even if it be so,) that
Crane, after receiving this money, was still the creditor of the
government? It is to the general result, at the close of his
term of office, that we must%gok, and that general result, after
deducting this illegal debit, must show, so far as the sureties
are concerned, exactly so much more due by the government to
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Crane, as collector, than now appears. How, then, was it im-
material to the sureties? And besides this error of law, the
judge also erred in withdrawing the questions of fact from the
jury, whether this money had ever been received by Crane, by
virtually telling them that it was an immaterial fact in the case,
and that the surety (the only person sued) was not sought to be
charged by it, thus taking away the fact itself from their scru-

tiny.

IYIe was asked, by the counsel of defendant below, to charge
that the receipt for $1,279.92, given in the 4th quarter of 1837,
is not a sufficient voucher to support the item of same amount
in the account of third quarter, 1837 of Willis’s transaction.
This the judge refused to charge.

We respectfully insist that the government officers had no
right to charge this receipt at all, either in the fourth or third
quarter, against Crane, as collector. It was a fact that did not
officially come within their knowledge; to which knowledge
the law confines them, in making out their transcripts for evi-
dence. Crane had never charged himself with it, as collector,
but the government officer undertook to discharge the sureties
of Willis for money for which, as far as we know, they were re-
sponsible, and to charge the sureties of Crane, without their
assent, and this upon no other proof than the exhibition of a
receipt purporting to be Crane’s, but not proved to be so. We
think that this does not come within the purview of the statute
of 3d March, 1797, and that the transcript was not a sufficient
voucher to support the item, the original receipt being the best
evidence %f evidence at all) of the fact of payment. United
States v. Buford, 3 Peters, 29; Cox and Dick v. United States,
6 Peters, 202. Nor is the case in 8 Peters, 375, hostile, for there
Orr was entitled to draw on the treasury for money, and the
officers knew that they had paid it. But in our case Crane had
no right to receive the money at all, nor did he authorize the
charge ; and the United States had no right to relieve Willis by
charging to Crane and his sureties. 8ee 3 Peters, 29. Hoyt .
United States, 10 Howard, 132, 133,

Myr. Cushing, for the United States.

First point omitted.

IL .The official bond of the collector and inzz:fectar, Crane,
and his sureties, Swain and Macon, bears date 2d June, 1837.

Indorsed July 4th, 1837, by the District Attorney of the United
Sta?:i tlg;it thia egl;mﬁes are good and sufficient.

« st, : approved on the above certificate. George
‘Wolf, gom troller.” PP

Arthar n died 24th July, 1837, after the approval of the
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sureties by the district attorney, but before the indorsement by
the comptroller.

The administrator of A. Macon contended, that the s
died before delivery of the bond, and therefore that, as to him,
it was not obl;gl:' tory. To this end various instructions were
moved by the i r. 'The rulings of them by the court
axetobeeeen,P.480ftherecord.

The several instructions on this subject, moved on behalf of
the administrator, need not be here repeated. The charges of
the court were correct ; they left to the jury the question of fact
of delivery, under all the circumstances, without any improper
instruction as to the matters of law.

A deed may be delivered by the party himself that doth
make it, or by any other by his appointment or authority prece-
dent, or assent or ment sabsequent.”

%And so, also, a may be delivered to the party himself
to whom it is made, or to any other by sufficient authority from
him; or it may be delivered to any stranger, for and in the be-
half, and to the use of him to whom it is made without author-
ity” Touchstone, chap. 4, p. 57.

If a man makes an obligation to F, and delivers it to B, if F

the obligation he shall have action upon it, for it shall be
mtended that B took the deed for F, as his servant.” 13 Viner,
Faits, (K) plea 7, page 23.
- #If a man delivers a writing as an escrow, to be his deed, on
certain conditions to be performed, and afterwards the- obligor
or obligee dies, and afterwards the condition is performed, the
deed is good, for there was traditio inckoata in the life of the
parties; sed postea comsummaia existens, by the performance of
the condition, takes its effect by force of the first delivery, with-
out any new delivery.” Perryman’s Case, 5 Coke, 84 -6. 8. P.
Graham v. Graham, 1 Vesey, Jr. 272, 274; Froset v. Walch,
Bri Ig:.hﬁ'omYearBook Hen. VL 7.

“ iver an obligation or other writing to 2 man as m
deed, to deliver unto him to whom it iah:lngade when he uhaﬂ
come to York, it is my deed presently; and if he deliver it to
him before he comes to York, yet I shall not avoid it; and if I
die before he comes to York, and afterwards he cometh to York,
and he delivereth the deed unto him, it is clearly good, and my
deed, and that it cannot be if it were not my deed before my
death.” 13 Viner, Faits, (M) plea 7, p. 24; and cites Perkins,
sect. 143,

“And where the deeds have a kind of double delivery, there
they shall take effect from and have relation to the time of the
first delivery or not, wt res valeat; for if relation may hurt, and
for some cause malke void the deed, (as in some cases it may,)

8*
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there it shall not relate. But if relation may help it, as in case
where a feme sole delivers escrow, and before the second delivery
she has married, or dieth, in this case, if there were not a relation
the deed would be void, and therefore in this case it shall relate.”
Touchstone, chap. 4, page 72, Relation ; Butler & Baker's case,
8 Coke, 35 b, Resolve 1 and 2; Cook’s Adm’r v. Hendricks, 4
B. Monroe,b(()l2—3. tod 8 deod :

A, being indebted to his bankers, executed a deed, purporting
to be a mortgage to them, for securing the debt. After executing
it, he delivered it to his attorney, who retained it in his
sion till A’s bankruptcy, which occurred about a month after-
wards, The attorney then delivered it to the mortgagee. Held,
that this was a good delivery by A. to the mortgagee. Grugeon
v. Gerrard, 4 Younge & C. 119.

If a deed is delivered by the grantor to any n in his life-
time to be- delivered to the grantee after his decease, it was a
E)od delivery upon the happening of the contingency, and re-

ted back so as to divest the title of the grantor, by relation
from the just delivery. Foster v. Mansfield, 3 Metcalf, 412;
O’Kelly and others v. O’Kelly, 8 Metcalf, 436, 439. See Exton
v. Scott, 6 Sim. 31.

A delivers a deed, as an escrow,to J S to deliver over on
condition performed, before which A becomes non compos men~
tis; the condition is then performed, and the deed delivered
over; it is good, for it shall be A’s deed from the first delivery.
Brook’s Reading on 8t. of Lim. p. 150.

The present 18 not the case of an escrow; and if it were it
would not avail the obligors in the bond ; the relation of which
is cle:rly s%;t;d lby Chief Justice Parsons, in the case of Wheel-
wright v. eelwright, 2 Mass. Rep. 447, and repeated by Mr.
J. Sewall, in Ha.t::llx.l%. Hatch, 9 Mas‘:. Rep. 307, 3£,aas fol{ows:

% The delivery is an essential requisite to a deed, and the
effect of it is to be from the time when it is delivered as a deed.
But it is not essential to the valid delivery of a deed, that the
grantee be present, and that it be made to or accepted by him
personally at the time. A writing delivered to a stranger, for the
use and the benefit of the grantee, to have effect after a certain
event, or the performance of some condition, may be delivered
either as a deed or as an escrow. The distinction, however,
seems almost entirely nominal, when we consider the rules of
decision, which have been resorted to, for the purpose of effect-
uating the intentions of the grantor or obligor, in some cases of
necessity. If delivered as an escrow, and not in name as a
deed, it will, nevertheless, be regarded and construed as a deed
from the first delivery, as soon as the event happens, or the con-
dition is performed, upon which the effect ho.(r been suspended,
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if this construction should be then necessary in fartherance of
the lawful intentions of the parties. See also 3 Coke on Little-
ton by Day, 36 a note 223. Perkins, sec. 137,138, 142. Bushel
v. Passmore, 6 Mod. 217 Maga.rd v, Ma{na.rd, 10 Mass. Rep.
486 ; Bodwell v. Webster, 13 Pickering, 411, 416 ; 4 Cruise, by
Greenleaf, p. 28, note; Elsey v. Metcalf, 1 Denio, 323; Brown
v. Brown, 1 Woodbury & Minot, 325; Doe dem. Gurnons v.
Knight, 8 Dowl. & R. 348; Doe dem. Lloyd v. Bennett, 8 Car.
& P. 14,

% The delivery of a deed may be inferred from circumstances,”
per Mr. Justice Story, Gardiner v. Collins, 3 Mason, 401.

The possession of the deed by the lessor or plaintiff, who offers
it in proof, is prim4 facie evidence of its deliverK. Under ordi-
nary circumstances, no other evidence of the delivery of a deed
than the possession of it by the person claiming under it, is re-

ired.” Games v. Stiles, 14 Peters, 327; S. P. Hare v. Horton,

Nev. & M. 428; 5 Barnwell & Ad. 715.

« If the original deed remained in existence, proof of the hand-
writing, added to its being in possession of the grantee, would,
it is presumed, be primd facie evidence -that it was sealed and
delivered. No reason is perceived why such evidence should
not be as satisfactory in the case of a deed as in the case of a
bond.” Lessee of Sicard v. Davis, 6 Peters, 137. In that case
the original deed was lost, but the execution and the delivery
thereof were inferred from circumstances.

«All deeds do take effect from, and therefore have relation to,
the time, not of their date, but of their delivery. And this is
always presumed to be the time of their date, unless the eon-
hn’.iy do appear.” Touchstone, chap. 4, sect. 8, p. 72.

- These principles seem to me to be sufficient to warrant the
rulings and charges by the court, on the subject of the delivery
of the bond.

If a bond, with surety required by law of an officer, be signed
and sealed by the parties who are named as obligors to the United
Btates, and sent by mail, or by private conveyance, to the proper
department, and be sued upon by the United States, such cir-
cumstances must be primd facie evidence of delivery; which
delivery must be presumed to be the time of the date, until the
contrary be made to appear; otherwise the great affairs of this-
government, spreed.i:;ig over such vast territories, requiring bond
and security from officers intrusted with the collections or dis-
bursements of public moneys, could not be administered safely,
unless all the various officers, who are by law required to give
bond with security, to be filed in the proper department, should
be required to come with their sureties to the seat of govern-
ment, and execute and deliver in person, in the proper office,
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their respective obligations. Such a rule would be highly in-
convenient, excessively dilatory, if not impracticable. Such a
rule could be end only in a village, town, or city, or in a
district of country of small extent.

That A. Macon signed the bond is admitied. After he signed
and sealed he did not keep it in his possession; it was not
found after his death among his gapers; he delivered it to some

n; the purpose for which he si and sealed the bond
was, that it should be delivered into the proper department of
the government; it expresses that purpose on its face, and to
that intent it expresses to have been “sealed and delivered in
the presence of witnesses,— Robert Lord, George G. Holt,”
who, as witnesses, have signed their names. It came to the

ssession of the proper department of the Government of the
nited States, mgro was given in evidence by the department.

From all these circumstances the inference is irresistible that,
after A. Macon signed and sealed the bond, and caused it to be
attested by the witnesses, he delivered it to some n to be
sent to the proper department of the Government of the United
Btates, the obligee named in the bond. The jury have found
in favor of the United States, without any improper instruction

. from the court, and the verdict is conclusive.

IIL The question raised for the defendant in the District
Court, now plaintiff in error, as to the sum of $1,279.92 appear.
ing in the account against Mr. Crane, as collector of the cus.
toms for the district of St. Mark’s, and ins r of the revenue
for the port of Magnolia, is so properly and clearly treated of by
the judge in his charge to the jury, as not to require of me any
thing in addition to what he has said.

As to the sums of $3,000 and $6,500, it appears in evidence
that they were paid to Crane, upon his representation and re-
quisition, to defray the current expenses of his office; and on
this account the judge ruled that they were legitimate charges
as against his sureties. :

This view is supported by the provisions of law which require
the collector to pay the expenses of his office out of its revenue,
or to disburse the money received by him from the government
to supply any deficiencies in such revenune. See Aet of 1799,

‘(1 Stat. at Large, 707); Act of 1823, (3 Id. 723.)

The government advanced money to Crane, under the statute
cited, to defray the expenses of his office.

The conditions of the collector's bond were to execute and
discharge all the duties of his office faithfally. This condition
was broken if the collector made false statements to the Comp-
troller of the Treasury of the sums necessary to the current ex-

penses of the district whereof he was eollector, and false requi~
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sitions upon the Treasury Department, for moneys to pay those
current expenses, it was a malfeasance in office, a breach of
the condition of the collector’s bond, for which the surety was
chargeable.
" The collector was, by law, the officer to pay the current ex-
nses of the district whereof he was appointed collector, and
e and his surety were properly chargeable with all moneys put
into the hands of the collector for such purposes.

Mr. Justice WAYNE delivered the opinion of the court.

Ambrose Crane was appointed collector of customs for St.
Mark’s, in Florida, and signed, with his sureties, Swain and
Macon, what was meant by them to be an, official bond. The
form of the bond is given in the statute. This conforms to it
in every particular. 1 Stat. at Large, 705. Crane, the col-
lector, became a defaulter. This suit was brought to recover
the amount of the defalcation from the administrator of Ma-
con, one of the sureties of Crane. The bond is dated on the
2d June, 1837. Two indorsements are upon it. One of them
was made by the District Attorney of the United States for
Florida.

Office of the United States Attorney, Middle District of
Florida, July 4th, 1837. I hereby certify, that Peter H. Swain
and Arthur Macon, Esqrs., who appear to have executed the
within bond as securities, are generally esteemed to be, and in
my opinion undoubtedly are, good for the amount of this bond.
They reside in Leon county, and I would take either of them,
without hesitation, as security for a private debt of that amount.
The signatures appear to be genuine.

CuarLEs 8. SiBLEY, District Atlorney.

The other indorsement is as follows:

Comptroller’s Office, July 31, 1837. %gproved in the above
certificate. Georee WoLrg, Comptroller.

Macon died on the 24th July, seven days before the date of
the comptroller's approval, and twenty-four days after the date
of the district attorney’s indorsement. The evidence in the
case shows that, in the year 1837, the mail time between Talla-
hassee and Washington was from eight to ten days. The dis-
tance might have been travelled by an individual in less time,
but not in less than seven or eight days. This testimony was
introduced by the }:lamtlﬁ' to prove that the bond, if it had not
been delivered before the 24th of July, thg day of Macon’s
death, that it must have been in the course of transmission from
the obligors before that day; as the comptrollers approval is
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dated the 31st of the month. The act directing bond to be
taken from collectors, with sureties, to be approved by the Com
troller of the Treasury of the United States, will be found in
1 Stat. at Large, 705. It is, that every collector, naval officer,
and surveyor, employed in the collection of the duties upon im-
ports and tonnage shall, within three months after he enters
upon the duties of his office, give bond, with one or more sure-
ties, to be approved by the Comptroller of the Treasury of the
United States, and payable to the United States, with condi-
tion for the true and faithful performance of the duties of his
office, according to law. The condition of the bond is, that
whereas the President of the United States hath, pursuant to
law, appointed the said to the office of yin
the State of . Now, therefore, if the said

has truly and faithfully executed and discharged, and shall con-
tinue truly and faithfully to execute and discharge all the duties
of said office, ing to law, then the above obligation is to
be void and of none e otherwise it shall abide, and remain
in full force and virtue.

In this state of the case, a recovery upon this bond is resisted
by an objection that it never had a legal existence as to Macon,
the intestate of the appellant, becanse he died before it was ap-
proved by the con;i)troller. It is not denied — or, if it be, the
evidence makes it altogether probable — that the bond had been
delivered before Macon died. We cannot admit that the date
of the approval can be taken absolutely as the time when the
bond was accepted, without any relation to the time when it
was delivered. A bond may not be a complete contract until
it has been accepted by the obligee; but if it be delivered to
him to be accepted if he should choose to do so, that.is not a
conditional delivery, which will postpone the obligors under-

ing to the time of its tance, but an admission that the
. bond is then binding upon him, and will be so from that time,
if it shall be accepted. 'When accepted, it is not only binding
from that time forward, but it becomes so upon both from the time
of the delivery. That is the offer which the obligor makes,
when he hands the bond to the obligee, and in that sense the
obligee received it. Such is just the case before us. The act
requires the collector to give a bond, % with sureties to be
proved by the comptroller;” it must be done in three m
after he has entered upon the duties of his office; it must be
retrospective to that time, and be for the fature also. The
comptroller may accept the sureties or reject them. He muﬁ
call at any future {jme for other sureties, if circumstances
occaur, or information shall be received, which make it necessary
that the United States should have a more responsible security.
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Or he may call, under the direction of the Secreta.lzl of the
Treasury, for a new bond. He may decide upon the suffi-
ciency of the sureties before they have made themselves so,
or after they have signed the collector’s bond. The first course
is not the usual practice. The bond is commonly sent to the
collector with such sureties as he can get. The comptroller re-
ceives it under the law, to be afterwards approved, upon such
information as he has or may procure, concerning the responsi-
bility of the sureties. The time is not limited for the use of his
discretion for that purpose. He knows, and the collector knows,
that the bond ought to be given in three months after the col-
lector has begun to disc the duties of his office. It is his
duty to give the bond. It is the comptroller’s to see that it is
done. g is not necessary that it should be handed to the
comptroller. It may be handed to an agent :Epointed by the
comptroller to receive it, or it may be put into the ion of
any person to deliver it, or it may be transmitted by meil. If

e in any one of these ways, it is a deli from the mo-
ment that the collector and his sureties part with it. It is from
mt moxixent in the course of trammigon, with :;lhe intention

t the law may act upon it through the com; er's agency,
and his subsequZnt apgr%val is an eep?n?th rel:tglzn to
the time beginning the transmission. The statute does not re-
quire the approval to be in writing. It may be so, and may
be done verbally; or it may not be done in either way. Re-
ceiving the bond, and retaining it for a considerable time without
objection, will be sufficient evidence of acceptance to complete
the delivery, especially when the exception is taken by the party
‘who had done all he could to complete it. Postmaster-General
v. Norvell, 1 Gilpin Rep. 106-121. And we add, that the re-
tention of such a bond by the comptroller without objection,
for a longer time than the statute requires it to be given, would
be presumptive evidence of its approval and acceptance. This
presumption of tance has been ruled by this court, in the
case of the United States Bank v. Dandridge and others, 12
‘Wheat. 64. In that case, an objection was n in the Circuit
Court to the admissibility of evidence to show a presumptive
acceptance of a cashier's bond, because the charter of the bank
required a bond to be egiveu satisfactory to the directors. The
Circuit Court sustained the objection, and ruled that the approval
must be in wntmmnd the cashier's sureties. This court
ruled otherwise. ptive evidence, then, being admissible
to prove the acceptance of a bond—such as its being in the
Tmueuion of the obligee — having been retained without ob-

ectio:

n, and the obligor continuing to act under it, without hav-
ing called for a more formal acceptance, it follows that a written
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acceptance, dated after a delivery, as was done in this case, is
not to be taken as the time from which the completeness of the
contract is to be computed ; but that such an acceptance has a
relation to the time o¥ delivery, making that time the beginning
of its obligation upon the parties to the bond. 'We remark,
also, that there is no rule which can be applied to determine
what constitutes the approval of official bonds. Every case
maust depend upon the laws directing such an approval. The &‘nr-
pose for which such a bond is required must be looked to. The
character of the office and its duties must be examined. The
time within which such a bond must be given and approved,
and whether it is to be retrospective or for the future only, must
. be considered before it can be determined how and when the
approval must be made. The differences s ted may be
seen by comparing the terms of the statute of 1825, requiring
bonds to be given by postmasters directly to the .Postmaster-
General, and not to the United States, with the phraseology. of
the section of the act directing bonds to be taken from the col-
lectors to the United States.

The case of Bruce and others v. The State of Maryland, for
the use of Love,in 11 Gill & Johnson, 382, which was sup;
to have a bearing upon the case, will illustrate fully, the differ-
ences of which we have spoken.

The 42d article of the Constitution of Maryland, requires
" bonds from the sheriff of that State, with sureties, before they
can be sworn in to act as such. The act of Maryland, carry-
ing that article into o&emﬁon, (2d vol. Laws of Maryland,
November, 1794,) fixes the time within which sherifis sir:.ﬁ give
bonds, and the manner of taking them is prescribed. It must
be done in a county court, or before the é’h.ief Justice, or two
associate Justices, &c., but by whomsoever approved, the act
directs that the official doing so, shall immediately transmit
it to the County Court to be recorded. The case came before
the Court of Appeals, from a county court, which had decided
that the bond of the sheriff operated from its date, that bond
having been given without tﬁe approval in the manner
scribed. The Court of Appeals overruled the court bel%rvfr-,
saying that the bond had been irregularly taken, and that a
sherifi’s bond was only obligatory from the time of its approval.
Under that statute, the question, when a sheriff’s bond became
operative, could not properly occur, it having made the delivery
and approval of the bond simultaneous, that there might be
8 compliance with the constitution, which declared that no
sheriff should act until he had given bond. The act which we
have been considering, does not require the comptroller’s
Proval to be in writing. A collector may be permitted to dis-
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charge the duties of his office, for three months, before he gives
a bond, if the Secretary of the Treasury shall think it safe to
be done. But if otherwise, he may require a bond before the
collector enters upon the duties of the office. The statute
means that the three months allowed for a bond to be given, is
an indulgence to the collector, and not a rule binding upon the
government, when its proper functionary shall determine that a
bond shall be given earlier. We think, too, that the approval
by the comptroller is directory, and not a condition p: ent to
give validity to the bond. The doctrine that deeds and bonds
take effect by relation to the time they are delivered, is well
understood. The cases cited by the Attome_&;Geneml, in su

port of it, are sufficient for the occasion. e need not ur
to them. It applies to this case. Macon was bound as the
surety of Crane, by the delivery of the bond before his death.
The evidence in support of such a delivery, was fairly put to

the jury.

V&ﬁave compared the charge of the judge, with the instruc-
tions which were asked by the counsel of the defendant, upon
the point we have been considering, and we think that it covers
all of them correctly.

Another :elﬂ'ection against a recovery upon this bond remains
to be disposed of.

It is said that Crane, the collector, received money belonging
to the United States, out of the line of his duty, which has
been improperly charged to make up the amount of the defal-
cation, which his sureties are now called upon to pay.

The duties of collectors have been much multiplied by other
acts, since the act of 1799 was passed. Sca.ree{;ran act, and
no general act has been passed since, concerning the collection
of duties upon imports and tonnage, without some addition
having been made to the collector’s duties. They are suggested
from experience. The collector, too, has always been a dis-
bursing officer for the payment of the expenses of his office,
and may pay them out of any money in hand, whether received
from duties or from remittances to him for that purpose, where
the expenses are not unofficial, have been sanctioned by law,
and have been incurred by the direction of the Secretary of the
Treasury. For such payments, he may credit himself in his

neral account against the sums which may have been received

or duties, He may retain his own salary, or fees and commis-
sions; pay the salaries of inspectors and other officers attached
to the office ; make disbursements for the revenue boats, light-
house buoz:, &c., and apply money collected for duties, to all
expenses lawfully incurred by himself or by his predecessors.
For such as may have been incurred by his predecessor, he may
VOL. XV. 14
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receive from him any money in his hands, when he is going out
of office, belonging to the United States, and which have been
retained by him for the payment of such expenses.

‘When so turned over to a successor, he receives it officially,
to be applied by him to the purposes for which it had been
retained. Himself and his sureties are as much responsible for
the faithful application of it as they are for his fidelity to his
trust, for duties received by himself, or for other sums which
may have been remitted to me by the order of the government.
It has often been the case, and must be so again, as it now is,
that the convenience of the government and the interest of its
citizens, require collection districts to be established, which do
not, and are not expected at first to pay expenses. Remittances
then must be made for such purposes. They are made to the
collector, because it is under his personal supervision that the
work is done, or the goods are furnished for the government, at
the point of his office where the law requires him to reside.
‘What we have said, covers all of the remittances which were
made to Crane, by Breedlove, the collector of Mississ{gpi; and
also the payment of $1,279.92 received by him from Willis, his
predecessor, when he was going out of office, and when Crane
was coming in. It appears, from the accounts, that he received
it as collector. It cannot be denied that there was then a debt
due by the government, on account of the expenses of the
office, to which that sum ought to have been applied. Had it
been 80, he would have been credited with the sum in ‘his next
quarterly settlement. And if it was not so applied, it cannot
be said that there was fidelity to his official trust in withholding
it and applying other money of the government subsequently
coll or received, to the payment of its antecedent debt. In
this instance, there is less reason for not exempting the securities
of Crane from responsibility for the sam received by the col-
lector from his predecessor, becanse the evidence in the case
shows it was afterwards sanctioned by the government, and that
it might have been ap};lied by the co{lector to the liquidation
of an official debt, as far as it would go, due by this government
to himself. 'What has been said, covers every instruction which
the court below was asked to give upon this point. We do not
think that the judge erred in his general charge upon them to
the jury, or that in making the charge which he did, that
there is any error of which the defendant can complain.

We affirm the judgment below, and direct a mendate to

issue accordingly.

M. Justice CAMPBELL. »
I diseent from the judgment of the court in this case.
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The certificate of the Comptroller of the Treasury, of his
approval of a bond which it is made his duty to accept on
begalf of the government, is the best evidence of the time of
its delivery, as a valid and operative obligation. If another
date is asserted by the government, the burden of sustaining it
by clear proof, devolves upon it.

The instruction to the jury by the District Judge, “ that the
time of the approval of the bondt at the Treasury Department,
is not to be taken as the time of delivery,” was, in my opinion,
too general, and is erroneous. ~ :

The District Judge further instructed the jury, that although
the bond “ may not have come to the hands of the officers of
the government? till after the death of one of the obligors, yet
«if they had parted with it for the purpose of sending it, or
having it sent to Washington city, before that time,” that would
charge the legal representative of the person who had died.

The delivery of a bond is only complete when it has been
accepted byel;ie obligee, or a third person, “for, and in his
behalf, and to his nse.”

The terms I have quoted from the Touchstone, imply a ces-
sion of the title to the paper in the act of delivery.

The third person, who thus represents the obligee, is not
snbjec{:. to the mandate of the oﬁieéor, nor amenable to his
contro .

The instructions of the District Judge would be satisfied b
any surrender of the custody of the paper, if for the purpose of .
having it sent to Washington city; whether it be to the agent
or servant of the obligors, who would be subject to their orders,
or by its inclosure in a letter, the delivery of which might be
countermanded ; in other words, by acts which did not amouant
to a surrender of the property or legal right to control the paper,
This, in my opinion, was erroneous. With respect for the opinion
of this court, I enter, therefore, my dissent to the judgment
which affirms these instructions.

Order.

This cause came on to be heard on the transcript of the
record, from the Circuit Court of the United States for the
Northern District of Florida, and was argued by counsel. On
consideration whereof, it is now here ordered and adjudged by
this court, that the judgment of the said Circuit Court, in this
cause, be, and the same is hereby, affirmed, with interest, until
paid, at the same rate, per annum, that similar judgments bear
1n the courts of the State of Florida.
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EvLuar PaeLps, PLaiNTiFr IN ERrOR, v. JacoB Maver.

In order to make & bill of exceptions valid, it must appear by the transcript not
only that the instructions were given or refused at the trial, but also that the party
who complains of them, excepted to them while the jury were at the bar.

The bill of exceptions need not be drawn out in form and signed before the j
retire ; bat it must be taken incg):n eowt,lndmutlppeubytheeerﬁﬁumug
the judge who authenticates it, to have been'so taken.

Hence, when the verdict was rendered on the 13th December, and on the next day
the plaintiff came into court and filed his exception, it is not properly before this
court. And no error being assigned or appearing in the other proceedings, the
judgment of the Circuit Court must be affirmed, with costs.

My, Justice Curtis did not sit in this cause, having been of
counsel for the patentee. :

Tais case was brought up by writ of error from the Circuit
Court of the United States for the District of Indiana.

It is not necessary to state either the facts or arguments of
the case, inasmuch as it went off upon a point of practice.

It was argued by My. Ewing, for the plaintiff in error, and
Mr. Jernegan, for the defendant in error.

My. Jernegan thus noticed the point upon which the case
went off.

A preliminary objection arises. It appears from the record
that the verdict was rendered on the 13th of December, and the
bill of exceptions filed on the 14th. No exceptions were taken
on the trinf It is therefore too late now to object to the in-
structions of the court, or its refusal to give the instructions
le(g;r:d. 11 Peters’s Rep. 185; 6 Blackford’s Rep. 417; Cully
v. Doe, 11 Adolph. & ElEs, 1008, note.

Mr. Chief Justice TANEY delivered the opinion of the
oourt,

This action was brought by the plaintiff in error against the
defendant in the Circuit Court of the United States for the
District of Indiana, for the infringement of the plaintiff’s rights
under a patent granted to him for a new and usefal improve-
ment in the application of hydraulic power. The case was
submitted to a jury under certain directions from the court, and
the verdict and judgment were for the defendant.

This writ of error is brought for the purpose of revising this
judgment—and the case has been fully argued upon the charge
given by the Circuit Court, and also upon its refusal to give
sm directions to the jury which were requested by the
plainti
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But, although it appears by the certificate of the judge, sent
up as ot!l%he reolt’)rd, that these instructions WexeJ g(ilggn and
refused at the trial, yet it also appears that no exception was
taken to them while the jury remained at the bar. The verdict
was rendered on the 13th of December, and the next day the
plaintiff came into court and filed his exception. There is
nothing in the certificate from which it can be inferred that this
exception was reserved pending the trial and before the jury

The defendant in error now objects that this exception was
too late, and is not therefore before this court, upon the writ of
exror. We think this objection cannot be overcome.

It has been repeatedly decided, bghthis court, that it must
appear by the transcript, not ox;lgo at the instructions were
given or refused at the trial, but that the party who com-
plains of them excepted to them while the jury were at the
bar. The Statute of Westminster 2d, which provides for the
proceeding by exception requires, in explicit terms, that this
should be done; and if it is not done, the charge of the court,
or its refusal to charge as requested, form no part of the record,
and cannot be carried before the appellate court by writ of
error. It need not be drawn out in form and signed before the
jury retire; but it must be taken in open court, and must
appear, by the certificate of the judge who authenticates it, to
bave been so taken. :

Nor is this a mere formal or technical provision. It was in-
troduced and is adhered to for purposes of justice. For if it is
brought to the attention of the court that one of the parties
excepts o his opinion he has an opporm:-'iz of reconsidering
or explaining it more fully to the jury. if the exception
is to evidence, the opposite might be able to remove it,
by further testimony, if apprised of it in time.

This subject was fully considered in the case of Sheppard v.
‘Wilson, 6 How. 275, where the cases previously decided in this
court, affirming the rule above stated, are referred to.

There being, therefore, no exception before the court, and no

error being assigned or appearing in the other ings, the
judgment of the Circuit Clourt st be adfirmed, with costs.
Order.

This cause came on to be heard on the transeript of the
record from the Circuit Court of the United States for the
District of Indiana, and was argued by counsel. On considera-
tion whereof, it is now here ordered and adjudged by this court,
that the judgment of the said Circuit Court in this cause be,
and the same is hereby, affirmed, with costs.

14¢
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CuanrLes Bispaam, ArpeLLanT, v. ELi K. Price, Execuror
OF JOSEPH ARCHER, DECEASED.

In the settlement of oomrliuwd partnership accounts by means of an arbitrator,
Bispham was charged with one half of certain custom-house bonds, which Archer,
the othe; partner, was liable to pay, and which obligations had been incurred on
partoership account.

Thi:tctla z;sterntw' n in the settlement as to certain liabilities, but this one was not

N .

Archer’s estate was afterwards exonerated from the payment of these bonds by a de-
cision of this court, re, in 9 Ho 83.

A bill cannot be brought by Bispham against Archer’s executor to refund one half
of the amount of the“%ondu, upon the ground that Archer bad never paid it.

The reference to an arbitrator was lawful, and his award included many items
which were the subject of estimates. It was ted as perfectly satisfactory, and
acquicsced in as such until long after the death of Archer.

No fraud or mistake is charged in the bill, and if an error of judgment occurred, 3
which the chance was overrated that the custom-house bonds would be
against Archer, this does not constitute a ground for the interference of a court of

equity. N
The statute of limitations also is a bar to the claim.

Tais was an appeal from the Circuit Court of the United
States for the Eastern District of Pennsylvania, sitting as a
court of equity. ‘

The facts in the case are very fully stated in the opinion of
the court. )

It was argued by Mr. Gerkard for the appellant and by Mr.
Meredith for the appellee.

The counsel for the appellant made the following points.

First Point. The express terms and proper construction of
the statement of the accounts between the parties by William
Foster, entitle the appellant to a recovery.

. The “settlement” or “statement” of the accounts by Mr.
Foster, giving rise to this suit, is careful to provide for any such
contingency as that which has occurred. The amount to be

aid by Mr. Archer to Mr. Bispham, is declared to be “in
iquidation and full settlement between them, of all matters,
claims, and demands, relating to or growing out of the trans-
actions of their late firm, so far as gey are now known, ascer-
tained, or believed to exist.”

This seems to include every future contingency, and to re-
serve to each party the benefit of it. To prevent any possible
future misunderstanding, however, the paper goes on to provide,

First. “But as liabilities may hereafter be established or
ascertained,”

Second. “Or claims received, not now known to exist,
growing out of transactions during the partnership for partner-

.
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ship account, it is understood that the same are not embraced
in the foregoing settlement and determination by me as the
agent and umpire of the parties, and especially any matter of
such character contingent on the result of ntﬁlgna:uits, is ex-
cepted from this adjustment of the affairs of said firm.”

t will be observed, that there were no pending suits unless a
reference was intended, as was doubtless the case, to the suits
by the United States against Mr. Archer on the custom-house
duty bonds in question—no others existed. There was one
and one only, in New York, besides those, which are the founda-
tion of this suit. And it is submitted that the court below erred
in refusing to recognize, as pending suits, those in which judg-
ments had been recovered, but the judgments themselves were
unsatisfied — and that, too, when the phrase is used by mercan-
tile men in an informal paper writing.

If a reference is only made to the second reservation above

quoted, it is submitted that the appellant’s case is made out.
‘What difference is there between the actual facts, and the hy-
pothetical case of a payment by Mr. Archer, and a repayment
by Mifflin? Could there, in such an event, have been a doubt
as to Mr. Bispham’s right to participate in that recovery? The
facts then would have been literally within the provision.
. Becond Point. If it is necessary to sustain the case for the
appellant, the court as a court of equity, would reform the
agreement and statement made in pursuance of it, to give relief 1
to the appellant in the present case. It is a case within the
principles of both mistake and accident. It is clearly settled,
that where, either in a settlement, award, or even a so{emn ad-
judication by the judgment of a competent court, there has been
a technical mista.‘e, such as has occurred in the present case,
courts of equity will relieve against such a mistake. Courts of
equity will grant relief in cases of mistake in written contracts,
not only when the fact of the mistake is expressly established,
but also when it is fairly implied from the nature of the transac-
tion. Story’s Equity, § 162,

Equity will give effect to the real intentions of the parties,
as gathered from the objects of the instrument, and the circam-
stances of the case. The general rule, « Quoties in verbis nulla
est ambiguitas, ibi,’ &ec., shall not prevail to defeat the manifest
intent and object of the parties, where it is clearly discernible,
on the face of the instrument, and the ignorance, or blunder, or
mistake of the parties has prevented them from expressing it in
the ?.IPpropriate language. 1d. § 168.

“ The same principle applies where a legac({ is revoked, or is
ven upon & manifest mistake of facts.” Id. § 182. 8 Hare'’s

222; Osgood v. Jones, 10 Shep. 312; Williamson v. John-
son, 3 Halsted, Ch. 537,
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So also in the case of settlements, so called.

A settlement of accounts, where one of the parties had but
little knowledge of the matters settled, will be considered as
primd facie evidence, subject to be rebutted bz i
proof, under proper all(:ﬁ::ions, in the pleadings charging fraud
or mistake as to particular items. Lee’s Administrators v. Reed,
4 Dana, 109, .

The court will open settlements made by mistake, although
receipts in full have passed, and the note on which payments
were made, has been taken up. M’Crae v. Hollis, 4 Desaus. 122.
See also Shipp v. Swann, 2 Bibb, 82. Waggoner v. Minter,
7 J. J. Marsh. 173. -

Where a bond was in form only a joint bond, but it was sug-

to have been the intention of the parties to have made it
Joint and several, the court referred it to the master to inquire
whether this was the intention of the jies. Where such in-
tention appears on the face of the bond, the court will treat it
as a joint and several bond, although it is only & joint bond in
form. Ex parte S8ymonds, 1 Cox, 200. See also Rawstone v,
Parr, 3 Russ. 539.

And so anxious is a court of equity to comect a mistake,
that even parol evidence is admitted to prove one made by a
eolicitor in the draft of a settlement. Rogers v. Earl, Dick.

See also Shipp v. Swann, 2 Bibb, 82.

An account stated, may be set up by way of plea, as a bar
to all discovery and relief, unless some matter is shown which
calls for the interposition of & court of equity. But if there
has been any mistake, or omission, or accident, or fraud, or un-
due advantage, by which the account stated is in truth vitiated
and the balance is incorrectly fixed, a court of equity will not
suffer it to be conclusive upon the parties, but will allow it to
be opened and reéxamined.

Sometimes the account is simply opened to contestation, as
to one or more items, which are gcially set forth in the bill of
the plaintiff. Story’s Equity, § 6

An award may be for part and bad for part; and the
part which is good will be sustained, if it be not so connected
with the part which is bad, that injustice will thereby be done.
Banks v. Adams, 10 Shep. 259.

To some extent the courts of equity and of cominon law ex-
ercise a concurrent jurisdiction on this point. Wilkins v. Wood-
fin, Administrator of Pearce, 5 Munf. 183.

. Assumpsit lies for one against his copartner, for money paid
him on a dissolution, and adjustment of the concerns of the co-
K;.ﬂr‘teuerslugi more than was actually due. Bond v. Hays, 12

s. B. 34. Or for one who has paid over by mistake more
than his partner was entitled to receive. Id. 36.
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It is very plain that the error which occurs in the case before
the court was not a mistake of law, but of fact, or a technical
mistake, for the reason that, at the time when that settlement
was made, there was an actual existing liability for which the
appellant was obliged to account.

here a }:)nrt{ has been subjected by a decree to a contin-
gent and probable liability, he may be compelled to account,
with a view to that liability, when the state of things shall hap-
pen upon which it may depend. Bank of the State v. Rose, 2
Strobhart, Eq. 90.

If, therefore, the occurrence in question comes within the defi-
nition of a mistake, it was clearly one of fact; a mistake of
fact in this, that the account was struck upon the basis, that the
contingency would never happen bg which those payments
were discharged. This view of the subject, however, necessarily
points out another light in which it may be viewed as within
the scope of equitable relief, viz. “ accident.”

The definition of accident,” as given by Mr. Jeremy, em-
braces this very case; he defines it to be “ an occurrence 1n rela-
tion to a contract which was not anticipated by the parties,
when the same was entered into, and whici gives an ungue ad-
van to one of them over the other in a court of “ law.”

And the exception, taken to this definition by Mr. Justice
Btory, is that the term “ contracts ” is not sufficiently general.’
Story’s Eq. § 78, note 3. By the term accident, is here intended
not merely inevitable casualty, &c., but such unforeseen events,
misfortunes, losses, acts, or omissions, as are not the result of
any negligence or misconduct.in the party. Story’s Eq. § 78.
K may be stated, generally, that where an inequitable loss or
injury will otherwise fall upon a party, from circumstances be-
yond his own control, or from his own acts done in entire good
faith, and in the performance of a supposed duty without negli-

nce, courts of equity will interfere to grant him relief. Id. § %9

nder this definition the unforeseen death of Mr. Archer fairly
brings the appellant’s case within that ground for equitable re-
Lief. See Hachett v. Pattle, 6 Mad. 5.

Third Point. There has been an entire failure of the con-
sideration upon which the money sought to be recovered in this
action was paid by the appellant to the appellee’s testator. Par-
ish v. Stone, 14 Pick. 19& 210. Fink v. Cox, 18 Johns. 145;
8 Mass. 46; 15 Johns. 503 ; 5 Pick. 391; 2 Penn. State Rep.
(Barr) 200.

- This is the appellant’s case, to which various defences have
been made. It is said that Mr. Bispham released Mr. Archer.
There is no release, (technical,) express or by implication.
Agnew v. Dorr, 5 Whart. 131 ; on v. Dorr, 6 Ib, 256. Nor
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if it were a release would it be binding in a court of equity,
where there was ground for relief on account of mistake or
accident. Story’s Eq. § 523; M Crae v. Hollis, 4 Desaus. 122 ;
Shipp v. Swann, 2 Bibb, 82. When construing the whole
transaction together, with an effort and the ri%l;t to arrive at
the actual meaning of the parties, there can no question
that no such release, as is asserted in the answer, was zesigned
or intended. Even construing exhibit E as a strict technical
release, the defendant cannot at all sustain his construction of
it. M. Bispham exonerates Mr. Archer from any further claims,
% further” than such as can be made under Mr. Fosters
settlement, is the grammatical construction. And the plaintiff
really asks for nothing beyond this.

Again, it is said by the appellee that the agreement to state
the accounts was a submission to an arbitrament, and that Mr,
Foster's statement was an award, and is conclusive on Mr.
Bispham. The appellant denies that this was an award; but
even if it was, the case has been shown to be carefully excluded
from the effect of Mr. Foster's statement. It is submitted that
an award, not made a rule of court, cannot be binding where, if
it were a rule of court, it would be set aside, and it is a familiar
principle of the law of awards that courts will set aside an
award made upon a mistake appearing, as here, on the face of
‘the award itseB‘. ‘Watson on Arbitraments and Awards, 280.
In all awards, not made under a rule of court, it is the settled
law that a court of equity will relieve against them on the
ground of mistake in any such case as the present.

Another suggestion of the appellee is that the account stated
between the parties bars the appellant. The law is otherwise
where, as_here, there was a mistake, accident, or any similar
event. The court will open settlements made by mistake,
although receipts in full have passed, and the note on which
payments were made has been taken up.

Again, it is said by the court below, that Mr. Bispham con-
firmed the settlement of the accounts twenty-one months after
he had had the opportunity of ining 1t. 'This would be
very well if Mr. Bispham’s absence from i’hiladelphia ut him
into legal defaunlt. But it appears, from the evidence and record,
that, from the date of the settlement of November 18th, 1835,
to the confirmation of the account by Mr. Bispham on the 18th
of August, 1837, he was absent from Philadelphia, and had not
seen Mr. Archer who was in England and (ganton. He had
not, therefore, at the date of the confirmation, been informed
that no money had in fact been paid on this account by Mr.
Archer, but he was justified in supposing, from his (Archer’s)
letter of the 16th of November, 1835, above refe to, that
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the judgments had been actually satisfied by him. If upon
this supposition (a clear mistake in point of fact) Mr. Bispham
confirmed the settlement by Mr. Foster, he would, upon every
principle, be entirely justified in askini a court of equity to
correct this mistake, particularly as he had been led into it by
the assertions of Mr. Archer himself, that the liability on his

art was complete, and that funds were provided by him for its
gnmediafe payment, which would be made as soon as they
should be reahized by his father. Twenty-one months